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MANUFACTURING CORPORATION, Defendant-Cross Appellant 

01-1557, 01-1651 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
294 F.3d 1330; 2002 U.S. App. LEXIS 12353; 63 U.S.P.Q.2D (BNA) 1468 
June 21, 2002, Decided 



PRIOR HISTORY: [**1] Appealed from: United 
States District Court for the Northern District of Illinois. 
Judge Charles P. Kocoras. 

DISPOSITION: Affirmed in part, reversed in part, and 
remanded. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Plaintiff patentee 
appealed the order of the United States District Court for 
the Northern District of Illinois denying its motion to 
amend its patent infringement complaint against 
defendant manufacturer, and dismissing the patentee's 
suit in its entirety. The manufacturer cross-appealed, 
arguing that the court abused its discretion when it 
declined to sanction the patentee for bad faith litigation. 

OVERVIEW: In a prior suit for infringement of the 
patentee's golf club patents, the district court granted 
partial summary judgment that there was no infringement 
under one of the patents, but denied summary judgment 
on the (still pending) claims under the other patent. Prior 
to the instant suit, the patentee obtained a reissue patent, 
under which the instant suit was brought. In doing so, it 
surrendered the parent patent, thereby mooting the prior's 
suit's summary judgment and extinguishing the patentee's 
right to appeal the summary judgment on the prior 
patent. In the instant suit, the patentee moved to amend 
its answer to allege infringement of additional patent 
claims. The manufacturer argued, and the district court 
held, that the patentee was collaterally estopped from 
bring the amended complaint's claims. The court of 



appeals disagreed, holding that the grant of. partial 
summary judgment in the prior suit was not final for 
purposes of collateral estoppel and that the district court 
in the instant case therefore erred when it accorded the 
decision preclusive effect. The grant of summary 
judgment clearly was not immune to reversal or 
amendment. Refusal to sanction the patentee was proper. 

OUTCOME: The court of appeals reversed the district 
court's dismissal of both the patentee's complaint and its 
motion to amend, affirmed the district court's refusal to 
impose sanctions on the patentee, and remanded for 
further proceedings. 

LexisNexis (TM) HEADNOTES - Core Concepts: 



Civil Procedure > Preclusion & Effect of Judgments > 
Collateral Estoppel 

[HN1] Because the application of collateral estoppel is 
not a matter within the exclusive jurisdiction of the 
United States Court of Appeals for the Federal Circuit, 
the court applies the law of the circuit in which the 
district court sits. 

Civil Procedure > Preclusion & Effect of Judgments > 
Collateral Estoppel 

[HN2] Collateral estoppel, or issue preclusion, prevents a 
party from litigating an issue if: (1) the issue sought to be 
precluded is the same as that involved in an earlier 
action; (2) the issue was actually litigated; (3) 
determination of the issue was essential to a final 
judgment; and (4) the party against whom estoppel is 
invoked was represented in the prior action. 
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Civil Procedure > Preclusion & Effect of Judgments > 
Collateral Estoppel 

[HN3] In order to. be final for purposes of collateral 
estoppel, the decision need only be immune, as a 
practical matter, to reversal or amendment. The 
possibility of appeal contributes directly to this 
determination of finality, which turns upon such factors 
as the nature of the decision (that is, that it was not 
avowedly tentative), the adequacy of the hearing, and the 
opportunity for review. The fact that the decision was 
subject to appeal or was in fact reviewed on appeal is a 
factor supporting the conclusion that the decision is final 
for the purpose of preclusion. 

Civil Procedure > Appeals > Appellate Jurisdiction > 
Interlocutory Orders 

[HN4] Where neidier party moves to certify a court's 
interlocutory decision as final under Fed. R. Civ. P. 
54(b), consequently that decision is subject to revision at 
any time before the entry of judgment adjudicating all 
the claims. 

Civil Procedure > Preclusion & Effect of Judgments > 
Collateral Estoppel 

[HN5] The existence of speculative methods of 
preserving the right to appeal does not render a nonfinal 
judgment preclusive for the purposes of collateral 
estoppel. 

Civil Procedure > Preclusion & Effect of Judgments > 
Collateral EstoppelCivil Procedure > Appeals > 
AppelUde Jurisdiction > Interlocutory Orders 
[HN6] The possibility of interlocutory appeal does not 
render a decision final under the doctrine of collateral 
estoppel, because the law of collateral estoppel is not 
intended to penalize a party for declining to try to take a 
piecemeal appeal. 

Civil Procedure > Preclusion & Effect of Judgments > 
Collateral EstoppelCivil Procedure > Appeals > 
Standards of Revien> > Standards Generally 
[HN7] The role of a court of appeals is limited to 
reviewing the district court's application of collateral 
estoppel, not the correctness of the underlying decision. 

Civil Procedure > Appeals > Standards of Review > 
Abuse of Discretion 

[HN8] An abuse of discretion occurs if the decision is 
clearly unreasonable or is based on erroneous 
conclusions of law. 

COUNSEL: Michael P. Mazza, Niro, Scacone, Haller & 
Niro, of Chicago, Illinois, argued for plaintiff-appellant. 
With him on the brief was Keith A. Vogt. 



Lawrence G. Kurland, Bryan Cave LLP, of New York, 
New York, argued for defendant-cross appellant. With 
him on the brief were Thomas C. Walsh, David A. 
Roodman, Roxana Wizorek, and K. Lee Marshall, of 
Bryan Cave LLP, of St. Louis, Missouri; and Troy B. 
Froderman, Bryan Cave LLP, of Phoenix, Arizona. 

JUDGES: Before NEWMAN, DYK, and PROST, 
Circuit Judges. Opinion for the court filed by Circuit 
Judge PROST. Concurring opinion filed by Circuit Judge 
DYK. 

OPINIONBY: PROST 

OPINION: [*1331] PROST, Circuit Judge. 

Vardon Golf Company, Inc. ("Vardon") appeals 
from the final decision of the United States District Court 
for the Northern District of Illinois, denying Vardon's 
motion to amend its complaint against Karsten 
Manufacturing Corporation ("Karsten") and dismissing 
Vardon's suit in its entirety. Vardon Golf Co. v. Karsten 
Mfg. Corp., 2001 U.S. Dist. LEXIS 24236, No. 00 C 
7221, slip op. at 1 (N.D. 111. May 9, 2001). The [**2] 
court held that a grant of partial summary judgment that 
Karsten did not infringe claims 12 and 15 of Vardon's 
U.S. Patent No. 5,301,941 ("the '941 patent") in a prior 
case, Vardon Golf Co., Inc. v. Karsten Mfg. Corp., 2000 
U.S. Dist. LEXIS 13769, No. 99 C 2785, slip op. at 1 
(N.D. 111. Sept. 7, 2000) ("Vardon I"), collaterally 
estopped Vardon from bringing a new action against 
Karsten based on certain claims of Vardon's reissue 
patent, U.S. Patent No. Re. 36,950 ("the '950 patent"). 
Vardon Golf Co. v. Karsten Mfg. Corp., 2001 U.S. Dist. 
LEXIS 24236, No. 00 C 7221, slip op. at 5 (N.D. 111. 
May 9, 2001) ("Vardon II"). Karsten cross-appeals, 
arguing that the court abused its discretion when it 
declined to sanction Vardon for bad faith litigation. 
Vardon Golf Co., Inc. v. Karsten Mfg. Corp., 2001 U.S. 
Dist LEXIS 23318, No. 00 C 7221, slip op. at 5 (N.D. 
111. Sept. 20, 2001) ("Vardon II Sanctions"). We hold that 
the grant of partial summary judgment in Vardon I was 
not final for purposes of collateral estoppel and that the 
court therefore erred in according it preclusive effect in 
Vardon II. We reverse the court's dismissal of both 
Vardon's complaint and its motion to amend, and remand 
for further proceedings consistent with this opinion. 
[**3] We affirm the court's refusal to impose sanctions. 

. [*1332] BACKGROUND 

Vardon and Karsten manufacture golf clubs. Vardon 
I, 2000 U.S. Dist. LEXIS 13769, [slip op.] at 1. In 1999, 
Vardon brought suit against Karsten alleging that 
Karsten's TiSI woods infringed claims 12 and 15 of 
Vardon's '941 patent and that Karsten's ISI iron-type 
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clubs infringed several claims of Vardon's U.S. Patent 
No. 5,401,021 ("the "021 patent"). 2000 U.S. Dist. 
LEXIS 13769, [slip op.] Id. at 1. Claims 12 and 15 of the 
'941 patent both contain the limitation "substantially 
uniform thickness." 2000 U.S. Dist. LEXIS 13769, [slip 
op ] Id. at 15-16. On September 7, 2000, the district court 
construed this limitation and held that as a matter of law, 
Karsten's clubs did not infringe claims 12 and 15 either 
literally or under the doctrine of equivalents. 2000 U.S. 
Dist. LEXIS 13769, [slip op.] Id. at 17-19. The court 
consequently granted summary judgment in Karsten's 
favor on the '941 patent. Id. It denied, however, Karsten's 
motion for summary judgment on certain of the '021 
claims. Id. Thus, Vardon I is still before the court 
awaiting trial on the '021 patent. That case is not before 
us on appeal. 

Prior to bringing suit against Karsten, Vardon had 
filed a reissue application for the '941 patent. While that 
application was pending, but before the court's [**4] 
decision in Vardon I, Vardon filed a motion to substitute 
the reissue patent for the '941 patent in the ongoing 
litigation. The court denied the motion. Two months 
after the court granted partial summary judgment in 
Karsten's favor, the '950 reissue patent issued. In order to 
obtain the reissue, Vardon surrendered the parent patent, 
thereby mooting Vardon I's summary judgment on the 
'941 claims and extinguishing Vardon's right to appeal 
the court's claim construction and finding of 
noninfringement regarding that patent. Vardon 
subsequently filed a second action against Karsten on 
November 15, 2000. Vardon II at 2. Like Vardon I, 
Vardon II was brought in the Northern District of 
Illinois, although the two suits were heard by different 
district judges. 

In Vardon II, Vardon alleged that Karsten infringed 
claim 22 of the '950 reissue patent. Id. Unlike claims 12 
and 15 of the '941 patent, claim 22 of the '950 reissue did 
not contain the "substantially uniform thickness" 
limitation that the court had previously construed in 
Vardon I. Id. After Karsten answered, however, Vardon 
sought to amend its complaint to include allegations that 
Karsten's product [**5] infringed claims 12 through 21 
of the '950 patent, all of which contain the "substantially 
uniform thickness" limitation. Id. at 2-3. Karsten 
challenged tins motion, arguing that Vardon was 
collaterally estopped from raising claims that included a 
limitation that Karsten's clubs had already been found 
not to possess. Id. at 3. 

The court agreed with Karsten and denied Vardon's 
motion. Id. at 5. The court held that Vardon had failed to 
take advantage of available means of preserving its right 
to appeal in connection 'with the Vardon I litigation, and 
that Vardon was therefore estopped from rearguing the 
Vardon I issues. Id. When Vardon later informed the 



court that the Patent and Trademark Office ("PTO") had 
made a mistake printing claim 22 and that, like claims 12 
through 21, it too should have contained the 
"substantially uniform thickness" language, the court 
dismissed Vardon's entire complaint on the basis of 
collateral estoppel. Id. at 1. The court denied Karsten's 
motion for sanctions, however, concluding that Karsten 
had failed to introduce sufficient evidence to support a 
finding of bad faith litigation on Vardon's part. Vardon II 
Sanctions at [**6] 5. 

Vardon subsequently filed another motion with the 
Vardon I court to substitute the f 950 patent into its grant 
of partial summary judgment. This motion was denied. 
Vardon appealed the Vardon II decision [*1333] to this 
court, and we have jurisdiction pursuant to 28 U.S.C. § 
1295(a)(1). 

DISCUSSION 

[HN1] "Because the application of collateral 
estoppel is not a matter within the exclusive jurisdiction 
of this court, this court applies the law of the circuit in 
which the district court sits." Bayer AG v. Biovail Corp., 
279 F.3d 1340, 1345, 61 U.S.P.Q.2D (BNA) 1675, 1679 
(Fed. Cir. 2002) (citing Pharmacia & Upjohn Co. v. 
Mylan Pharms., Inc., 170 F.3d 1373, 1381 n.4, 50 
U.S.P.Q.2D (BNA) 1033, 1040 n.4 (Fed. Cir. 1999)). 
Under Seventh Circuit law, [HN2] collateral estoppel, or 
issue preclusion, prevents a party from litigating an issue 
if: (1) the issue sought to be precluded is the same as that 
involved in an earlier action; (2) the issue was actually 
litigated; (3) determination of the issue was essential to a 
final judgment; and (4) the party against whom estoppel 
is invoked was represented in the prior action. See 
Adair v. Sherman, 230 F.3d 890, 893 (7th Cir. 2000); 
[**7] Chicago Truck Drivers, Helpers & Warehouse 
Union (Indep.) Pension Fund v. Century Motor Freight, 
Inc., 125 F.3d 526, 530 (7th Cir. 1997); Havoco of Am., 
Ltd. v. Freeman, Atkins & Coleman, Ltd., 58 F.3d 303, 
307 (7th Cir. 1995). 

A. 

On appeal, Vardon argues that the Vardon II court 
erred when it accorded Vardon I preclusive effect 
because that decision was neither final nor appealable. 
According to Vardon, a nonfinal, unappealable judgment 
does not become preclusive simply because a party 
theoretically could have preserved its right to appeal by 
pursuing certain procedural avenues. In response, 
Karsten concedes that Vardon I's grant of partial 
summary judgment was not sufficiently final to be 
appealed. It argues, however, that the decision should be 
accorded preclusive effect because Vardon voluntarily 
relinquished its right to appeal. In short, Karsten asserts 
that because Vardon did not take procedural steps to 
preserve its appeal from Vardon I's partial summary 
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judgment, that judgment now precludes Vardon from 
litigating the matter anew. In making this argument, 
Karsten relies heavily on the Seventh Circuit's statement 
in Williams v. Commissioner of Internal Revenue, 1 F.3d 
502, 504 (7th Cir. 1993) [**8] that application of 
collateral estoppel "might be extended to certain cases of 
summary judgment and even of partial summary 
judgment." nl 



nl Karsten also argues that the issue of 
finality is not properly before the court because 
Vardon failed to raise it in its opening brief. This 
statement is not accurate. In its brief, Vardon 
asserts that Vardon I lacks preclusive effect 
because it is not final, and Karsten's argument is 
consequently without merit. 

We agree with Vardon that Vardon I's grant of 
partial summary judgment was not final for purposes of 
collateral estoppel and that the Vardon II court therefore 
erred when it accorded the decision preclusive effect. In 
Miller Brewing Co. v. Jos. Schlitz Brewing Co., 605 
F.2d 990 (7th Cir. 1979), the Seventh Circuit set forth the 
requirements for finality under the doctrine of collateral 
estoppel. The court held that [HN3] in order "to be 'final' 
for purposes of collateral estoppel the decision need only 
be immune, as a practical matter, to reversal [**9] or 
amendment." Id. at 996. According to the court, the 
possibility of appeal contributes directly to this 
determination of finality, which "turns upon such factors 
as the nature of the decision (i.e., that it was not 
avowedly tentative), the adequacy of the hearing, and the 
opportunity for review." Id. (emphasis added) (citing 
Lummus Co. v. Commonwealth Oil Refining Co., 297 
F.2d 80, 89 [*1334] (2d Cir. 1961)). In so holding, the 
Seventh Circuit explicitly adopted the approach followed 
by the Restatement (Second) of Judgments, § 41 
reporter's note comment g (Tent. Draft No. 1, 1973), now 
§ 13 reporter's note comment g (1982), which states that 
the fact "that die decision was subject to appeal or was in 
fact reviewed on appeal [is a] factor supporting the 
conclusion that the decision is final for the purpose of 
preclusion." Id. See also United States v. Sherman, 
912 F.2d 907, 909-10 (7th Cir. 1990); GiUdorn Sav. 
Asso. v. Commerce Sav. Asso., 804 F.2d 390, 393 (7th 
Cir. 1997); accord Interconnect Planning Corp. v. Feil, 
774 F.2d 1132, 1135, 227 U.S.P.Q. (BNA) 543, 545 
(Fed. Cir. 1985) ("Sufficient firmness, [**I0] according 
to the Restatement, requires that the party against whom 
the estoppel is asserted have had the right, even if not 
exercised, to challenge on appeal the correctness of the 
earlier decision."). 



In the instant case, Vardon I's grant of summary 
judgment clearly was not "immune ... to reversal or 
amendment." [HN4] Neither party moved to certify the 
court's interlocutory decision as final under Rule 54(b), 
and consequently that decision was "subject to revision 
at any time before the entry of judgment adjudicating all 
the claims," namely resolution of the remaining '021 
patent allegations. Fed. R. Civ. Pro. 54(b). Moreover, 
Vardon never had the opportunity to appeal Vardon I's 
construction of the "substantially uniform thickness" 
limitation or its finding that Karsten's product did not 
contain this element of the '941 patent either literally or 
under the doctrine of equivalents. Indeed, Karsten 
concedes that Vardon I's partial summary judgment was 
not an appealable final judgment under 28 U.S.C. § 
1291, and it is undisputed that this decision was rendered 
moot, and therefore unappealable, when Vardon 
surrendered the '941 patent. Under these circumstances, 
[**11] Vardon I cannot be said to be "final" for 
collateral estoppel purposes as that term is defined either 
by the Seventh Circuit or the Restatement. 

Karsten urges this court to find otherwise, however, 
on the ground that Vardon could theoretically have 
preserved its right to appeal by availing itself of certain 
procedural means. According to Karsten, Vardon I 
should be deemed final and therefore preclusive because 
Vardon could have avoided mooting the court's grant of 
partial summary judgment by: (1) moving the Vardon I 
court to certify its decision for interlocutory appeal under 
Rule 54(b), (2) substituting the '950 reissue patent for the 
'941 patent at an appropriate time, or (3) suspending its 
reissuance proceedings before the PTO. This argument is 
without merit. As a preliminary matter, it is not at all 
certain that the Vardon I court would have granted a 
Rule 54(b) certification motion. Nor is it clear that the 
court would have allowed Vardon to substitute the '950 
reissue patent into the litigation, particularly in light of 
its denial of Vardon's motions to substitute. [HN5] The 
existence of such speculative methods of preserving the 
right to appeal does not render a [**12] nonfinal 
judgment preclusive for the purposes of collateral 
estoppel. Accord Interconnect Planning Corp., 774 
F.2d at 1136, 227 U.S.P.Q. (BNA) at 545 (Fed. Cir. 
1985) [HN6] (the possibility of interlocutory appeal 
does not render a decision final under the doctrine of 
collateral estoppel because "the law of collateral estoppel 
is not intended to penalize a party for declining to try to 
take a piecemeal appeal."). 

Finally, we find Karsten's reliance on Williams 
unconvincing. Although the Williams court observed that 
"a judgment final in the trial court may have collateral 
estoppel effect even though the loser has not exhausted 
his appellate remedies," and noted that "it has been 
suggested that this rule might be extended to certain 
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cases of [* 1335] summary judgment and even of partial 
summary judgment," the court held that the appellants 
collateral estoppel argument was "frivolous." 1 F.3d at 
504. As such, its statements about the possible scope of 
collateral estoppel are dicta. At oral argument, Karsten's 
counsel could not definitively direct the court to any case 
that lias given collateral estoppel effect to a nonfinal 
judgment. We decline to do so today. 

B. 

Vardon [**13] also argues that Vardon I's 
construction of the claim limitation "substantially 
uniform thickness" is patently incorrect and urges this 
court to construe the term de novo. Karsten responds that 
Vardon I is not before this court and that reconstruing the 
limitation would therefore be improper. We agree with 
Karsten. As this court stated in Pharmacia, 170 F.3d at 
1380, 50 U.S.P.Q.2D (BNA) at 1039, [HN7] "our role is 
limited to reviewing the district court's application of 
collateral estoppel, not the correctness of the [underlying 
decision]." It is Vardon II that is on appeal to this court, 
not Vardon I, and we therefore do not address the 
Vardon I court's claim construction. 

Finally, on cross-appeal Karsten argues that the 
Vardon II court abused its discretion when it declined to 
sanction Vardon for bad faith litigation. Karsten sought 
such sanctions in the form of attorneys fees under 
Federal Rule of Civil Procedure 54(d)(2)(E), and the 
court refused to grant them on the ground that the record 
did not support a finding of bad faith. Vardon II 
Sanctions at 5. Because it was neither unreasonable nor 
clearly erroneous for the district court to deny [**14] 
Karsten's motion for sanctions, Karsten's argument lacks 
merit. See Abrutyn v. Giovanniello, 15 F.3d 1048, 
1050-51, 29 U.S.P.Q.2D (BNA) 1615, 1617 (Fed. Cir. 
1 994) (holding that [HN8] an abuse of discretion occurs 
if the decision is clearly unreasonable or is based on 
erroneous conclusions of law). We therefore affirm. 

CONCLUSION 

The Vardon II court erred when it concluded that 
Vardon I's grant of partial summary judgment was final 
for the purposes of collateral estoppel and accorded that 
interlocutory decision preclusive effect. This court, 
therefore, reverses Vardon II's dismissal of Vardon's 
complaint and its motion to amend and remands for 
further proceedings consistent with tills Opinion. We 
decline to reach the claim construction issue and affirm 
the Vardon II court's dismissal of Karsten's motion for 
sanctions. 

COSTS 

Each party shall bear its own costs. 



AFFERMED-IN-PART, REVERSED-IN-PART, 
AND REMANDED. 

CONCURBY: DYK 

CONCUR: DYK, Circuit Judge, concurring. 

I join the majority's opinion because I agree that we 
are bound by our decision in Bayer AG v. Biovail Corp., 
279 F.3d 1340, 61 U.S.P.Q.2D (BNA) 1675 (Fed. Cir. 
2002), to apply regional circuit [**15] law to res 
judicata and collateral estoppel issues. n2 I have serious 
[*1336] doubts, however, as to whether that is the 
correct result. 



n2 Footnote 4 of the decision in Pharmacia & 
Upjohn Co. v. Mylan Pharmaceuticals, Inc., 170 
F.3d 1373, 50 U.S.P.Q.2D (BNA) 1033 (Fed. Cir. 
1999), on which Bayer relied, suggested that we 
should apply regional circuit law on some 
collateral estoppel issues and not on others. See 
id. at 1381 n.4 ("Application of Blonder-Tongue [ 
Laboratories, Inc. v. University of Illinois 
Foundation, 402 U.S. 313, 28 L. Ed. 2d 788, 91 
S. Ct. 1434 (1971)], being an issue of patent law, 
is a matter within our exclusive jurisdiction and is 
hence subject to this court's law. However, 
because the application of general collateral 
estoppel principles, such as finality of judgment, 
is not a matter within the exclusive jurisdiction of 
this court, we must apply the law of the circuit in 
which the district court here sits . . . ."). 

Although we apply regional circuit [**16] law to 
purely procedural issues, we apply Federal Circuit law to 
non-patent issues where "the disposition of nonpatent- 
law issues is affected by the special circumstances of the 
patent law setting in which those issues arise." Midwest 
Indus., Inc. v. Karavan Trailers, Inc., 175 F.3d 1356, 
1360, 50 U.S.P.Q.2D (BNA) 1672, 1675 (Fed. Cir. 1999) 
(en banc). Such a relationship has been found to exist in 
a number of areas. For example on personal jurisdiction 
questions, we have applied our own law, see 
Hildebrand v. Steck Mfg. Co., 279 F.3d 1351, 1354, 61 
U.S.P.Q.2D (BNA) 1696, 1698 (Fed. Cir. 2002). We do 
so in order to "promote uniformity in the field of patent 
law . . . ." Midwest Indus., 175 F.3d at 1360, 50 
U.S.P.Q.2D (BNA) at 1676. Although the recent 
decision of the Supreme Court in Holmes Group, Inc. v. 
Vornado Air Circulation Systems, Inc., 535 U.S. 826, 
2002 U.S. LEXIS 4022, 122 S. Ct 1889, 153 L. Ed. 2d 
13 (2002) may make that uniformity more elusive, it is 
still important 
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Res judicata and collateral estoppel questions are 
affected by and closely related to patent law questions. 
Moreover, they may be outcome determinative. In this 
particular case, it is unlikely that [**17] there is a 
variation in the collateral estoppel rules in the various 
regional circuits. But it is not difficult to imagine other 
cases in which different res judicata and collateral 
estoppel rules would be applied depending on the 
regional circuit forum, and that the existence of these 
different rules could affect forum selection. Patent 



litigants often have a wide choice of fora. There is 
simply no reason why an earlier patent judgment should 
have one consequence in the Third Circuit and another in 
the Seventh Circuit, for example. Such an approach 
encourages the very forum shopping that our regional 
circuit law approach was designed to prevent. See 
Midwest Indus., 175 F.3d at 1359, 50 U.S.P.Q.2D 
(BNA) at 1675. 

I would apply uniform Federal Circuit law to 
determine the effect of previous patent litigation. 
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UNITED STATES DISTRICT COURT FOR THE NORTHERN DISTRICT OF 
ILLINOIS, EASTERN DIVISION 

2001 U.S. Dist LEXIS 23318 

September 20, 2001, Decided 



DISPOSITION: [*1] Defendant's request to recover 
costs granted and motion for attorney's fees denied. All 
other pending motions moot. 

CASE SUMMARY: 

PROCEDURAL POSTURE: Defendant manufacturing 
company was granted summary judgment on plaintiff 
golf company's patent infringement claim. The golf 
company filed another complaint alleging that the 
manufacturing company infringed claims of the same 
patent. The court denied her claim on the ground of issue 
preclusion. The manufacturing company moved to 
recover taxable costs and attorney's fees from the golf 
company. 

OVERVIEW: The manufacturing company sought to 
recover costs for deposition transcripts, copies of patents 
and patent prosecution file histories, and general 
photocopying. The examination of the owner of the 
patent-in-suit was necessary to the manufacturing 
company's intervening rights defense, which the 
manufacturing company reasonably raised and which the 
golf company did not challenge when die manufacturing 
company asked for discovery on it. The cost of the 
deposition was therefore recoverable. The other 
deposition-related costs that the manufacturing company 
requested were also recoverable. Likewise, costs 
associated with copies of the patent file and general 
photocopies were taxable. Despite the golf company's 



objections, those documents were necessary for use in 
the case the manufacturing company initiated against die 
golf company. The court did not hold that the golf 
company acted in bad faith, and therefore it could not 
grant attorney's fees. 

OUTCOME: The manufacturing company's request to 
recover costs was granted and the motion for attorney's 
fees was denied. All other pending motions were moot. 

LcxisNexis (TM) HEADNOTES - Core Concepts: 



Civil Procedure > Costs & Attorney Fees > Attorney 
Fees 

[HN1] Fed. R. Civ. P. 54 provides that costs shall be 
allowed as of course to the prevailing party unless the 
court otherwise directs. Fed. R. Civ. P. 54(d)(1). Those 
recoverable costs include: (1) fees of the clerk; (2) fees 
for transcripts; (3) fees for printing and witnesses; (4) 
fees for copies of papers necessarily obtained for use in 
the case; (5) docket fees; and (6) compensation of court- 
appointed experts and interpreters. 28 U.S.C.S. § 1920. 
Fed. R. Civ. P. 54 creates a presumption in favor of the 
award of costs. The presumption is difficult to overcome, 
and die court's discretion is narrowly confined - the 
court must award costs unless it states good reasons for 
denying them. 

Civil Procedure > Costs & Attorney Fees > Litigation 
Costs 



2001 U.S. Dist LEXIS 23318, * 



Page 2 



[HN2] Video depositions are allowable costs so long as 
they are necessary to the litigation. 

Civil Procedure > Costs & Attorney Fees > Litigation 
Costs 

[HN3] In determining whether to award costs to a party 
as the prevailing party, the court's concern is not what 
issue ultimately decided the case. Rather, the statute 
compels the court to decide whether certain costs were 
necessary to the litigation and were, therefore, 
recoverable. 
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OPINION: 

MEMORANDUM OPINION 

CHARLES P. KOCORAS, District Judge: 

Before the Court are Karsten Manufacturing 
Company's motions to recover costs and attorney's fees. 
For the following reasons, we grant the motion to 
recover costs and deny the motion for attorney's fees. 

BACKGROUND 

The instant matter is but one in a series of litigations 
between Plaintiff Vardon Golf Company ("Vardon") and 
Defendant Karsten Manufacturing Corporation 
("Karsten"). In September 2000, our sister court granted 
Karsten summary judgment of noninfringement of U.S. 
Patent No. 5,301,941 ("the '941 patent") because the 
face wall of Karsten's accused golf clubs did not have a 
"substantially uniform thickness," a limitation required 
by all of the claims asserted in that case. Soon thereafter, 
Vardon obtained a reissued patent ("the 950 patent"), but 
by doing so Vardon extinguished the opportunity to 
appeal our sister court's opinion. 

Vardon turned to this forum for relief, filing in 
November 2000 a complaint alleging that Karsten [*3] 
infringed claim 22 of the '950 patent. Claim 22, 
according to the complaint, did not contain the 
"substantially uniform thickness" language our sister 
court had already construed. Several months later, after 
the parties had completed discovery on Karsten's 
intervening rights defense, Vardon moved to amend its 
pleadings to include assertions of claims 12-21 of the 
'950 patent. All of those claims contained the 
"substantially uniform thickness" language. Karsten 
opposed the amendment on the ground of issue 
preclusion, and this Court agreed. When we delivered 
that ruling in open Court, Vardon's counsel apprised the 
Court that claim 22 should have contained the 
"substantially uniform thickness" language but did not 
due to a printing error by the Patent Office. Because 
claim 22 should have included the language, it fell within 
the ambit of our ruling and Vardon was estopped from 
relitigating it in our forum. Vardon later sought an order 
deeming this ruling final, which we provided. 

Karsten now seeks to recover taxable costs from 
Vardon. It also desires an award of attorney fees. For the 
following reasons we grant the first request but deny the 
second. 

DISCUSSION 

7. Taxable Costs [*4] 

[HN1] Rule 54 of the Federal Rules of Civil 
Procedure provides that costs "shall be allowed as of 
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course to the prevailing party unless the court otherwise 
directs." Fed. R. Civ. P. 54(d)(1). Those recoverable 
costs include: (1) fees of the clerk, (2) fees for 
transcripts, (3) fees for printing and witnesses, (4) fees 
for copies of papers necessarily obtained for use in the 
case, (5) docket fees, and (6) compensation of court- 
appointed experts and interpreters. See 28 U.S.C. § 
1920. As the Seventh Circuit has observed, Rule 54 
creates a presumption in favor of the award of costs. See 
M.T. Bonk Co. v. Milton Bradley Co. , 945 F.2d 1404, 
1409 (7th Or. 1991). The presumption is "difficult to 
overcome," and our discretion is "narrowly confined — 
the court must award costs unless it states good reasons 
for denying them." Weeks v. Samsung Heavy Indus. Co., 
126 F.3d 926, 945 (7th Cir. 1997). 

In the case at bar, Karsten seeks to recover costs 
from Vardon for deposition transcripts, copies of patents 
and patent prosecution file histories, and general 
photocopying. With respect to deposition transcripts, 
Karsten asks for $ 4, 13 1.35 for [*5] (1) the deposition of 
Vardon owner and inventor Dillis Allen, (2) Allen's 
video deposition, and (3) copies of. transcripts of 
Karsten's Rule 30(b)(6) depositions of L. Beacom andM. 
Trueblood. Vardon contends that section 1920 does not 
permit recovery of costs associated with video 
depositions. This position is without merit, as the 
Seventh Circuit has held that [HN2] video depositions 
are allowable costs so long as they are necessary to the 
litigation. See Held v. Held, 137 F.3d 998, 1002 (7th 
Cir. 1998). Given Allen's position -- the owner of the 
plaintiff company and the inventor of the patent-in-suit — 
his deposition was necessary to the litigation. Vardon 
protests that Allen's deposition was irrelevant to the 
collateral estoppel issue that decided this case. While this 
may be true, it misses the point. [HN3] In determining 
whether to award costs to Karsten as the prevailing party, 
our concern is not what issue ultimately decided the case. 
Rather, the statute compels us to decide whether certain 
costs were necessary to the litigation and are therefore 
recoverable. In this case, the examination of the owner of 
the patent-in-suit was necessary to Karsten's intervening 
rights [*6] defense, which Karsten reasonably raised and 
which Vardon did not challenge when Karsten asked for 



discovery on it The cost of the deposition is therefore 
recoverable, as are the other deposition-related costs that 
Karsten desires. 

Likewise, costs associated with copies of the patent 
file and general photocopies are taxable. Despite 
Vardon's objections, these documents were necessary for 
use in the case Vardon initiated against Karsten. Vardon 
claims that some of the requests are duplicative. The two 
receipts to which Vardon points are not plainly 
duplicative, however, especially in light of Vardon's 
concession that the Patent Office's files were incomplete. 
In light of these difficulties, the copying costs appear 
neither duplicative nor excessive. 

2. Attorney's Fees 

Karsten also seeks to recover attorney's fees 
pursuant to Rule 54(d)(2)(E) as a sanction for what 
Karsten terms Vardon's "bad faith conduct." The record 
before the Court does not bear out a claim of bad faith. 
Vardon first revealed its awareness of the defect in claim 
22 in its reply brief of April 26, 2001 to the motion to 
amend the complaint. During a status hearing of May 9, 
2001, Vardon's counsel repeated [*7] the discovery in 
open court. Although Karsten flings accusations in its 
briefs about Vardon filing suit on a patent claim it knew 
was defective, Karsten offers no substantiation of this 
accusation. Nowhere does Karsten point to evidence 
probative of Vardon's awareness of the defect at some 
point prior to the April 26 revelation. Absent any such 
substantiation, an accusation of bad faith simply cannot 
stand, and the motion for attorney's fees must be denied. 

CONCLUSION 

For the foregoing reasons, we grant Karsten's motion to 
recover costs and deny the motion for attorney's fees. 

Charles P. Kocoras 

United States District Judge 

Dated: September 20, 2001 
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DISPOSITION: [*1] Karsten's motion for summary 
judgment GRANTED IN PART and DENIED IN PART. 

CASE SUMMARY: 



PROCEDURAL POSTURE: In a patent infringement 
action relating to golf club head design, defendant 
manufacturer moved for summary judgment 

OVERVIEW: Plaintiff golf club manufacturer owned 
two patents at issue. One patent was called "Set of Golf 
Clubs With Enlarged Faces"; the other, "Golf Club With 
Increased Radius of Gyration and Face Reinforcement". 
The clubs covered by the patents is of the "cavity back" 
or "perimeter weighted" style, where the weight of the 
golf club is not directly behind the place where die golfer 
ideally wants to hit the ball, but instead, the weight is 
distributed on the perimeter of the club. Defendant made 
both irons and woods of the perimeter-weighted type. 
Plaintiff claimed that defendant's irons and woods 
infringed on plaintiff's patents. Defendant moved for 
summary judgment. The court granted and denied 
defendant's motion in part. The court held inter alia that 
although defendant disputed whether its clubs perform a 
function identical to the function performed by plaintiffs 
clubs (i.e., club face enlargement), summary judgment to 
defendant on this particular claim was appropriate 
because defendant's clubs did not have an equivalent 
structure. 



OUTCOME: The court granted and denied defendant's 
motion in part. Although defendant disputed whether the 
its golf clubs perform a function identical to the function 
performed by the clubs in plaintiffs (i.e., club face 
enlargement), the court granted summary judgment to 
defendant because its clubs do not have an equivalent 
structure. 

LexisNexis (TM) HEADNOTES - Core Concepts: 



Patent Law > Jurisdiction & Review > Subject Matter 
Jurisdiction 

[HN1] The United States Constitution empowers 
Congress to promote the progress of science and useful 
arts, by securing for limited times to authors and 
inventors the exclusive right to their respective writings 
and discoveries. U.S. Const, art. I, § 8, cl. 8. Under die 
current state of patent law, whoever without authority 
makes, uses, offers to sell, or sells any patented 
invention, within the United States or imports into the 
United States any patented invention during the term of 
the patent therefor, infringes die patent. 35 U.S.C.S. § 
271(a). 

Patent Law > Infringement > Doctrine of 
EquivalentsPatent Law > Infringement > Acts of 
Infringement 



2000 U.S. Dist. LEXIS 13769, * 



Page 2 



[HN2] Claims for infringement take two forms - literal 
infringement or infringement under the doctrine of 
equivalents. 

Patent Law > Infringement > Summary 
JudgmentPatent Law > Infringement > Doctrine of 
Equivalents 

[HN3] Absent a genuine issue of material fact, the court 
will grant summary judgment in favor of an alleged 
infringer in the context of literal infringement if no 
reasonable jury could determine that the accused device 
meets every limitation of the properly construed claims, 
and in the context of the doctrine of equivalents if no 
reasonable jury could determine that a claim limitation is 
met in the accused device by an equivalent. 

Patent Law > Infringement > Claim 
InterpretationPatent Law > Infringement > Summary 
Judgment 

[HN4] Claim construction is purely a matter of law for 
the court. To construe the claims at issue, the court looks 
to intrinsic evidence in the record, including the claim 
language, the specification language, drawings, and the 
prosecution history. Once construed, the court compares 
the claim to the allegedly infringing device. The 
infringement inquiry, while not a question of law, can be 
resolved on summary judgment in appropriate cases. 

Patent Law > Infringement > Claim Interpretation 
[HNS] A claim phrase that uses the word "means," 
presumptively invokes the sixth paragraph of 35 
U.S.C.S. § 112 (Paragraph Six), which guides claim 
interpretation. Paragraph Six provides that an element in 
a claim or a combination may be expressed as a means or 
step for performing a specified function without the 
recital of structure, material or acts in support thereof, 
and such claim shall be construed to cover the 
corresponding structure, material, or acts described in the 
specification and equivalents thereof Two things will 
take a claim out of the plain language of Paragraph Six: 
first, failure to recite a function that corresponds with the 
means stated; and second, recitation of sufficient 
structure, material, or acts to perform the function. As 
some courts say, in those instances the presumptive 
applicability of Paragraph Six is overcome. 

Patent Law > Infringement > Claim 
InterpretationPatent Law > Infringement > Doctrine of 
Equivalents 

[HN6] Where one claim element is completely missing, 
there is no literal infringement or infringement under the 
doctrine of equivalents. 

Civil Procedure > Summary Judgment > Supporting 
Papers & Affidavits 



[HN7] Permissible forms of support for summary 
judgment include, among other things, affidavits but not 
unsworn declarations. 

Patent Law > Infringement > Burdens of ProofPatent 
Law > Infringement > Acts of Infringement 
[HN8] Under the patent statutes, a patent enjoys a 
presumption of validity, 35 U.S.C.S. § 282, which can 
be overcome only through clear and convincing 
evidence. When evaluating a motion for summary 
judgment, the court views the record evidence through 
the prism of the evidentiary standard of proof that would 
pertain at a trial on the merits. 

Patent Law > Infringement > DefensesPatent Law > 
Infringement > Acts of Infringement 
[HN9] The absence of a single claim limitation is 
dispositive on the question of non-infringement. 

Patent Law > Infringement > Claim Interpretation 
[HN10] A thing is substantially the same as another if it 
performs the substantially the same function in 
substantially the same way to obtain the same result. 

Patent Law > Infringement > Claim Interpretation 
[HN11] The specification may help define the terms of 
the claims, but the claim language is not to be 
contradicted by the drawings or the description of the 
preferred embodiments. 
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OPINIONBY: David H. Coar 

OPINION: 

MEMORANDUM OPINION AND ORDER 

Plaintiff, the Vardon Golf Company, has sued 
Karsten Manufacturing alleging that it infringed on the 
inventions protected by U.S. Patent No. 5,401,021 called 
"Set of Golf Clubs With Enlarged Faces" ("the '021 
Patent") and U.S. Patent No. 5,301,941 called "Golf 
Club With Increased Radius of Gyration and Face 
Reinforcement" ("the '941 Patent"). Before [*3] this 
Court are Karsten's motions for summary judgment and 
Vardon's cross-motions for summary judgment on Claim 
3 of the '021 patent. 

Background 



Vardon owns the rights to two golf-club patents at 
issue in this case. The '021 Patent concerns "irons" and 
the '941 concerns "woods." The golf clubs covered by 
these inventions are of the "cavity back" or "perimeter 
weighted" style, where the weight of the golf club is not 
directly behind the place where the golfer ideally wants 
to hit the ball (a.k.a. "the sweet spot"), but instead, the 
weight is distributed on the perimeter of the club. 
Karsten makes both irons and woods of the perimeter- 
weighted type. Vardon claims that Karsten's ISI iron- 
type clubs and the TiSI woods infringe on the '021 and 
'941 Patents. Karsten lias moved for summary judgment 
and in response, Vardon has cross-moved for summary 
judgment. 

Discussion 

[HNl] The United States Constitution empowers 
Congress to "promote the Progress of Science and useful 
Arts, by securing for limited Times to Authors and 
Inventors the exclusive Right to their respective Writings 
and Discoveries." U.S. Const. Art. I, § 8, cl. 8. Under 
the current state of patent law, "whoever without [*4] 
authority makes, uses, offers to sell, or sells any patented 
invention, within the United States or imports into the 
United States any patented invention during the term of 
the patent therefor, infringes the patent." 35 U.S.C. § 
271(a) (1999). [HN2] Claims for infringement take two 
forms ~ both of which have been charged here ~ literal 
infringement or infringement under the doctrine of 
equivalents. See, e.g., Graver Tank & Mfg. Co. v. Linde 
Air Products Co., 339 U.S. 605, 606, 94 L. Ed. 1097, 70 
S. Ct. 854 and 612 (1950). [HN3J Absent a genuine 
issue of material fact, the Court will grant summary 
judgment in favor of an alleged infringer in the context 
of literal infringement if no reasonable jury could 
determine that the accused device meets every limitation 
of the properly construed claims, see, e.g., Gentry 
Gallery, Inc. v. Berkline Corp., 134 F.3d 1473, 1476 
(Fed. Cir. 1998), and in the context of the doctrine of 
equivalents if no reasonable jury 7 could determine that a 
claim limitation is met in the accused device by an 
equivalent. See Warner-Jenkinson Co. v. Hilton Davis 
Chem. Co., 520 U.S. 17, 39 n.8, 137 L. Ed. 2d 146, 117 
S. Ct. 1040 (1997). 

To resolve the summary judgment motions [*5] on 
Vardon's infringement claims, tins Court first must 
determine what it is that his patent pertains to (i.e., claim 
construction) and then must compare the patent to the 
allegedly infringing golf clubs. See. e.g., Rodime PLC v. 
Seagate Technology, Inc., 174 F.3d 1294, 1301-02 (Fed. 
Cir. 1999). [HN4] Claim construction is purely a matter 
of law for the Court. See Markman v. Westview 
Instruments, Inc., 517 U.S. 370, 389, 134 L. Ed 2d 577, 
116 S. Ct. 1384 (1996); see also Vardon Golf Co. v. 
Supreme Golf Sales, Inc., 1990 U.S. Dist LEXIS 8996, 
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No 89 C 2654, 1990 WL 114498 (N.D. 111. July 20, 
1990). To construe the claims at issue, the Court looks to 
intrinsic evidence in the record, including the claim 
language, the specification language, drawings, and the 
prosecution history. See, e.g., Vitronics Corp. v. 
Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed.Cir.1996). 
Once construed, the Court compares the claim to the 
allegedly infringing device. The infringement inquiry, 
while not a question of law, can be resolved on summary 
judgment in appropriate cases. See Fed. R. Civ. P. 56(e). 

Part I - U.S. Patent No. 5,401,021 

Construction of Claim 3 

This Court has previously construed [*6] parts of 
Claim 3 in Vardon v. Golfsmith, et al., 2000 U.S. Dist. 
LEXIS 14259, No. 99 C 2944 (N.D. 111. June 6, 2000) 
Mem. Op. and Order at 3-5. nl The dispositive "claim 
phrase" or "limitation" with respect to Claim 3 in this 
case, as in Vardon v. Golfsmith, is: 

means for enlarging the ball striking face 
to the above value without increasing 
head weight including a ball striking 
reinforcing network in the rear cavity of 
the club head defined by the perimeter 
wall. 

Col. 9, lines. 60-64 (emphasis added). [HN5] A claim 
phrase that uses the word "means," presumptively 
invokes the sixth paragraph of 35 U.S.C. § 112 
("Paragraph Six"), see Rodime PLC v. Seagate 
Technology, Inc., 174 F.3d 1294, 1302 (Fed. Cir. 1999), 
which guides claim interpretation. See 35 U.S.C. § 112, 
P 6. Paragraph Six provides that "an element in a claim 
or a combination may be expressed as a means or step 
for performing a specified function without the recital of 
structure, material or acts in support thereof, and such 
claim shall be construed to cover the corresponding 
stnicture, material, or acts described in the specification 
and equivalents thereof. [*7] " Id. (emphasis added). 
Two things will take a claim out of the plain language of 
Paragraph Six: first, failure to recite a function that 
corresponds with the means stated; and second, recitation 
of sufficient structure, material, or acts to perform the 
function. As some courts say, in those instances the 
presumptive applicability of Paragraph Six is overcome. 
See, e.g., Rodine, 174 F.3d at 1302. 

nl The Court has also construed phrases 
from Claims 4, 5, 7, 9, 11, 12, and 14 of the '021 
Patent and phrases from Claims 12-18 of the '941 
Patent. 



Paragraph Six applies in this case because neither of 
the conditions mentioned above is present. The language 
of Claim 3 at issue here ties a function ("enlarging the 
ball striking face to [6 in <2> for the six iron]") to the 
word means. Consequently, the presumptive applicability 
of Paragraph Six is not overcome on this basis. The 
claim phrase also recites a structure ("a ball striking 
reinforcing network in the rear cavity of the club head 
defined [*8] by the perimeter wall"), but this structure is 
described in extremely generic terms. There is nothing 
"definite" about the structure described simply as a 
"reinforcing network," and Vardon has not demonstrated 
that the phrase lias any commonly-understood meaning 
in the golf-club industry. See Mas-Hamilton Group v. 
LaGard, Inc., 156 F.3d 1206, 1213-14 (Fed. Cir. 1998) 
(analyzing a claim under Paragraph Six because the 
structural phrase "lever moving element" did not have a 
generally understood structural meaning in the relevant 
art). Thus, Claim 3 is properly construed under 
Paragraph Six. 

Since Paragraph Six applies, Claim 3 covers "the 
corresponding structure . . . described in the specification 
and equivalents thereof." 35 U.S.C. § 1 12, P 6. The only 
description of a "reinforcing network" in the entire 
specification is a "diree-element-perimeter weighting" 
system. See Col. 5, lines 58-59. These three elements are 
"[1] the horizontal concave bar in die rear cavity, [2] a 
generally vertical bar also concave intersecting the 
horizontal bar, and [3] a unit cellular configuration that 
lias a concave configuration similar to that of the [*9] 
cross bars . . . [that have] their minimum depdi at the 
geometric center and [their] maximum depth around the 
perimeter of the club head." Col. 5, lines 54-62. 
Additionally, the same three elements are described in 
the preferred embodiment as die means for, among other 
tilings, increasing the area of the club face. See Col. 7, 
lines 54-61. Thus, Claim 3 requires this three-element 
"reinforcing network" or its equivalents. 

Comparison of Claim 3 to the Ping ISI Clubs 

Karsten is entided to summary judgment with 
respect to Claim 3 because the ISI clubs do not use the 
Uiree-element structure disclosed in the '021 specification 
or an equivalent structure. To literally infringe on the 
means-plus-function claims of Vardon's patent, Karsten's 
clubs must have an "equivalent" structure and perform 
die identical function - both the structure and the 
function equivalents are required. See Mas-Hamilton 
Group, 156 F.3d at 1212. Although Karsten disputes 
whether the ISI clubs perform a function identical to the 
function performed by the clubs in Vardon's '021 Patent, 
(i.e., club face enlargement), the Court grants summary 
judgment to Karsten because the ISI clubs [*10] do not 
have an equivalent structure. Id. 
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The ISI irons do not have three-element structures. 
The ISI clubs have several elements in the cavity of the 
club, however, there is no unit cellular structure 
reinforcing the club face. For this reason, Karsten is 
entitled to summary judgment on Claim 3 with respect to 
both literal infringement and infringement under the 
doctrine of equivalents. Laitram Corp. v. Rexnord, Inc., 
939 F.2d 1533, 1535 (Fed. Or. 1991) ( [HN6] where one 
claim element is completely missing, there is no literal 
infringement or infringement under the doctrine of 
equivalents). 

Construction of Claim 4 

Claim 4 also uses the term "means." As noted above, 
the use of the word "means" presumptively invokes 
Paragraph Six and the means-plus-function interpretive 
analysis. In this claim, as in Claim 3, the language of the 
claim ties a function ("for increasing the effective hitting 
area or sweet spot without increasing overall club head 
weight") to the word means. Consequently, the 
presumption of applying Paragraph Six is not overcome 
on tins basis. 

Claim 4 also recites a structure, but like the structure 
described in Claim 3 it is not sufficiently specific. [*11] 
Claim 4 and dependent Claim 5 both require: 

a plurality of reinforcing elements integral 
with the perimeter wall and die cavity 
bottom wall extending completely across 
the cavity, said elements extending in a 
direction perpendicular to the bottom wall 
defined as element thickness, said element 
thickness being at its minimum value at 
die hitting area of the face wall and 
generally progressively increasing in 
value outwardly to the perimeter wall. 

Col. 10, lines 31-38 (emphasis added). While Claim 4 
describes many structural elements (e.g., multiple 
reinforcing elements that jut up in the rear cavity of the 
club), the phrase "extending completely across the 
cavity" does not have a commonly understood meaning 
in the golf-club industry and is not sufficiently specific to 
take die claim outside of Paragraph Six. 

At first blush, this phrase seems fairly 
straightforward and definite. Consider an analogy 
between the shape of our country and a golf club. Few 
would find it controversial, for example, to describe a 
journey beginning in Northern Maine and ending in 
Southern California as one "extending completely 
across" the United States. Such a journey begins and 
ends at [*12] roughly opposite corners of the country 
and would likely n2 pass through or near the geographic 
center of the country. Similarly, a rib that extended from 



the top corner of the toe of the club to the lower corner of 
the heal would also likely qualify as extending 
"completely across the cavity." 



n2 The necessity of the term "likely" points 
up further obfuscating questions. For example, if 
the Maine-to-California journey meandered down 
the Appalachian trail to Georgia and then headed 
due west to California, could it still be 
characterized as a journey that "extended 
completely across" the United States? 

Upon closer examination, however, the phrase 
"extends completely across the cavity" is actually quite 
vague. Would a journey from Northern Maine to 
Southern Florida "extend completely across" the United 
States? What about a journey from Virginia to Arizona? 
From North Dakota to Louisiana? These are more 
difficult questions to answer. Add to these journeys the 
possibility that they might or might not go near or 
through [*13] north central Kansas (the geographic 
center of the United States, see U.S. Geographical 
Survey, Science Challenge Quiz Site, Q & A No. 31 
(http://www.usgs.gov/sci_challenge.html) and the 
question is even more complicated. To add further 
confusion to the mix, it is not at all clear that five 
separate journeys, beginning at various points on the 
United States border and ending somewhere in central 
Kansas, could be characterized as journeys that 
collectively "extend completely across" the United 
States. 

The cavity defined in the rear of perimeter-weighted 
golf clubs have both somewhat flat and curved side 
walls. The cavities are, like the borders of the United 
States, irregularly shaped. As the analogies above make 
clear, it is insufficient to describe a reinforcing rib or 
series of ribs that "extend completely across" the rear 
cavity. Such a description would not inform a person 
versed in the art of golf-club manufacturing of the 
structure specified. Ironically, although Claim 4 requires 
more than Claim 7, its requirements are less definite 
because of vagueness of the phrase "extends completely 
across the cavity." Tins additional requirement obscures 
the claim rather than making [* 14] it more definite. 

Since Paragraph Six applies, Claim 4 must be 
construed to cover the "corresponding structure, material, 
or acts described in the specification and equivalents 
thereof." 35 U.S.C. § 116, P 6. The structure described 
in the '021 Patent "for increasing the effective hitting 
area or sweet spot without increasing overall club head 
weight" Col. 10, lines 28-30, is a "three-element- 
perimeter weighting" system. See Col. 5, lines 58-59. 
The '021 Patent discloses no other structure for Uus 
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purpose. These three elements are "[1] the horizontal 
concave bar in the rear cavity, [2] a generally vertical bar 
also concave intersecting the horizontal bar, and [3] a 
unit cellular configuration that has a concave 
configuration similar to that of the cross bars . . . [that 
have] their minimum depth at the geometric center and 
[their] maximum depth around the perimeter of the club 
head." Col. 5, lines 54-62. Additionally, the same three 
elements are described in the preferred embodiment as 
the means for, among other things, increasing the area of 
the club face. See Col. 7, lines 54-61. Thus, Claim 4 
requires this three-element "reinforcing network" [*15] 
or its equivalents. 

Comparison of Claims 4 & 5 to the Ping ISI 
Clubs 

Karsten is entitled to summary judgment for non- 
infringement with respect to Claim 4 for precisely the 
same reason that it is entitled to summary judgment on 
Claim 3. See infra Discussion regarding Comparison of 
Claim 3 to the Ping ISI Clubs. Since Claim 5 depends on 
Claim 4, Karsten is also entitled to summary judgment 
for non-infringement on Claim 5. n3 



n3 Since the Ping ISI irons do not have the 
three-element reinforcing structure required by 
Claims 4 & 5, the Court does not rely on the 
further limitations of Claim 5 in granting 
Karsten's motion for summary judgment. 

Construction of Claim 7 

One of the limitations with respect to Claim 7 reads 
as follows: 

[a] means to reinforce the face wall and 
enlarge the effective hitting area of the 
golf club 

Col. 10, lines 54-56. As noted above, the use of the word 
"means" presumptively invokes Paragraph Six and the 
means-plus-function interpretive analysis. In this [*16] 
claim, as in Claim 3, the language of the claim ties a 
function ("to reinforce the face wall and enlarge the 
effective hitting area of the golf club") to the word 
means. Consequently, the presumption of applying 
Paragraph Six is not overcome on this basis. 

The claim phrase also recites a structure, which 
unlike Claim 3 is sufficiently specific. The structure is 
described as: 

[1] a progressive face wall reinforcing 
element in the cavity [a] extending from 
the approximate center of the rear of the 



face wall outwardly in the cavity to the 
perimeter wall, [b] said element being 
integral with both the face wall and the 
perimeter wall, [and c] said reinforcing 
element incrementally increasing in 
height from the approximate center of the 
rear of the face wall to the perimeter wall, 

[2] whereby the club face is supported by 

at least one structural arch. 

Col. 10, lines 56-68 (emphasis, numbers and letters 
added). This structure is sufficiently detailed to take 
interpretation outside of the language of Paragraph Six. 
See, e.g., Cole v. Kimberly Clark Corp., 102 F.3d 524, 
527 (Fed. Cir. 1997). Since the structure described is 
sufficiently [*17] detailed, it is not necessary also to link 
the means to a structure described in the patent 
specification or its equivalents. Id. Claim construction 
here focuses on the language itself. 

Claim 7 describes both "a progressive face wall 
reinforcing element" and "ar least one structural arch." 
Col. 10, lines 59-60, 67-8 (emphasis supplied). Whereas 
Claim 7 describes only a singular progressive face wall 
element, it seems also to require "at least one" structural 
arch. Although this number disagreement suggests two 
separate claim limitations, more than one arch could 
combine to make a single "element." Additionally, the 
reinforcing element and structural arch requirements are 
tied not by a conjunction, but by the word "whereby." 
This also suggests that the progressive face-wall element 
is further described as ~ not in addition to -- a structural 
arch or set of arches. See Texas Instruments, Inc. v. U.S. 
ITC, 988 F.2d 1165, 1171-72 (Fed. Cir. 1993) ("the 
Commission correctly determined that the 'whereby . . .' 
clauses do not contain any limitations not inherent to die 
process found in [the] claims"). The description of the 
progressive face wall element confirms [*18] this 
reading. That element, which is integral with the face 
wall and the perimeter wall, is at its minimum height 
near the geometric center of the club and increases in 
height as it nears the perimeter wall, describes an arch or 
group of arches. 

Although die element/arch height must increase as it 
moves away form the geometric center and towards the 
perimeter wall, the rate of increase is not dictated in the 
claim. Cf. Col. 11, lines 67-68 and Col. 12, lines 1-3 
(describing a parabolically arched reinforcing bar). Tims 
the arch could be, for example, curved or flat. See, e.g.. 
The American Heritage Dictionary 124, (2d Ed. 1982) 
(defining "arch" as "[a] structural device, especially] of 
masonry, forming a curved, pointed or flat upper edge of 
an opening . . .") (emphasis added). Further, nothing in 
the language of Claim 7 requires the structural arch to 
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span the entire cavity in the rear of the club. On the 
contrary, the claim language describes an arch or arches 
that are shortest at or near the geometric center of the 
club and increase in height as the arch moves towards the 
perimeter wall. 

Comparison of Claim 7 to the Ping ISI Irons 

Karsten is entitled to [*19] summary judgment for 
literal non-infringement on Claim 7. The Ping ISI irons 
liave many, but not all of the limitations in Claim 7. The 
Ping ISI irons have several bars in the rear cavity of the 
club that reinforce the club face. These bars extend "from 
the approximate center of the rear of the face wall 
outwardly in the cavity to the perimeter wall." Col. 10, 
lines 60-62. The ribs, which together form a "reinforcing 
element" are also "integral with both the face wall and 
the perimeter wall." Col. 10, lines 63-64. The only truly 
disputed claim phrase is whether or not the "element" in 
the rear cavity of the Ping ISI clubs increases 
incrementally in height from the approximate center to 
the perimeter wall or not. An examination of the Ping ISI 
iron reveals that it does not. Col. 10, lines 66-68. 

In support of its non-infringement assertion on this 
claim phrase, Karsten relies on die opinion of its expert, 
Professor Emeritus Donald L. Creighton. Professor 
Creighton concludes that the Ping ISI irons do not 
infringe on Claim 7 because, among other tilings, the 
reinforcing element does not increase in height, "point to 
point from the approximate center of the rear face wall to 
die surrounding [*20] perimeter wall." To support his 
conclusion, Dr. Creighton relies on a blurred, 
unmeasured, and unlabeled photocopy of a Ping ISI iron. 
Neither Karsten nor Vardon have provided drawings or 
measurements revealing the dimensions of the golf club 
in the drawing. n4 This bald assertion that the ribs do not 
increase in height, however, is not proper or sufficient 
support for a motion for summary judgment. The height 
change of the ribs as they extend towards the perimeter 
wall is still essentially unknown at this stage of the 
proceedings. 



n4 Aldiough Karsten submits a photocopy of 
a Ping ISI iron, upon which Professor Creighton 
purports to rely in concluding that the reinforcing 
elements do not increase incrementally, tins 
drawing is not labeled or marked in any way. 
Given the quality of the photocopy and the lack 
of corresponding measurements, it is an 
extremely poor substitute for the physical exhibit. 
It does not, contrary to Karsten's assertions, 
undisputedly show the lack of this claim element. 

The sketches attached and unsworn 
declaration of James Stade is not relevant on this 



motion for summary judgment. See Fed. R. Civ. 
P. 56(e) ( [HN7] permissible forms of support for 
summary judgment include, among other tilings, 
affidavits but not unsworn declarations), cf. 28 
U.S.C. 1746 (sworn declarations may be 
submitted in lieu of an affidavit). Even if Stade 
had sworn to his declaration, there are still no 
corresponding measurements in his sketches and 
Stade himself does not assert that all of the 
figures are proportionally accurate. 

[*21] 

Notwithstanding the shortcomings of Professor 
Creighton's report, Karsten is still entitled to summary 
judgment for literal non-infringement. The reinforcing 
element in the rear of the ISI irons consists of not only 
five linear ribs but also of a ring surrounding a dot. From 
this ring-and-dot reinforcement, .the five ribs extend 
toward the perimeter wall. The dot appears in the 
approximate center of the rear cavity. Outside the dot, 
the element height decreases substantially and then 
increases again at the ring surrounding the dot. Outside 
the ring, the reinforcing element again decreases 
dramatically. From diere, the ribs begin. Thus, even 
despite the lack of evidence regarding the rib height, 
Karsten is still entided to summary judgment for literal 
non-infringement because the reinforcing element as a 
whole decreases, increases and deceases (and possibly 
increases again) in height as it extends from the 
approximate center to the perimeter wall. This does not 
literally satisfy the language of Claim 7. 

The analysis, however, is not as simple under the 
doctrine of equivalents. No evidence has been presented 
regarding the doctrine of equivalents on Claim 7. Thus it 
is inappropriate [*22] at tins stage of the proceedings to 
determine whether die variations in height in reinforcing 
element in the rear cavity of the Ping ISI club is 
"equivalent" to the structure set forth in Claim 7. With 
respect to the doctrine of equivalents, Karsten's motion is 
denied. 

Construction of Claim 8 and Comparison to 
Karsten's ISI Clubs 

Karsten's motion for summary judgment of non- 
infringement on Claim 8 under the doctrine of 
equivalents is also denied. n5 Claim 8 depends from 
Claim 7 and fiirther requires "four weighting elements 
formed integrally with the forward wall each having a 
minimum depth near die center of die face wall and a 
maximum depdi at the perimeter wall." The Ping ISI 
irons have four elements - indeed these irons have five 
ribbed "elements" -- in the rear cavity of the club. As 
with Claim 7, however, it is unclear whether any of them 
arch or ramp from the center to the perimeter. For this 
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reason, Karsten's motion with respect to Claim 8 is 
denied under the doctrine of the equivalents. 



n5 For the same reasons discussed in terms 
of Claim 7, Karsten is entitled to summary 
judgment on its defense of literal non- 
infringement as to Claim 8. 

[*23] 

Construction of Claim 12 and Comparison to 
Karsten's ISI Iron Clubs 

Karsten is also entitled to summary judgment on 
Claim 12. Claim 12 requires "a pair of crossed 
reinforcing bars" in the rear cavity of the club head. By 
its very language, Claim 12 requires a pair of bars (i.e., 
two bars) and requires that the pair cross. The Ping ISI 
irons have five bars. Also, none of these bars "cross." 
Instead, each arranged radially around a center ring at 
approximately equal intervals. None of the bars appear to 
even touch the ring, let alone touch or cross each other. 
Since this element is completely lacking, Karsten is 
entitled to summary judgment on this claim for both 
literal infringement and infringement under the doctrine 
of equivalents. See Becton Dickinson, 922 F.2d 792 at 
798. 

Construction of Claim 14 

Claim 14 is in many respects similar to Claim 7. 
Whereas Claim 7 requires a "progressive face wail 
reinforcing element," however, Claim 14 requires a 
"plurality of face wall reinforcing . . . elements." 
Compare Col. 10, lines 59-60 with Col. 12, lines 12-3. 
Claim 14 does not require the reinforcement to be 
"progressive." It does, nevertheless, require [*24] that 
"at least one of the elements incrementally increases in 
height from the approximate center of the rear of the face 
wall to the perimeter wall." Col. 12, lines 18-21. Unlike 
Claim 7, however, the entire "reinforcing element" need 
not be at its minimum point at the approximate center of 
the club. And, the entire element need not increase as it 
moves towards the perimeter wall. Put another way, a 
golf club described by Claim 14 could have several flat 
reinforcing elements only one of which "arched" or 
ramped from a low point near the center toward a high 
point integral with the perimeter wall. 

Comparison of Karsten's ISI Iron Clubs to Claim 

14 

Karsten is not entitled to summary judgment for 
non-infringement with respect to Claim 14. Although 
Claim 14 only requires one element to increase 
incrementally in height relative to the cavity-bottom wall 
as it moves from the approximate center to the perimeter 



wall, as noted above with respect to Claim 7, Karsten has 
not provided sufficient evidence with respect to the 
height of any of the ribs. Without such evidence, it is 
impossible to tell whether any one of the reinforcing ribs 
"incrementally increases in height from the approximate 
[*25] center of the rear of the face wall to the perimeter 
wall." Since Karsten has not properly supported its 
motion for summary judgment, it is denied. n6 



n6 Karsten is not entitled to summary 
judgment on Claim 15 for the same reasons 
articulated with respect to Claim 8. See infra. 

Validity of the f 021 Patent 

Karsten is not entitled to summary judgment on its 
invalidity defense. [HN8] Under the patent statutes, a 
patent enjoys a presumption of validity, see 35 U.S.C. § 
282, which can be overcome only through clear and 
convincing evidence. See, e.g., United States Surgical 
Corp. v. Ethicon, Inc., 103 F.3d 1554, 1563, 41 
U.S.P.Q.2D (BNA) 1225, 1232 (Fed. Cir. 1997). "When 
evaluating a motion for summary judgment, the court 
views the record evidence through the prism of the 
evidentiary standard of proof that would pertain at a trial 
on the merits." Eh Lilly & Co. v. Barr Labs., Inc., 222 
F.3d 973, 2000 U.S. App. LEXIS 19021, Nos. 99-1262, 
99-1303, 99-1263, 99-1264, 2000 WL 1114915, at *4 
(Fed. Cir. Aug. 9, 2000) [*26] (citing Anderson v. 
Liberty Lobby, Inc., 477 U.S. 242, 252-53, 91 L. Ed. 2d 
202, 106 S. Ct. 2505 (1986)). 

The pictures of prior art upon which Karsten relies, 
however, do not convincingly demonstrate that the '021 
Patent is invalid. Karsten trods out and relies on 
photocopies of two clubs — Shear-Line and Pro/Tour 
Spectrum ("Spectrum") irons. Nowhere in its motion for 
summary judgment on its invalidity defense, however, 
does Karsten explain the specifications of these clubs. Of 
particular importance for both Claim 7 and Claim 14 is 
the "ramping" or "arching" character of reinforcing 
elements in the rear cavity of the clubs. Karsten, 
however, does not provide (other than by visual 
inspection of the photocopies) any means for 
determining whether the reinforcing elements (assuming 
the Shear-Line and Spectrum elements do reinforce the 
club face) increase in height relative to the cavity bottom 
wall as the element moves from the approximate center 
to the perimeter wall. Karsten's motion for summary 
judgment on its defense of invalidity is therefore denied. 

Part O - U.S. Patent No. 5,301,941 

The primary focus regarding the '941 patent are 
several limitations found in Claim 12. Those three 
limitations [*27] are discussed below and their 
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construction and application to the golf clubs at issue 
resolve Karsten's motion for summary judgment. 
Although Claim 15 does not depend on Claim 12, it has 
the second and third limitations discussed below related 
to Claim 12. Since the absence of a single element from 
the Ping TiSI club disposes of Karsten's motion, the 
Court does not construe or rely upon each and every 
element raised and discussed in the parties' brief. See, 
e.g., Wolverine World Wide, Inc. v. Nike, Inc., 38 F.3d 
1192, 1199 (Fed. Or. 1994) ( [HN9] the absence of a 
single claim limitation is dispositive on the question of 
non-infringement). For simplicity's sake, the Court refers 
to these limitations as "Claim 12" limitations. 

Contrary to Karsten's argument, the golf clubs 
described in Claim 12 require only one wall. Claim 12 
first requires that the golf clubs have "a high impact 
forward wall . . . having a ball impacting face wall with a 
plurality of generally parallel grooves." Col. 11, lines 14- 
18 (emphasis added). The context of this claim 
specifically and of the patent as a whole suggests that the 
"high impact forward wall" simply has a face, not a "face 
wall," with [*28] many, roughly-parallel grooves on that 
face. The phrase "face wall" is not used in these other 
claims as a shorthand for the composite plastic covering 
wall. Instead, in these other claims, "face wall" 
generically refers to the ball striking surface, regardless 
of whether it is metal or plastic. n7 



n7 Another way of looking at it is that the 
word "wall" is used to mean two different things. 
First for example, by wall it means an entire 
structure that divides two rooms. Second, by wall 
it means the surface of that structure viewed from 
inside either of these rooms. In any case, it could 
not require two of the first types of walls. 

Read any other way, the claim would require 
a "wall . . . having a . . .wall." This construction 
does not make sense and will not be adopted, see 
Baxter Int'l Inc. v. Mcgaw, Inc., 1996 U.S. Dist. 
LEXIS 1527, No. 95 C 2723, 1990 WL 66139, *7 
(N.D. 111. Feb. 12, 1996) (rejecting claim 
construction that made "no sense"), despite 
Karsten's reliance on the examiner's reasons for 
allowance in support of its argument that this 
language requires two walls. The examiner's 
reasons, which purport to relate to Claims 1-14 
and mention two separate walls, only state that 
these claims were allowed over the prior art "in 
part" because of the two-wall system. The two- 
wall system does not purport, by the examiner's 
own words, to be the only reason for allowance. 

1*29] 



Comparing Claims 1 and 12 also illustrates that the 
latter claim only requires one wall. By contrast to claim 
12, Claim 1 requires two distinct walls ~ one metal and 
one plastic wall ™ so that the thickness of the metal wall 
can be reduced without it caving in when the golfer, 
swinging the club head upwards of 100 mph, hits the golf 
ball. In a Claim 1 golf club, a face-reinforcing matrix juts 
forward from the forward wall and second plastic wall 
provides a smooth covering surface to the matrix of 
supporting bars. Unlike Claim 1 and other claims in the 
'941 patent that describe in detail two "walls," see, e.g., 
Col. 9, lines 21-25, Claim 12 never mentions a separately 
molded, plastic covering wall. Claim 12 also does not 
require a reinforcing matrix of bars jutting out from the 
forward wall. Instead, as noted in more detail below, it 
simply requires a forward wall with "substantially 
uniform thickness." Col. 11, lines 20-21. In short, Claim 
12 requires one, not two walls. 

The second claim limitation upon which the parties 
focus is that the forward wall must have a "substantially 
uniform thickness inside the perimeter wall." 
Interpretation of this claim phrase turns on the meaning 
[*30] of the modifying term "substantially." The term 
"substantially" does not mean "essentially" or "exactly" 
but is a relative term which the Court interprets in 
context. See, e.g., John Blue Co. v. Dempster Mill Mfg., 
Co., 172 F. Supp. 23, 27 (D. Neb. 1958). In die context 
of machine-tooled metal, "where tolerances are measured 
in by a micrometer, '"substantially uniform thickness' . . . 
would call for differentials of no more than perhaps 
0.001 [inches]. But in dealing with (say) the topography 
of mountain ranges, 'substantially uniform* height . . . 
could permit differences of hundreds of feet or more." 
O'Hara Mfg. Ltd. v. Eli Lilly, 1986 U.S. Dist. LEXIS 
22546, at *40 n.8, No. 85 C 3979 (N.D. 111. July 18, 
1986). In the production of ice cream, by further 
contrast, a claim term requiring production temperatures 
"substantially" in a certain range is still satisfied by 
temperatures falling a degree or two outside of that 
range. See Dippin' Dots v. Mosey, 1997 U.S. Dist. 
LEXIS 20896, at *13-14, No. 3:96-CV-1969-X (N.D. 
Tex. Mar. 31, 1997). Implicit in these contrasting 
examples is the principle that the function of the tiling at 
issue [*3 1] is an important consideration in defining this 
term. See John Blue Co., 172 F. Supp. at 27. Tims, " 
[HN10] a thing is substantially the same as another if it 
performs the substantially the same function in 
substantially the same way to obtain the same result." Id. 

The context of the term "substantially" in this case is 
investment cast metal. It is undisputed on the summary 
judgment record, that the standard tolerance for 
investment casting is +/-0.005 inches or +/-0.5%. n8 
Also instructive (present in Claim 12 but absent from 
Claim 15) is the phrase immediately following the claim 
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phrase "substantially uniform thickness." In Claim 12, 
the subsequent phrase explains that the purpose of the 
uniform wall is to "reduce club head weight. 11 Col. 11, 
lines 21-2. Reduced club head weight allows larger a 
club face and increases the radius of gyration, which are 
both focuses of the '941 Patent. This purpose supports 
the conclusion that substantially uniform in this context 
allows thickness deviations at or near the standard 
commercial tolerance. 



n8 Vardon points out that the wall of 
"substantially uniform thickness" also has "a 
plurality of generally parallel grooves." The 
Court reads these two terms to co-exist in 
Vardon's claims and thus interprets substantial 
uniformity without regard to the groove depth. 

|*32] 

Although this construction of "substantially uniform 
thickness" excludes some of the preferred embodiments 
from claims that contain this limitation, it does not 
exclude these embodiments from every claim in the '941 
patent. In fact, the claims that specifically discuss the 
reinforcing matrix covered by a plastic face wall do not 
contain the "substantially uniform thickness" limitation. 
See, e.g., Claim 1, Col. 9, lines 12-25. Thus, despite 
some of the drawings, exceptionally wide variances in 
wall thickness cannot be encompassed within this 
limitation. Such an interpretation would impermissibly 
allow a drawing to contradict the plain language of the 
claim and render the phrase nonsensical. See, e.g., 
Raleigh v. Tandy Corp., 1997 U.S. Dist. LEXIS 22130, 
*20, No C-95-2332-MHP (N.D. Cal. Jan. 9, 1997) (" 
[HN11] the specification may help define the terms of 
the claims, but the claim language is not to be 
contradicted by the drawings or the description of the 
preferred embodiments"). 

Comparison of the Ping TiSI Club to Claim 12 of 
the '941 Patent 

Karsten does not contest the fact that each of the 
clubs in question lias "a ball impacting face wall with a 
plurality [*33] of generally parallel grooves." Instead, it 
argues that Claim 12 requires two walls. Since, as noted 
above, the first limitation in Claim 12 does not require 
two separate walls, this aspect of Claim 12 is satisfied. 

The Ping TiSI club, however, does not literally 
infringe the second (substantially-uniform-tluckness) 
limitation for the ball-striking wall. The Ping TiSI club 
varies in thickness between 0.1087 inches and 0.0932 
inches -- the latter thickness being slightly more than 
94% the thickness of the former. This variation does not 
meet the literal requirement of substantial uniformity. 



Since tins limitation is completely absent, there can be 
no literal infringement, see. e.g, Bayer AG v. Elan 
Pharmaceutical Research Corp., 212 F.3d 1241, 2000 
WL 572705, *5 (Fed. Cir. 2000). and there can also be 
no infringement under the doctrine of equivalents, see, 
e.g., Laitram Corp., 939 F.2d at 1535. Because the Court 
concludes that this aspect of Claims 12 and 15 is 
completely absent from the Ping TiSI golf clubs, the 
other claim phrases addressed by the parties are not 
decided here. Karsten's motion for summary judgment on 
claims 12 and 15 is granted. [*34] 

Conclusion 

For the foregoing reasons, with respect to the '021 
Patent, the Court: 

GRANTS Karsten's motion for summary 
judgment on Claim 3 for non- 
infringement with respect to both literal 
infringement and infringement under the 
doctrine of equivalents; 

GRANTS Karsten's motion for summary 
judgment on Claim 4 and Claim 5 for 
non-infringement with respect to both 
literal infringement and infringement 
under the doctrine of equivalents; 

GRANTS Karsten's motion for summary 
judgment on Claim 7 for non- 
infringement with respect to literal 
infringement; but DENIES Karsten's 
motion for summary judgment on Claim 7 
with respect to infringement under the 
doctrine of equivalents; 

GRANTS Karsten's motion for summary 
judgment on Claim 8 for non- 
infringement with respect to literal 
infringement; but DENIES Karsten's 
motion for summary judgment on Claim 8 
with respect to infringement under the 
doctrine of equivalents; 

GRANTS Karsten's motion for summary 
judgment on Claim 12 for non- 
infringement with respect to both literal 
infringement and infringement under the 
doctrine of equivalents; 

DENIES Karsten's motion for summary 
judgment on Claim 14 and Claim 15 for 
[*35] non-infringement with respect to 
both literal infringement and infringement 
under the doctrine of equivalents. 
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DENIES Karsten's motion for summary 
judgment with respect to its invalidity 
defense on the '02 1 Patent. 

With respect to the '941 Patent, the Court GRANTS 
Karsten's motion for summary judgment on Claims 12 
and 15 with respect to both literal infringement and 
infringement under the doctrine of equivalents. 



Enter: 

David H. Coar 

United States District Judge 

Dated: SEP -7 2000 
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DISPOSITION: [*1] With respect to '021 Patent, 
Goldsmith's motion with respect to the Penick and 
Jetstream clubs on Claims 3 through 5 
infrmgement/infringements under doctrine of equivalents 
granted; both Golfsmith's motion and Vardon's cross- 
motion for Jetstream clubs on Claim 7 regarding literal 
iiifringement/irifringements under doctrine of equivalents 
denied; Golfsmith's motion for Penick clubs on Claim 7 
granted; Golfsmith's motion and Vardon's cross-motion 
for Penick clubs on Claim 7 regarding doctrine of 
equivalents denied; Golfsmith's motion with respect to 
Penick and Jetstream clubs on Claims 9, 11, 12, and 14 
regarding literal infnngement/mfringement under 
doctrine of equivalents granted. With respect to '941 
Patent, Golfsmith's motion for summary judgment with 
regard to literal infringement of Claims 12 through 18 
granted. All motions for summary judgment with regard 
to doctrine of equivalents denied as are Vardon's cross- 
motions for summary judgment. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Plaintiff and named 
defendant cross-moved for summary judgment in action 
alleging named defendant's and others' violation of 
plaintiffs two golf-club patents. 

OVERVIEW: Plaintiff claimed named defendant and 
others infringed its golf-club patents for both irons and 



woods of the perimeter-weighted type. With respect to 
the irons patent, plaintiff claimed two of defendant's golf 
clubs literally infringed claims 3 and 7, and infringed 
claims 4, 5, 9, 11, and 14 under the doctrine of 
equivalents. The court detennined defendant was entitled 
to summary judgment on claims 3, 4, 5, 14, 9, 11, and 
12, because defendant's clubs did not: use the three- 
element structure disclosed in the patent specification or 
an equivalent structure, have a "plurality" of face wall 
reinforcing elements, have a honeycomb structure in the 
rear cavity of the club head, increase in thickness in all 
directions, or have cross reinforcing bars. Defendant was 
entitled to summary judgment with respect to literal 
infringement of one club because the club did not have a 
perimeter wall that completely surrounded the club face; 
however, the court left to the jury the issue of whether 
the perimeter wall of the club was equivalent to the 
perimeter wall described in Claim 7 and did not address 
the perimeter-wall requirement of Claim 7 with respect 
to the second club. 

OUTCOME: Summary judgment denied to plaintiff and 
granted to defendant regarding woods patent 
infringement claims. Regarding irons patent 
infringement claims: summary judgment granted to 
defendant on claims 3-5, 9, 11, 12, 14, and on claim 7 
with respect to literal infringement on one club; denied to 
plaintiff and defendant on claim 7 with regard to doctrine 
of equivalents on the same club; and denied to both 
parties on the other club. 
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LexisNexis (TM) HEADNOTES - Core Concepts: 



Constitutional Law > Congressional Duties & Powers > 

Copyright & Patent Clause 

[HN1] See U.S. Const, art. I, § 8, cl. 8. 

Patent Law > Infringement > Acts of Infringement 

[HN2] See 35 U.S.CS. § 271(a). 

Patent Law > Infringement > Acts of Infringement 
[HN3] Claims for patent infringement take two forms: 
literal irifringement or infringement under the doctrine of 
equivalents. 

Patent Law > Infringement > Summary Judgment 
[HN4] Absent a genuine issue of material fact, the court 
will grant summary judgment in favor of an alleged 
patent infringer in the context of literal irifringement if 
jio reasonable jury could determine that the accused 
device meets every limitation of the properly construed 
claims, and in the context of the doctrine of equivalents 
if no reasonable jury could determine, that a claim 
limitation is met in the accused device by an equivalent. 

Patent Law > Infringement > Claim Interpretation 
[HNS] Claim construction is purely a matter of law for 
the court. 

Patent Law > Infringement > Claim Interpretation 
[HN6] To construe patent claims, the court looks to 
intrinsic evidence in the record, including the claim 
language, the specification language, drawings, and the 
prosecution history. 

Patent Law > Infringement > Summary Judgment 
[HN7] The patent infringement inquiry, while not a 
question of law, can be resolved on summary judgment 
in appropriate cases. Fed. R. Civ. P. 56(e). 

Patent Law > Infringement > Claim Interpretation 
[HN8] A claim phrase that uses the word "means," 
presumptively invokes 35 U.S.CS. § 1 12, para. 6, which 
guides claim interpretation. 

Patent Law > Infringement > Claim Interpretation 
[HN9] See 35 U.S.CS. § 112, para. 6. 

Patent Law > Infringement > Claim Interpretation 
[HN10] Two things will take a claim out of the plain 
language of 35 U.S.CS. § 112, para. 6: first, failure to 
recite a function that corresponds with the means stated; 
and second, recitation of sufficient structure, material, or 
acts to perform the function. 



Patent Law > Infringement > Acts of Infringement 
[HN1 1] Where one claim element is completely missing, 
there is no literal infringement or infringement under the 
doctrine of equivalents. 

Patent Law > Infringement > Claim Interpretation 
[HN12] The specification may help define the terms of 
the claims, but the claim language is not to be 
contradicted by the drawings or the description of the 
preferred embodiments. 

Patent Law > U.S. Patent & Trademark Office 
Prosecution Procedures > Reissue 
[HN13] An action on an original patent that lias been 
surrendered for reissue abates, if at all, when the patent is 
reissued, not when the patentee is awaiting reissue. 35 
U.S.CS. § 252. 

COUNSEL: For VARDON GOLF CO INC, plaintiff: 
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Chicago, IL. 
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JUDGES: David H. Coar, United States District Judge. 

OPINIONBY: David H. Coar 

OPINION: 

MEMORANDUM OPINION AND ORDER 

Plaintiff, the Vardon Golf Company, has sued 
Golfsmith International [*3] and a host of other golf 
club manufacturers and retailers alleging that they 
infringed on the inventions protected by U.S. Patent No. 
5,401,021 called "Set of Golf Clubs With Enlarged 
Faces'* ("the '02 1 Patent") and U.S. Patent No. 5,30 1,941 
called "Golf Club With Increased Radius of Gyration and 
Face Reinforcement" ("the '941 Patent"). Before this 
Court are Golfsmith's motions for summary judgment 
and Vardon's cross-motions for summary judgment. 

Background 

Vardon owns the rights to two golf-club patents at 
issue in this case. The '021 Patent concerns "irons" and 
the '941 concerns "woods." The golf clubs covered by 
these inventions are of the "cavity back" or "perimeter 
weighted" style, where the weight of the golf club is not 
directly behind the place where the golfer ideally wants 
to hit the ball (a.k.a. "the sweet spot"), but instead, the 
weight is distributed on the perimeter of the club. 
.Golfsmith manufactures and sells both irons and woods 
of the perimeter-weighted type. Vardon claims that some 
of Golfsmith's clubs infringe on the '021 and '941 
Patents. Golfsmith has moved for summary judgment 
and in response, Vardon lias cross-moved for summary 
judgment. 

On these cross-motions [*4] for summary judgment, 
several of the '021 patent claims are at issue. Apparently 
unaware of the exact parameters of Vardon's 
infringement claim, Golfsmith addressed each claim in 
the '021 patent. In response and in its own request for 
summary judgment, Vardon claimed that only two golf 
clubs, the Penick and Jetstream clubs, literally infringed 
only Claims 3 and 7. Additionally. Vardon maintains that 
these clubs also infringe Claims 4, 5, 9, 11, 12, and 14 
under the doctrine of equivalents. Each of these claims is 
discussed below. 

Golfsmith's also assumed that Vardon was pursuing 
infringement claims against many of its clubs and on 
nearly all the claims contained in the '941 Patent. In its 
response/cross motion, Vardon conceded that with 
respect to the clubs discussed in Golfsmith's motion, it 
was not seeking judgment for infringement on claims 1 
through 11 of the '941 Patent, Further, Vardon has not 
addressed the applicability of any other clubs sold or 
manufactured by Golfsmith in its cross motion. 
Therefore, this Court's opinion only addresses Claims 12 



through 18 as they apply to the clubs that Golfsmith has 
addressed in its motion. 

Discussion 

[HN1] The United States Constitution [*5] 
empowers Congress to "promote the Progress of Science 
and useful Arts, by securing for limited Times to Authors 
and Inventors the exclusive Right to their respective 
Writings and Discoveries," U.S. Const. Art. I, § 8, cl. 8. 
[HN2J Under the current state of patent law, "whoever 
without authority makes, uses, offers to sell, or sells any 
patented invention, within the United States or imports 
into the United States any patented invention during the 
term of the patent therefor, infringes the patent." 35 
U.S.C. § 271(a) (1999). [HN3] Claims for infringement 
take two forms - both of which have been charged here - 
literal infringement or infringement under the doctrine of 
equivalents. See, e.g., Graver Tank & Mfg. Co. v. Linde 
Air Products Co., 339 U.S. 605, 606, 94 L. Ed. 1097, 70 
S. Ct. 854 and 612 (1950). [HN4] Absent a genuine 
issue of material fact, the Court will grant summary 
judgment in favor of an alleged infringer in the context 
of literal infringement if no reasonable jury could 
determine that die accused device meets every limitation 
of the properly construed claims, see, e.g., Gentry 
Gallery. Inc. v. Berkline Corp., 134 F.3d 1473, 1476 
(Fed. Cir. 1998), [*6] and in the context of the doctrine 
of equivalents if no reasonable jury could determine that 
a claim limitation is met in the accused device by an 
equivalent. See Warner-Jenkinson Co. v. Hilton Davis 
Chem. Co., 520 U.S. 17, 39 n.8, 137 L. Ed. 2d 146, 117 
S. Ct. 1040 (1997). 

To resolve Vardon's infringement claims, this Court 
first must determine what it is that his patent pertains to 
(i.e., claim construction) and then must compare the 
patent to the allegedly infringing golf clubs. See, e.g., 
Rodime PLC v. Seagate Technology, Inc., 174 F.3d 
1294, 1301-02 (Fed. Cir. 1999). [HNS] Claim 
construction is purely a matter of law for the Court. See 
Markman v. Westview Instruments, Inc., 517 U.S. 370, 
389, 134 L. Ed. 2d 577, 116 S. Ct. 1384 (1996); see also 
Vardon Golf Co. v. Supreme Golf Sales, Inc., 1990 U.S. 
Dist. LEXIS 8996, No 89 C 2654, 1990 WL 114498 
(N.D. 111. July 20, 1990). [HN6] To construe the claims 
at issue, the Court looks to intrinsic evidence in the 
record, including the claim language, the specification 
language, drawings, and the prosecution history. See, 
e.g., Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 
1582 (Fed.Cir. 1996). [*7] Once construed, the Court 
compares the claim to the allegedly infringing device. 
[HN7] The infringement inquiry, while not a question of 
law, can be resolved on summary judgment in 
appropriate cases, See Fed. R. Civ. P. 56(e). 

Part I - U.S. Patent No. 5,401,021 
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Construction of Claim 3 

The "claim phrase" or "limitation" upon which both 
Vardon and Golfsmith focus with respect to Claim 3 
reads as follows: 

means for enlarging the ball striking face 
to the above value without increasing 
head weight including a ball striking 
reinforcing network in the rear cavity of 
the club head defined by the perimeter 
wall. 

Col. 9, lines 60-64. [HN8] A claim phrase that uses the 
word "means," presumptively invokes the sixth 
paragraph of 35 U.S.C. § 112 ("Paragraph Six"), see 
Rodime PLC v. Seagate Technology, Inc., 174 F.3d 
1294, 1302 (Fed. Cir. 1999), which guides claim 
interpretation. See [HN9J 35 U.S.C. § 112, P 6. 
Paragraph Six provides that "an element in a claim or a 
combination may be expressed as a means or step for 
performing a specified function without the recital of 
structure, materia! or acts in support [*8] thereof, and 
such claim shall be construed to cover the corresponding 
structure, material, or acts described in the specification 
and equivalents thereof." Id. (emphasis added). [HN10] 
Two things will take a claim out of the plain language of 
Paragraph Six: first, failure to recite a function that 
corresponds with the means stated; and second, recitation 
of sufficient structure, material, or acts to perform the 
function. As some courts say, in those instances the 
presumptive applicability of Paragraph Six is overcome. 
See, e.g., Rodine, 174 F.3dat 1302. 

Paragraph Six applies in this case because neither of 
f the conditions mentioned above is present. The language 
of Claim 3 at issue here ties a function ("enlarging the 
ball striking face to [6 in <2> for the six iron]") to the 
word means. Consequently, the presumptive applicability 
of Paragraph Six is not overcome on this basis, The 
claim phrase also recites a structure ("a ball striking 
reinforcing network in the rear cavity of the club head 
defined by the perimeter wall"), but this structure is 
described in extremely generic terms. There is nothing 
"definite" about the structure described simply as a 
"reinforcing [*9] network," and Vardon has not 
demonstrated that the phrase has any commonly- 
understood meaning in the golf-club industry. See Mas- 
Hamilton Group v. LaGard, Inc., 156 F.3d 1206, 1213- 
14 (Fed. Cir. 1998) (analyzing a claim under Paragraph 
Six because the structural phrase "lever moving element" 
did not have a generally understood structural meaning 
in the relevant art). Thus, Claim 3 is properly construed 
.under Paragraph Six. 

Since Paragraph Six applies, Claim 3 covers "the 
corresponding structure . . . described in the specification 



and equivalents thereof" 35 U.S.C. § 1 12, P 6. The only 
description of a "reinforcing network" in the entire 
specification is a "three-element-perimeter weighting" 
system. See Col. 5, lines 58-59. These three elements are 
"[1] the horizontal concave bar in the rear cavity, [2] a 
generally vertical bar also concave intersecting the 
horizontal bar, and [3] a unit cellular configuration that 
lias a concave configuration similar to that of the cross 
bars . . . [that have] their minimum depth at the 
geometric center and [their] maximum depth around the 
perimeter of the club head," Col. 5, lines 54-62. 
Additionally, [*10] the same three' elements are 
described in the preferred embodiment as the means for, 
among other tilings, increasing the area of the club face. 
See Col. 7, lines 54-61. Thus, Claim 3 requires this 
three-element "reinforcing network" or its equivalents. 

Comparison of Claim 3 to the Penick and 
Jetstream Clubs 

Golfsmith is entitled to summary judgment with 
respect to Claim 3 because the Penick clubs do not use 
the three-element structure disclosed in the '021 
specification or an equivalent structure. To literally 
infringe on the means-plus-function claims of Vardon's 
patent, Golfsmith's clubs must have an "equivalent" 
structure and perform the identical function - both the 
structure and the function equivalents are required. See 
Mas-Hamilton Group, 156 F.3d at 1212. Golfsmith does 
not argue that its clubs do not perforin an identical 
function (i.e., club face enlargement). Nevertheless, it is 
still entitled to summary judgment because neither iron 
lias an equivalent structure. Id. 

The Penick and Jetstream clubs do not have three- 
element structures. The only element in the cavity of the 
Penick clubs is an upside down nl v-shaped mass 
running most of the length [*11] of the perimeter wall 
on the sole of the club and a trapeziodal mass along the 
sole part of the perimeter wall in the Jetstream club. 
Since these masses do not go through the geometric 
center of the club face completely across the cavity of 
the club, it is difficult to characterize them as either 
"horizontal" or "vertical" bars. There are, however, no 
other elements intersecting them and there is no unit 
cellular structure reinforcing the faces. The single 
element in the cavity of both the Penick and Jetstream 
clubs, even assuming that they structurally support the 
club face are not structurally equivalent to the three- 
element reinforcing network described in Claim 3. For 
tins reason, Golfsmith is entitled to summary judgment 
on Claim 3 with respect to both literal infringement and 
infringement under the doctrine of equivalents. Laitram 
Corp. v. Rexnord, Inc., 939 F.2d 1533, 1535 (Fed. Cir. 
1991) [HN11] (where one claim element is completely 
missing, there is no literal infringement or infringement 
under the doctrine of equivalents). 
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nl All non-relative directional references 
with respect to the golf clubs assume that the club 
is resting as it would when a right-handed golfer 
initially addresses the ball For those unfamiliar 
with the mechanics of golf clubs, with golf club 
in this position, the "hosel" (the portion of the 
club that connects the shaft to the club head) 
points towards the golfer's chin, the "toe" of the 
club is the portion furthest from the golfer's feet 
and the "heel" is closest to the golfers feet, and 
the "sole" rests flat on the ground. 

[*121 . 

Construction of Claim 7 

The limitations upon which both Vardon and 
Golfsmith focus with respect to Claim 7 read as follows: 

[a] means to reinforce the face wall and 
enlarge the effective hitting area of the 
golf club 

Col. 10, lines 54-56. As noted above, the use of the word 
"means" presumptively invokes Paragraph Six and the 
means-plus-function interpretive analysis. In this claim, 
as in Claim 3, the language of the claim ties a function 
("to reinforce the face wall and enlarge the effective 
hitting area of the golf club") to the word means. 
Consequently, the presumption of applying Paragraph 
Six is not overcome on this basis. The claim phrase also 
recites a structure, which unlike Claim 3 is very specific. 
. The structure is described as: 

[1] an integral perimeter wall extending 
rearwardly from and surrounding die face 
wall defining a cavity in the rear of the 
head, and 

[2] a progressive face wall reinforcing 
element in the cavity extending from the 
approximate center of the rear of the face 
wall outwardly in the cavity to the 
perimeter wall, said element being 
integral with both the face wall and the 
perimeter wall, said reinforcing [*13] 
element incrementally increasing in 
height from the approximate center of the 
rear of the face wall to the perimeter wall, 

[3] whereby the club face is supported by 
at least one structural arch. n2 

Col. 10, lines 56-68 (emphasis added). This structure is 
sufficiently detailed to take interpretation outside of the 



language of Paragraph Six. See, e.g., Cole v. Kimberly 
Clark Corp., 102 F.3d 524, 527 (Fed. Cir. 1997). Since 
the structure described is sufficiently detailed, it is not 
necessary to also link die means to a structure described 
in the patent specification or its equivalents. Id. Claim 
construction here focuses on the language itself. 

n2 As described below, the second and third 
elements are actually the same. This 
memorandum opinion refers to them separately to 
parallel the arguments as presented by the parties. 

Properly construed, Claim 7 requires a wall 
extending back from and surrounding the perimeter of 
the club face. Two dictionary 7 definitions are instructive. 
[*14] The word "surround" has been defined as follows: 
"1. To inclose on all sides; to encompass; to environ. 2. 
To lie or be on all sides of; to encircle; as, a wall 
surrounds the city." Webster's Revised Unabridged 
Dictionary (cited from: wvw.dictionary.com/cgi- 
bin/dict.pl?term=surround) (visited May 31, 2000). 
Similarly, another dictionary defines the verb surround 
as follows: "1. To extend on all sides of simultaneously; 
encircle. 2. To enclose or confine on all sides so as to bar 
escape or outside communication." American Heritage 
Dictionary of the English Language (3d Ed. 1996). Both 
of these definitions suggest tiiat surround is an all-or- 
nothing proposition. While the phrase "completely 
surround" has been used without being self-consciously 
redundant, see, e.g., In re Ogiue, 517 F.2d 1382, 1389 
(C.C.P.A. 1975) and the term "partially surround" has 
been used without being self-consciously oxymoronic, 
see, e.g., In re Erickson, 53 C.C.P.A. 706, 351 F.2d 661, 
663 (C.C.P.A. 1965), the unmodified word "surround" or 
"surrounding" suggests that the wall must completely 
encircle the perimeter of the club face. This construction 
is also buttressed by language [*15] elsewhere in the 
'021 Patent. See Col, 7, lines 19-21 (describing a 
perimeter wall that extends "completely there-around 
[the club face])." Properly construed, Claim 7 requires a 
wall that goes completely around the rear cavity of the 
club head. 

Claim 7 also describes both "a progressive face wall 
reinforcing element" and "at least one structural arch." 
Col. 10, lines 59-60, 67-8 (emphasis supplied). Whereas 
Claim 7 describes only a singular progressive face wall 
element, it seems also to require "at least one" structural 
arch. Although this number disagreement suggests two 
separate claim limitations, more than one arch could 
combine to make a single "element." Additionally, the 
reinforcing element and structural arch requirements are 
tied not by a conjunction, but by the word "whereby." 
This also suggests that the progressive face wall element 
is further described as - not in addition to - a structural 
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arch or set of arches. See Texas Instruments, Inc. v. U.S. 
ITC 988 F.2d 1165, 1171-72 (Fed. Or. 1993) ("the 
Commission correctly determined that the 'whereby . . .' 
clauses do not contain any limitations not inherent to the 
process found in [the] [*16] claims"). The description 
of the progressive face wall element confirms this 
reading. That element, which is integral with the face 
wall and the perimeter wall, is at its minimum height 
near the geometric center of the club and increases in 
<height as it nears the perimeter wall, describes an arch or 
group of arches. 

Although the element height must increase as it 
moves away form the geometric center and towards the 
perimeter wall, the rate of increase is not dictated in the 
claim. Thus the arch could be, for example, curved or 
flat. See, e.g., The American Heritage Dictionary 124, 
(2d Ed. 1982). Further, nothing in the language of Claim 
7 requires the structural arch to span the entire cavity in 
the rear of the club. On the contrary, the claim language 
describes an arch or arches that are shortest at or near die 
geometric center of the club and increase in height as the 
arch moves towards the perimeter wall. 

Comparison of Claim 7 to the Penick and 
Jetstream Clubs 

Both the Penick and Jetstream clubs have an element 
in the rear cavity of the club. The two elements resemble 
<ramps, the surface of which are shaped roughly like a 
triangle and a trapazoid respectively. According [*17] to 
the affidavit provided by Vardon, these ramp elements 
reinforce the club face. Although Golfsmith says that it 
disputes this, it has not pointed to any evidence to create 
a genuine issue of fact. Consequently, the ramps' 
reinforcing qualities are established as a matter of law, 

As noted above, to infringe on Claim 7, these ramps 
must increase incrementally in height as they move from 
a point near the geometric center of the club towards the 
perimeter wall. From the approximate geometric center 
of the club to all points where the element is integral 
with the perimeter wall, the ramp increases in thickness 
incrementally, albeit not uniformly in all directions. But 
omni-directional uniform increases are not required by 
Claim 7. Thus, this aspect of Claim 7 is satisfied literally 
in the Penick and Jetstream clubs. 

It is undisputed that the Penick clubs do not have a 
perimeter wall that completely surrounds the club face. 
Consequently, the Penick clubs do not literally infringe 
on Claim 7. See, e.g., Laitram Corp. 939 F.2d at 1535. 
Golfsmith's motion for summary judgment in this regard 
is therefore granted and Vardon's cross-motion is denied. 
Id. Since this limitation [*18] is not literally satisfied in 
the Penick clubs, Golfsmith is entitled to summary 
judgment. 



With respect to this claim element under the doctrine 
of equivalents, the Court cannot say as a matter of law 
whether the perimeter wall of the Penick clubs is 
equivalent to the perimeter wall described in Claim 7. n3 
This is a matter to be determined by the jury. See 
Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 
U.S. 17, 38-39, 137 L. Ed. 2d 146, 117 S. Ct. 1040 
(1997). 



n3 Neither Golfsmith nor Vardon discuss the 
perimeter-wall requirement of Claim 7 with 
respect to the Jetstream clubs. The Court, 
therefore, expresses no opinion as to whether this 
claim phrase is or is not satisfied. For this reason, 
both Golfsmith's motion and Vardon's cross- 
motion are denied with respect to the Jetstream 
irons' infringement of Claim 7. 

Finally, the Court declines Golfsmith's invitation to 
apply the doctrine of prosecution history estoppel to 
preclude application of the doctrine of equivalents in this 
particular [*19] instance. That issue is not properly 
before this Court since Golfsmith waited until its reply 
brief to raise the issue. See, e.g., Marie O. v. Edgar, 131 
F.3d 610, 614 n. 7 (7th Cir.1997); Acuff v. IBP, Inc., 77 
F. Supp. 2d 914, 922 (CD. 111. 1999). Application of 
estoppel would be particularly inappropriate here since 
the doctrine is presumed to apply unless Vardon shows a 
valid reason for amending the language and precluding 
estoppel. Warner-Jenkinson, 520 U.S. at 33-34. Vardon, 
however, has not had an opportunity to rebut the 
presumptive application of estoppel because it did not 
know that the issue would be raised when it filed its 
response brief. 

Construction of Claims 4, 5, and 14 and 
Comparison to Golfsmith's Clubs 

Golfsmith is entitled to summary judgment on 
Claims 4, 5, and 14. Each of these claims requires a 
"plurality of [face wall] n4 reinforcing elements." These 
claims require that more than one element reinforce the 
face wall. As Golfsmith lias shown, neither the Penick 
nor the Jetstream clubs have a "plurality" of elements. 
Each has but a single element. Since tins element is 
completely lacking, Golfsmith is [*20] entitled to 
summary judgment on these claims for both literal 
infringement and infringement under the doctrine of 
equivalents. See Becton Dickinson & Co. v. C.R. Bard. 
Inc., 922 F.2d 792, 798 (Fed. Cir. 1990). 



n4 Claim 14 expressly includes the modifier 
"face wall," which is implied in Claims 4 and 5. 
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Construction of Claim 9 and Comparison to 
Golfsmith's Clubs 

Golfsmith is also entitled to summary judgment on 
Claim 9. Claim 9 requires a "unit cellular structure," 
which is described and shown as a "honeycomb" layout. 
Neither the Penick nor the Jetstream clubs have anything 
remotely resembling a honeycomb structure in the rear 
cavity of the club head. Since this element is completely 
lacking, Golfsmith is entitled to summary judgment on 
this claim for both literal infringement and infringement 
under the doctrine of equivalents. See Becton Dickenson, 
922 F.2dat 798. 

Construction of Claim 11 and Comparison to 
Golfsmith's Clubs 

Golfsmith is also entitled to summary [*21] 
judgment on Claim 11. Claim 11 requires a face wall of 
"gradually increasing thickness in all directions from the 
center to die perimeter of the club," Neither the Penick 
nor the Jetstream clubs have face walls that increase in 
thickness in all directions. Since this element is 
completely lacking, Golfsmith is entitled to summary 
judgment on this claim for both literal infringement and 
infringement under the doctrine of equivalents. See 
Becton Dickenson, 922 F.2d at 798. 

Construction of Claim 12 and Comparison to 
Golfsmith's Clubs 

Golfsmith is also entitled to summary judgment on 
Claim 12. Claim 12 requires a "pair of crossed 
reinforcing bars" in the rear cavity of the club head. 
Neither the Penick nor the Jetstream clubs have crossed 
reinforcing bars, As noted above, these clubs have only 
one reinforcing element. Since this element is completely 
lacking, Golfsmith is entitled to summary judgment on 
this claim for both literal infringement and infringement 
under the doctrine of equivalents. See Becton Dickenson, 
922F.2dat798. 

Part n - U.S. Patent No. 5,301,941 

The primary focus regarding the '941 patent are 
three limitations found [*22] in Claim 12. Those three 
limitations are discussed below and their construction 
and application to the golf clubs at issue resolve the cross 
motions for summary judgment. Since Claims 13 and 14 
depend on Claim 12, if Golfsmith's clubs do not infringe 
claim 12 then they also do not infringe on the dependent 
claims. Wolverine World Wide, Inc. v. Nike, Inc., 38 
F.3d 1191 1199 (Fed. Cir. 1994). Also, although Claim 
15 does not depend on Claim 12, it lias the second and 
third limitations discussed below related to Claim 12, 
and, according to Golfsmith impliedly contains the first 
of Claim 12's three limitations addressed by Golfsmith. 
Claims 16 and 17 depend on claim 15 and thus have the 
same limitations. Since Golfsmith does not address any 



of the unique limitations under any of these dependent 
claims or claims containing similar limitations, the Court 
addresses all of these claims together. For simplicity's 
sake, the Court refers to these limitations as "Claim 12" 
limitations. 

Construction of Claim 12 

Claim 12 has three limitations on which the parties 
focus. The Court addresses each of these claim phrases 
in turn. First, claim 12 requires that the golf club 
inventions [*23] have "a high impact forward wall . . . 
having a ball impacting face wall with a plurality of 
generally parallel grooves." Col. 11, lines 14-18 
(emphasis added). The context of this claim specifically 
and of the patent as a whole suggests that the "high 
impact forward wall" simply has a face, not a "face 
wall," with many, roughly-parallel grooves on that face. 
n5 The phrase "face wall" is not used in these other 
claims as a shorthand for the composite plastic covering 
wall. Instead, in these other claims, "face wall" 
generically refers to the ball striking surface, regardless 
of whether it is metal or plastic. 



n5 Literally read, the claim would require a 
wall that lias a wall. This construction does not 
make sense and thus will not be adopted, see 
Baxter Int'l Inc. v. Mcgaw, Inc., 1996 U.S. Dist. 
LEXIS 1527, No. 95 C 2723, 1996 WL 66139, *7 
(N.D. 111. Feb. 12, 1996) (rejecting claim 
construction that made "no sense"), despite 
Golfsmith's reliance on the examiner's reasons for 
allowance in support of its argument that this 
language requires two walls. The examiner's 
reasons, winch purport to relate to Claims 1-14 
and mention two separate walls, only state that 
these claims were allowed over the prior art "in 
part" because of the two- wall system. The two- 
wall system does not purport, by the examiner's 
own words, to be the only reason for allowance. 

[*24] 

Comparing Claims 1 and 12 also illustrates that die 
latter claim only requires one wall. By contrast to claim 
12, Claim 1 requires two distinct walls - one metal and 
one plastic wall - so Uiat the thickness of the metal wall 
can be reduced without it caving in when the golfer, 
swinging the club head upwards of 100 mph, hits the golf 
ball. In a Claim 1 golf club, a face-reinforcing matrix juts 
forward from the forward wall and second plastic wall 
provides a smooth covering surface to the matrix of 
supporting bars. Unlike Claim 1 and other claims in the 
'941 patent that describe in detail two "walls," see, e.g., 
Col. 9, lines 21-25, Claim 12 never mentions a separately 
molded, plastic covering wall. Claim 12 also does not 
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require a reinforcing matrix of bars jutting out from the 
forward wall. Instead, as noted in more detail below, it 
simply requires a forward wall with "substantially 
.uniform thickness," Col. 11, lines 20-21. In short, Claim 
12 requires one, not two walls. 

The second claim limitation upon which the parties 
focus is that the forward wall must have a "substantially 
uniform thickness inside the perimeter wall," This 
forward wall must be about the same thickness 
throughout [*25] the face. Although the literal 
construction of "substantially uniform thickness" 
excludes some of the preferred embodiments from claims 
that contain tliis limitation, it does not exclude these 
embodiments from every claim in the '941 patent. In fact, 
the claims that specifically discuss the reinforcing matrix 
covered by a plastic face wall do not contain the 
"substantially uniform thickness" limitation. See, e.g., 
Chum I, Col. 9, lines 12-25. Exceptionally wide 
variances in wall thickness cannot be encompassed 
within this limitation. Such an interpretation would 
impermissibly allow a drawing to contradict the plain 
Jangiiage of the claim and render the phrase nonsensical, 
See, e.g., Raleigh v. Tandy Corp., 1997 U.S. Dist. 
LEXIS 22130, *20, No C-95-2332-MHP (N.D. Cal, Jan. 
9, 1997) [HN12] ("the specification may help define the 
terms of the claims, but the claim language is not to be 
contradicted by the drawings or die description of the 
preferred embodiments"). 

The third limitation in Claim 12 upon which the 
parties focus requires an "extension of the perimeter wall 
and the forward wall outwardly from die hosel in a 
direction" away from the sweet spot. This limitation 
[*26] requires (from the perspective of looking directly 
at the face of the golf club) the heel portion of the face 
(in a right-handed club) to extend to the right of an 
imaginary line that lies along the rightmost edge of the 
hosel, which connects die club head to the shaft. 

Comparison of Golfsmith's Clubs to Claim 12 of 
the '941 Patent 

Although Golfsmith's motion addresses each of the 
golf clubs mentioned in Vardon's complaint, Vardon has 
conceded that the only clubs at issue for die '941 patent 
on its response to/cross-motion for summary judgment 
are: (1) die Killer Bee II Ti XLD-1; (2) die Killer Bee II 
Ti XLD-2 n6; (3) die Bi-Metallic Woods; and (4) die 
XTR-II Driver. Vardon concedes that certain other clubs, 
such as die Killer Bee SS Widi Offset Hosel and die 
Killer Bee SS Wood, do not infringe the '941 patent. 
Additionally, Golfsmith does not address the 
infringement issue at all widi respect to the Cleveland 
VAS and VAS+ woods, and Karsten's Ping ISI woods. 



n6 Aldiough not specifically mentioned in 
Golfsmith's motion, Vardon concedes tiiat die 
Killer Bee II Ti XLD-2 golf club is in all material 
respects identical to die XLD-1 club. The Court 
addresses die infringement issue as to both clubs 
together and simply refers to bodi as "die XLD 
Clubs." 

[*27] 

Initially, Golfsmith concedes Uiat each of the clubs 
in question has "a ball impacting face wall with a 
plurality of generally parallel grooves," Since, as noted 
above, the first limitation in Claim 12 does not require 
two separate walls, this aspect of Claim 12 is satisfied. 
Moreover, Claim 15 and its other dependent claims, 
which by Vardon's argument impliedly contain a two- 
wall limitation, in fact only require a single face wall, 
Thus, die absence of two walls in die Golfsmith clubs is 
not fatal to Vardon's infringement claim and does not 
automatically require summary judgment for Golfsmith. 

None of the clubs at issue, however, literally 
infringe the second (substanually-uniform-tiuckness) 
limitation for the ball-striking wall. The XLD Clubs vary 
in thickness between 3.8 and 4.5mm - die latter tiiickness 
being slightiy more dian 118% die tiiickness of the 
former. The BiMetallic clubs vary in thickness between 
2.5 and 4.0mm - the latter thickness being slightly more 
than 160% die thickness of the former. The XTR-II 
Driver varies in tiiickness between 2.6 and 4.8mm - die 
latter thickness being slightly more tiian 185% die 
thickness of the former, These variations do not meet die 
literal [*28] requirement of substantial uniformity. Since 
tiiis limitation is absent there can be no literal 
infringement, see, e.g. Bayer AG v. Elan Pharmaceutical 
Research Corp., 212 F.3d 1241, 2000 WL 572705, *5 
(Fed. Cir. 2000), and Golfsmith's motion for summary 
judgment on these claims is granted. 

Drawing inferences in Golfsmith's favor for 
Vardon's motion and vice versa, however, die Court is 
unable to say as a matter of law whether a variation of 
tiiis magnitude is sufficient to satisfy the doctrine of 
equivalents. The parties devote little time and are 
essentially two proverbial "passing ships" on die 
doctrine-of-equivalents issue. n7 As to die doctrine of 
equivalents, neither party has proved its case as a matter 
of law and summary judgment is thus inappropriate. 
Consequendy, the motions in this regard are denied. 



n7 As but one example of tius "two ships" 
phenomenon, Vardon references an "Exhibit I," 
which purportedly backs up its argument diat 
"substantially uniform" can encompass thickness 
variations as great as 30%. Despite an extensive 
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search through the public court file, the Court 
was unable to locate the "Exhibit I" to which 
Vardon thinks it referred (Vardon's attached 
exhibits "REFERENCED IN: VARDON'S 
RESPONSE" contain only letters A through H). 
Vardon's Local Rule 56. 1 response to Golfsmith's 
Local Rule 56.1 statement also refers to the 
phantom Exhibit I. Although the file is not 
completely devoid of any Exhibits I (there are, in 
fact, several), none relate to the " '941 file history 
excerpt," as Vardon contends. 

Expecting this absence to be pointed out by 
Golfsmith in its reply brief, the Court found that a 
reply of any kind was completely missing from 
the document that Golfsmith called its "Reply 
Brief" Instead, Golfsmith decided to raise for the 
first time the argument that Vardon had 
surrendered the '941 patent - not a single word 
about any of the arguments that Vardon raised. 
See Discussion infra rejecting Golfsmith's 
attempt to inject a new issue in its "reply" brief 

Since the Court is unable to say that either 
one of these proverbially passing ships is charting 
a proper course, both motions for summary 
judgment are denied under the doctrine of 
equivalents with respect to all of the clubs. 

4*29] 

Third, the face-extending-right-of-the-hosel 
limitation is met by both clubs at issue - the XLD Clubs 
and the XTR-II Driver. Golfsmith does not argue in its 
opening brief that this limitation is absent from the Bi- 
Metallic club n8 or the XTR-II Driver and fails to 
respond in its "Reply Brief to Vardon's properly- 
supported assertion to this effect. Instead, it only argues 
that "none of three accused Killer Bee clubs have any 
portion that extends outwardly from the hose! in a 
direction away from the impact center of the club." The 
picture of the XLD Club and Dillis Allen's uncontested 
declaration, however, show that a portion of both of 
these clubs satisfy this claim limitation. Since the second 
limitation is absent from all clubs, though, Golfsmith is 
entitled to summary judgment on claims 12 though 17, 
all of which contain this limitation. 



n8 Vardon also does not assert in its cross- 
motion that this limitation is satisfied by the Bi- 
Metallic club. The cross-motions for summary 
judgment as to the Bi-Metallic clubs are therefore 
denied. Neither party has sustained its burden 
with respect to infringement or non-infringement 



Vardon's Surrender of the f 941 Patent 

The Court finally declines Golfsmith's invitation to 
grant summary judgment because Vardon has 
surrendered the '941 patent and awaits a reissue. As a 
purely procedural matter, this argument was not raised 
until the reply brief and must, therefore be rejected. See, 
e.g., Marie O. v. Edgar, 131 F.3d 610, 614 n. 7 (7th 
Cir.1997); Acuff v. IBP, Inc., 77 F. Supp. 2d 914, 922 
(CD. III. 1999). As a matter of substance, [HN13] an 
action on an original patent that lias been surrendered for 
reissue abates, if at all, when the patent is reissued, not 
when the patentee is awaiting reissue. See 35 U.S.C. § 
252. Since Golfsmith's surrender argument is 
procedurally tardy and substantively premature, the 
Court denies its request for summary judgment on this 
ground. 

Conclusion 

For the foregoing reasons, with respect to die '021 
Patent, the Court: 

grants Golfsmith's motion with respect to 
the Penick and Jetstream clubs on Claims 
3 through 5 regarding literal infringement 
and infringement under die doctrine of 
equivalents; 

denies both Golfsmith's motion and 
Vardon's cross-motion [*31] for the 
Jetstream clubs on Claim 7 regarding 
literal infringement and infringement 
under the doctrine of equivalents; 

grants Golfsmith's motion for the Penick 
clubs on Claim 7 regarding literal 
irifringement; 

denies Golfsmith's motion and Vardon's 
cross-motion for the Penick clubs on 
Claim 7 regarding die doctrine of 
equivalents; and 

grants Golfsmith's motion with respect to 
the Penick and Jetstream clubs on Claims 
9, 11, 12, and 14 regarding literal 
infringement and infringement under die 
doctrine of equivalents. 

WiUi respect to the '941 Patent, die Court grants 
Golfsmith's motion for summary judgment with regard to 
literal infringement of Claims 12 through 18. All motions 
for summary judgment with regard to the doctrine of 
equivalents are denied as are Vardon's cross-motions for 
summary judgment. 



1*30] 
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PRIOR HISTORY: 

1**1] Appealed from: United States District Court for 
the Northern District of Illinois. Judge Charles P. 
Kocoras. 

DISPOSITION: 

Affirmed in part, reversed in part, and remanded. 

CASE SUMMARY 

PROCEDURAL POSTURE: Plaintiff patentee 
appealed the order of the United States District Court for 
the Northern District of Illinois denying its motion to 
amend its patent infringement complaint against 
defendant manufacturer, and dismissing the patentee's 
suit in its entirety. The manufacturer cross-appealed, 
arguing that the court abused its discretion when it 
declined to sanction the patentee for bad faith litigation. 

OVERVIEW: In a prior suit for infringement of the 
patentee's golf club patents, the district court granted 
partial summary judgment that there was no infringement 
under one of the patents, but denied summary judgment 
on the (still pending) claims under the other patent. Prior 
to the instant suit, the patentee obtained a reissue patent, 
under which the instant suit was brought In doing so, it 
surrendered the parent patent, thereby mooting the prior's 
suit's summary judgment and extinguishing the patentee's 
right to appeal the summary judgment on the prior 
patent In the instant suit, the patentee moved to amend 
its answer to allege infringement of additional patent 
claims. The manufacturer argued, and the district court 
held, that the patentee was collaterally estopped from 
bring the amended complaint's claims. The court of 
appeals disagreed, holding that the grant of partial 
summary judgment in the prior suit was not final for 
purposes of collateral estoppel and that the district court 
in the instant case therefore erred when it accorded the 



decision preclusive effect The grant of summary 
judgment clearly was not immune to reversal or 
amendment. Refiisal to sanction the patentee was proper. 

OUTCOME: The court of appeals reversed the district 
court's dismissal of both the patentee's complaint and its 
motion to amend, affirmed the district court's refusal to 
impose sanctions on the patentee, and remanded for 
further proceedings. 



COUNSEL: 

Michael P. Mazza, Niro, Scacone, Haller & Niro, of 
Chicago, Illinois, argued for plaintiff-appellant. With 
him on the brief was Keith A. Vogt. 

Lawrence G. Kurland, Bryan Cave LLP, of New York, 
New York, argued for defendant-cross appellant. With 
him on the brief were Thomas C. Walsh, David A. 
Roodman, Roxana Wizorek, and K. Lee Marshall, of 
Bryan Cave LLP, of St. Louis, Missouri; and Troy B. 
Froderman, Bryan Cave LLP, of Phoenix, Arizona. 

JUDGES: 

Before NEWMAN, DYK, and PROST, Circuit Judges. 
Opinion for the court filed by Circuit Judge PROST. 
Concurring opinion filed by Circuit Judge DYK ; 

OPINIONBY: 

PROST 

OPINION: 

[*1331] PROST, Circuit Judge. 

Vardon Golf Company, Inc. ("Vardon") appeals 
from the final decision of the United States District Court 
for the Northern District of Illinois, denying Vardon's 
motion to amend its complaint against Karsten 
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Manufacturing Corporation ("Karsten") and dismissing 
Vardon's suit in its entirety. Vardon Golf Co. v. Karsten 
Mfg. Corp., No. 00 C 7221, slip op. at 1 (N.D. 111. May 9, 
2001). The [**2] court held that a grant of partial 
summary judgment that Karsten did not infringe claims 
12 and 15 of Vardon's U.S. Patent No. 5,301,941 ("the 
'941 patent") in a prior case, Vardon Golf Co., Inc. v. 
Karsten Mfg. Corp., 2000 U.S. Dist. LEXIS 13769, No. 
99 C 2785, slip op. at 1 (N.D. 111. Sept. 7, 2000) 
("Vardon I"), collaterally estopped Vardon from bringing 
a new action against Karsten based on certain claims of 
Vardon's reissue patent, U.S. Patent No. Re. 36,950 
("the '950 patent"). Vardon Golf Co. v. Karsten Mfg. 
Corp., No. 00 C 7221, slip op. at 5 (N.D. 111. May 9, 
2001) ("Vardon 11"). Karsten cross-appeals, arguing that 
die court abused its discretion when it declined to 
sanction Vardon for bad faith litigation. Vardon Golf 
Co., Inc. v. Karsten Mfg. Corp., 2001 U.S. Dist. LEXIS 
23318, No. 00 C 7221, slip op. at 5 (N.D. 111. Sept. 20, 
2001) ("Vardon H Sanctions"). We hold that the grant of 
partial summary judgment in Vardon I was not final for 
purposes of collateral estoppel and that the court 
therefore erred in according it preclusive effect in 
Vardon II. We reverse the court's dismissal of both 
Vardon's complaint and its motion to amend, and remand 
for further proceedings consistent with this opinion. 
[**3] We affirm the court's refusal to impose sanctions. 

[*1332] BACKGROUND 

Vardon and Karsten manufacture golf clubs. Vardon 
I, 2000 U.S. Dist. LEXIS 13769, [slip op.] at 1. In 1999, 
Vardon brought suit against Karsten alleging that 
Karsten's TiSI woods infringed claims 12 and 15 of 
Vardon's f 941 patent and that Karsten's ISI iron-type 
clubs infringed several claims of Vardon's U.S. Patent 
No. 5,401,021 ("the '021 patent"). 2000 U.S. Dist. 
LEXIS 13769, [slip pp.] Id at 1. Claims 12 and 15 of the 
'941 patent both contain the limitation "substantially 
uniform thickness." 2000 U.S. Dist. LEXIS 13769, [slip 
op.] Id. at 15-16. On September 7, 2000, the district court 
construed this limitation and held that as a matter of law, 
Karsten's clubs did not infringe claims 12 and 15 either 
literally or under the doctrine of equivalents. 2000 U.S. 
Dist. LEXIS 13769, [slip op.] Id. at 17-19. The court 
consequently granted summary judgment in Karsten ! s 
favor on the '941 patent Id. It denied, however, Karsten's 
motion for summary judgment on certain of the ! 021 
claims. Id. Thus, Vardon I is still before the court 
awaiting trial on the '021 patent. That case is not before 
us on appeal. 

Prior to bringing suit against Karsten, Vardon had 
filed a reissue application for the '941 patent While that 
application was pending, but before the court's [**4] 
decision in Vardon I, Vardon filed a motion to substitute 
the reissue patent for the '941 patent in the ongoing 



litigation. The court denied the motioa Two months 
after the court granted partial summary judgment in 
Karsten's favor, the f 950 reissue patent issued. In order to 
obtain the reissue, Vardon surrendered the parent patent, 
thereby mooting Vardon I's summary judgment on the 
*941 claims and extinguishing Vardon's right to appeal 
the court's claim construction and finding of 
noninfringement regarding that patent Vardon 
subsequently filed a second action against Karsten on 
November 15, 2000. Vardon II at 2. Like Vardon I, 
Vardon II was brought in the Northern District of 
Illinois, although the two suits were heard by different 
district judges. 

In Vardon II, Vardon alleged that Karsten infringed 
claim 22 of the '950 reissue patent. Id. Unlike claims 12 
and 15 of the '941 patent, claim 22 of the '950 reissue did 
not contain the "substantially uniform thickness" 
limitation that the court had previously construed in 
Vardon I. Id. After Karsten answered, however, Vardon 
sought to amend its complaint to include allegations that 
Karsten's product [**5] infringed claims 12 through 21 
of the f 950 patent, all of which contain the "substantially 
uniform thickness" limitation. Id. at 2-3. Karsten 
challenged this motion, arguing that Vardon was 
collaterally estopped from raising claims that included a 
limitation that Karsten's clubs had already been found 
not to possess. Id. at 3. 

The court agreed with Karsten and denied Vardon's 
motion. Id. at 5. The court held that Vardon had failed to 
take advantage of available means of preserving its right 
to appeal in connection with the Vardon I litigation, and 
that Vardon was therefore estopped from rearguing the 
Vardon I issues. Id. When Vardon later informed the 
court that the Patent and Trademark Office ("PTO") had 
made a mistake printing claim 22 and that, like claims 12 
through 21, it too should have contained the 
"substantially uniform thickness" language, the court 
dismissed Vardon's entire complaint on the basis of 
collateral estoppel. Id at 1. The court denied Karsten's 
motion for sanctions, however, concluding that Karsten 
had failed to introduce sufficient evidence to support a 
finding of bad faith litigation on Vardon's part Vardon II 
Sanctions at [**6] 5. 

Vardon subsequently filed another motion with the 
Vardon I court to substitute the '950 patent into its grant 
of partial summary judgment This motion was denied. 
Vardon appealed the Vardon II decision [*1333] to this 
court, and we have jurisdiction pursuant to 28 U.S.C. § 
1295(a)(1). 

DISCUSSION 

"Because the application of collateral estoppel is not 
a matter within the exclusive jurisdiction of this court, 
this court applies the law of the circuit in which the 
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district court sits." Bayer AG v. Biovail Corp., 279 F.3d 
1340, 1345, 61 USPQ2d 1675, 1679 (Fed. Cir. 2002) 
(citing Pharmacia & Upjohn Co. v. Mylan Pharms., Inc., 
170 F.3d 1373, 1381 n.4, 50 USPQ2d 1033, 1040 n.4 
(Fed. Cir. 1999)). Under Seventh Circuit law, collateral 
estoppel, or issue preclusion, prevents a party from 
litigating an issue if: (1) the issue sought to be precluded 
is the same as. that involved in an earlier action; (2) the 
issue was actually litigated; (3) determination of the 
issue was essential to a final judgment; and (4) the party 
against whom estoppel is invoked was represented in the 
prior action. See Adair v. Sherman, 230 F.3d 890, 893 
(7th Cir. 2000); [**7] Chicago Truck Drivers, Helpers & 
Warehouse Union (Indep.) Pension Fund v. Century 
Motor Freight, Inc., 125 F.3d 526, 530 (7th Cir. 1997); 
Havoco of Am., Ltd. v. Freeman, Atkins & Coleman, 
Ltd., 58 F.3d 303, 307 (7th Cir. 1995). 

A. 

On appeal, Vardon argues that the Vardon II court 
erred when it accorded Vardon I preclusive effect 
because that decision was neither final nor appealable. 
According to Vardon, a nonfinal, unappealable judgment 
does not become preclusive simply because a party 
theoretically could have preserved its right to appeal by 
pursuing certain procedural avenues. In response, 
Karsten concedes that Vardon Fs grant of partial 
summary judgment was not sufficiently final to be 
appealed. It argues, however, that the decision should be 
accorded preclusive effect because Vardon voluntarily 
relinquished its right to appeal. In short, Karsten asserts 
that because Vardon did not take procedural steps to 
preserve its appeal from Vardon Fs partial summary 
judgment, that judgment now precludes Vardon from 
litigating the matter anew. In making this argument, 
Karsten relies heavily on the Seventh Circuit's statement 
in Williams v. Commissioner of Internal Revenue, 1 F.3d 
502, 504 (7th Cir. 1993) [**8] that application of 
collateral estoppel "might be extended to certain cases of 
summary judgment and even of partial summary 
judgment." nl 



nl Karsten also argues that the issue of 
finality is not properly before the court because 
Vardon failed to raise it in its opening brief This 
statement is not accurate. In its brief, Vardon 
asserts that Vardon I lacks preclusive effect 
because it is not final, and Karsten's argument is 
consequently without merit 



We agree with Vardon that Vardon I's grant of 
partial summary judgment was not final for purposes of 
collateral estoppel and that the Vardon II court therefore 



erred when it accorded the decision preclusive effect. In 
Miller Brewing Co. v. Jos. Schlitz Brewing Co., 605 
F.2d 990 (7th Cir. 1979), the Seventh Circuit set forth the 
requirements for finality under the doctrine of collateral 
estoppel. The court held that in order "to be 'final' for 
purposes of collateral estoppel the decision need only be 
immune, as a practical matter, to reversal [**9] or 
amendment." Id. at 996. According to the court, the 
possibility of appeal contributes directly to this 
determination of finality, which "turns upon such factors 
as the nature of the decision (i.e., that it was not 
avowedly tentative), the adequacy of the hearing, and the 
opportunity for review." Id. (emphasis added) (citing 
Lummus Co. v. Commonwealth Oil Refining Co., 297 
F.2d 80, 89 [*1334] (2d Cir. 1961)). In so holding, the 
Seventh Circuit explicitly adopted the approach followed 
by the Restatement (Second) of Judgments, § 41 
reporter's note comment g (Tent. Draft No. 1, 1973), now 
§ 13 reporter's note comment g (1982), which states that 
the fact "that the decision was subject to appeal or was in 
fact, reviewed on appeal [is a] factor supporting the 
conclusion that the decision is final for the purpose of 
preclusioa" Id. See also United States v. Sherman, 
912 F.2d 907, 909-10 (7th Cir. 1990); Gilldorn Sav. 
Asso. v. Commerce Sav. Asso., 804 F.2d 390, 393 (7th 
Cir. 1997); accord Interconnect Planning Corp. v. Feil, 
774 F.2d 1132, 1135, 227 USPQ 543, 545 (Fed. Cir. 
1985) ("Sufficient firmness, [**10] according to the 
Restatement, requires that the party against whom the 
estoppel is asserted have had the right, even if not 
exercised, to challenge on appeal the correctness of the 
earlier decision."). 

In the instant case, Vardon Fs grant of summary 
judgment clearly was not "immune ... to reversal or 
amendment." Neither party moved to certify the court's 
interlocutory decision as final under Rule 54(b), and 
consequently that decision was "subject to revision at 
any time before the entry of judgment adjudicating all 
the claims," namely resolution of the remaining '021 
patent allegations. Fed. R. Civ. Pro. 54(b). Moreover, 
Vardon never had the opportunity to appeal Vardon I's 
construction of the "substantially uniform thickness" 
limitation or its finding that Karsten's product did not 
contain this element of the ! 941 patent either literally or 
under the doctrine of equivalents. Indeed, Karsten 
concedes that Vardon Fs partial summary judgment was 
not an appealable final judgment under 28 U.S.C. § 
1291, and it is undisputed that this decision was rendered 
moot, and therefore unappealable, when Vardon 
surrendered the '941 patent. Under these circumstances, 
[**11] Vardon I cannot be said to be "final" for 
collateral estoppel purposes as that term is defined either 
by the Seventh Circuit or the Restatement. 
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Karsten urges this court to find otherwise, however, 
on the ground that Vardon could theoretically have 
preserved its right to appeal by availing itself of certain 
procedural means. According to Karsten, Vardon I 
should be deemed final and therefore preclusive because 
Vardon could have avoided mooting the court's grant of 
partial summary judgment by: (1) moving the Vardon I 
court to certify its decision for interlocutory appeal under 
Rule 54(b), (2) substituting the '950 reissue patent for the 
'941 patent at an appropriate time, or (3) suspending its 
reissuance proceedings before the PTO. This argument is 
without merit. As a preliminary matter, it is not at all 
certain that the Vardon I court would have granted a 
Rule 54(b) certification motion. Nor is it clear that the 
court would have allowed Vardon to substitute the '950 
reissue patent into the litigation, particularly in light of 
its denial of Vardon's motions to substitute. The 
existence of such speculative methods of preserving the 
right to appeal does not render a [**12] nonfinal 
judgment preclusive for the purposes of collateral 
estoppel. Accord Interconnect Planning Corp., 774 
F.2d at 1136, 227 USPQ at 545 (Fed. Cir. 1985) (the 
possibility of interlocutory appeal does not render a 
decision final under the doctrine of collateral estoppel 
because "the law of collateral estoppel is not intended to 
penalize a party for declining to try to take a piecemeal 
appeal."). 

Finally, we find Karsten's reliance on Williams 
unconvincing. Although the Williams court observed that 
"a judgment final in the trial court may have collateral 
estoppel effect even though the loser has not exhausted 
Ms appellate remedies," and noted that "it has been 
suggested that this rule might be extended to certain 
cases of [*1335] summary judgment and even of partial 
summary judgment," the court held that the appellant's 
collateral estoppel argument was "frivolous." 1 F.3d at 
504. As such, its statements about the possible scope of 
collateral estoppel are dicta. At oral argument, Karsten's 
counsel could not definitively direct the court to any case 
that has given collateral estoppel effect to a nonfinal 
judgment. We decline to do so today. 

B. 

Vardon [**13] also argues that Vardon Ps 
construction of the claim limitation "substantially 
uniform thickness" is patently incorrect and urges this 
court to construe the term de novo. Karsten responds that 
Vardon I is not before this court and that reconstruing the 
limitation would therefore be improper. We agree with 
Karsten As this court stated in Pharmacia, 170 F. 3d at 
1380, 50 USPQ2d at 1039, "our role is limited to 
reviewing the district court's application of collateral 
estoppel, not the correctness of the [underlying 
decision]." It is Vardon n that is on appeal to this court, 



not Vardon I, and we therefore do not address the 
Vardon I court's claim construction. 

Finally, on cross-appeal Karsten argues that the 
Vardon II court abused its discretion when it declined to 
sanction Vardon for bad faith litigation. Karsten sought 
such sanctions in the form of attorneys fees under 
Federal Rule of Civil Procedure 54(d)(2)(E), and the 
court refused to grant them on the ground mat the record 
did not support a finding of bad faith Vardon II 
Sanctions at 5. Because it was neither unreasonable nor 
clearly erroneous for the district court to deny [**14] 
Karsten's motion for sanctions, Karsten's argument lacks 
merit See Abrutyn v. Giovanniello, 15 F.3d 1048, 
1050-51, 29 USPQ2d 1615, 1617 (Fed. Cir. 1994) 
(holding that an abuse of discretion occurs if the decision 
is clearly unreasonable or is based on erroneous 
conclusions of law). We therefore affirm. 

CONCLUSION 

The Vardon II court erred when it concluded that 
Vardon I's grant of partial summary judgment was final 
for the purposes of collateral estoppel and accorded that 
interlocutory decision preclusive effect. This court, 
therefore, reverses Vardon ITs dismissal of Vardon's 
complaint and its motion to amend and remands for 
further proceedings consistent with this Opinion. We 
decline to reach the claim construction issue and affirm 
the Vardon II court's dismissal of Karsten's motion for 
sanctions. 

COSTS 

Each party shall bear its own costs. 

AFFERMED-IN-PART, REVERSED-IN-PART, 
AND REMANDED. 



CONCURBY: 

DYK 

CONCUR: 

DYK, Circuit Judge, concurring. 

I join the majority's opinion because I agree that we 
are bound by our decision in Bayer AG v. Biovail Corp., 
279 F.3d 1340, 61 USPQ2d 1675 (Fed. Cir. 2002), to 
apply regional circuit [**15] law to res judicata and 
collateral estoppel issues. n2 I have serious [*1336] 
doubts, however, as to whether that is the correct result 



n2 Footnote 4 of the decision in Pharmacia & 
Upjohn Co. v. Mylan Pharmaceuticals, Inc., 170 
F.3d 1373, 50 USPQ2d 1033 (Fed. Cir. 1999), on 
which Bayer relied, suggested that we should 
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apply regional circuit law on some collateral 
estoppel issues and not on others. See id. at 
1381 a4 ("Application of Blonder-Tongue [ 
Laboratories, Inc. v. University of Illinois 
Foundation, 402 U.S. 313, 28 L. Ed. 2d 788, 91 
S. Ct. 1434 (1971)], being an issue of patent law, 
is a matter within our exclusive jurisdiction and is 
hence subject to this court's law. However, 
because the application of general collateral 
estoppel principles, such as finality of judgment, 
is not a matter within the exclusive jurisdiction of 
this court, we must apply the law of the circuit in 
which the district court here sits ...."). 



Although we apply regional circuit [**16] law to 
purely procedural issues, we apply Federal Circuit law to 
non-patent issues where "the disposition of nonpatent- 
law issues is affected by the special circumstances of the 
patent law setting in which those issues arise." Midwest 
Indus., Inc. v. Karavan Trailers, Inc., 175 F.3d 1356, 
1360, 50 USPQ2d 1672, 1675 (Fed. Cir. 1999) (en banc). 
Such a relationship has been found to exist in a number 
of areas. For example on personal jurisdiction questions, 
we have applied our own law, see Hildebrand v. Steck 
Mfg. Co., 279 F.3d 1351, 1354, 61 USPQ2d 1696, 1698 
(Fed. Cir. 2002). We do so in order to "promote 



uniformity in the field of patent law Midwest Indus., 
175 F.3d at 1360, 50 USPQ2d at 1676. Although the 
recent decision of the Supreme Court in Holmes Group, 
Inc. v. Vornado Air Circulation Systems, Inc., 2002 U.S. 
LEXIS 4022, 122 S. Ct 1889 (2002) may make that 
uniformity more elusive, it is still important. 

Res judicata and collateral estoppel questions are 
affected by and closely related to patent law questions. 
Moreover, they may be outcome determinative. In this 
particular case, it is unlikely that [**17] there is a 
variation in the collateral estoppel rules in the various 
regional circuits. But it is not difficult to imagine other 
cases in which different res judicata and collateral 
estoppel rules would be applied depending on the 
regional circuit forum, and that the existence of these 
different rules could affect forum selection. Patent 
litigants often have a wide choice of fora. There is 
simply no reason why an earlier patent judgment should 
have one consequence in the Third Circuit and another in 
the Seventh Circuit, for example. Such an approach 
encourages the very forum shopping that our regional 
circuit law approach was designed to prevent See 
Midwest Indus., 175 F.3d at 1359, 50 USPQ2d at 1675. 

I would apply uniform Federal Circuit law to 
determine the effect of previous patent litigation. 
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DISPOSITION: 

[*1] Defendant's request to recover costs granted and 
motion for attorney's fees denied. All other pending 
motions moot. 

CASE SUMMARY 

PROCEDURAL POSTURE: Defendant manufacturing 
company was granted summary judgment on plaintiff 



golf company's patent infringement claim The golf 
company filed another complaint alleging that the 
manufacturing company infringed claims of the same 
patent The court denied her claim on the ground of issue 
preclusion. The manufacturing company moved to 
recover taxable costs and attorney's fees from the golf 
company. 
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OVERVIEW: The manufacturing company sought to 
recover costs for deposition transcripts, copies of patents 
and patent prosecution file histories, and general 
photocopying. The examination of the owner of the 
patent-in-suit was necessary to the manufacturing 
company's intervening rights defense, which the 
manufacturing company reasonably raised and which the 
golf company did not challenge when the manufacturing 
company asked for discovery on it The cost of the 
deposition was therefore recoverable. The other 
deposition-related costs that the manufacturing company 
requested were also recoverable. Likewise, costs 
associated with copies of the patent file and general 
photocopies were taxable. Despite the golf company f s 
objections, those documents were necessary for use in 
the case the manufacturing company initiated against the 
golf company. The court did not hold that the golf 
company acted in bad faith, and therefore it could not 
grant attorney's fees. 

OUTCOME: The manufacturing company's request to 
recover costs was granted and the motion for attorneys 
fees was denied. All other pending motions were moot. 
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Michael P. Mazza, Keith A. Vogt, Gregory T. Casimer, 
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For KARSTEN MANUFACTURING CORPORATION, 
counter-claimant: George C Chen, Bryan Cave LLP, 
Phoenix, AZ. 

For VARDON GOLF COMPANY INC, counter- 
defendant: Michael [*2] P. Mazza, Keith A. Vogt, 
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Chicago, IL. 

JUDGES: 

Charles P. Kocoras, United States District Judge. 

OPINIONBY: 

Charles P. Kocoras 

OPINION: 

MEMORANDUM OPINION 

CHARLES P. KOCORAS, District Judge: 

Before the Court are Karsten Manufacturing 
Company's motions to recover costs and attorney's fees. 
For the following reasons, we grant the motion to 
recover costs and deny the motion for attorney's fees. 

BACKGROUND 

The instant matter is but one in a series of litigations 
between Plaintiff Vardon Golf Company ("Vardon") and 
Defendant Karsten Manufacturing Corporation 
("Karsten"). In September 2000, our sister court granted 
Karsten summary judgment of noninfringement of U.S. 
Patent No. 5,301,941 ("the '941 patent") because the 
face wall of Karsten's accused golf clubs did not have a 
"substantially uniform thickness," a limitation required 
by all of the claims asserted in that case. Soon thereafter, 
Vardon obtained a reissued patent ("the 950 patent"), but 
by doing so Vardon extinguished the opportunity to 
appeal our sister court's opinion. 

Vardon turned to this forum for relief, filing in 
November 2000 a complaint alleging that Karsten [*3] 
infringed claim 22 of the '950 patent Claim 22, 
according to the complaint, did not contain the 
"substantially uniform thickness" language our sister 
court had already construed. Several months later, after 
the parties had completed discovery on Karsten's 
intervening rights defense, Vardon moved to amend its 
pleadings to include assertions of claims 12-21 of the 
'950 patent All of those claims contained the 
"substantially uniform thickness" language. Karsten 
opposed the amendment on the ground of issue 
preclusion, and this Court agreed. When we delivered 
that ruling in open Court, Vardon's counsel apprised the 
Court that claim 22 should have contained the 
"substantially uniform thickness" language but did not 
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due to a printing error by the Patent Office. Because 
claim 22 should have included the language, it fell within 
the ambit of our ruling and Vardon was estopped from 
relitigating it in our forum. Vardon later sought an order 
deeming this ruling final, which we provided. 

Karsten now seeks to recover taxable costs from 
Vardon. It also desires an award of attorney fees. For the 
following reasons we grant the first request but deny the 
second. 

DISCUSSION 

A Taxable Costs [*4] 

Rule 54 of the Federal Rules of Civil Procedure 
provides that costs "shall be allowed as of course to the 
prevailing party unless the court otherwise directs." Fed. 
R. Civ. P. 54(d)(1). Those recoverable costs include: (1) 
fees of the clerk, (2) fees for transcripts, (3) fees for 
printing and witnesses, (4) fees for copies of papers 
necessarily obtained for use in the case, (5) docket fees, 
and (6) compensation of court-appointed experts and 
interpreters. See 28 U.S.C. § 1920. As the Seventh 
Circuit has observed, Rule 54 creates a presumption in 
favor of the award of costs. See M.T. Bonk Co. v. 
Milton Bradley Co. , 945 F.2d 1404, 1409 (7th Or. 
1991). The presumption is "difficult to overcome," and 
our discretion is "narrowly confined — the court must 
award costs unless it states good reasons for denying 
them." Weeks v. Samsung Heavy Indus. Co., 126 F.3d 
926, 945 (7th Cir. 1997). 

In the case at bar, Karsten seeks to recover costs 
from Vardon for deposition transcripts, copies of patents 
and patent prosecution file histories, and general 
photocopying. With respect to deposition transcripts, 
Karsten asks for $ 4,13 1.35 for [*5] (1) the deposition of 
Vardon owner and inventor Dillis Allen, (2) Allen's 
video deposition, and (3) copies of transcripts of 
Karsten's Rule 30(b)(6) depositions of L. Beacom and M. 
Trueblood. Vardon contends that section 1920 does not 
permit recovery of costs associated with video 
depositions. This position is without merit, as the 
Seventh Circuit has held that video depositions are 
allowable costs so long as they are necessary to the 
litigation. See Held v. Held, 137 F.3d 998, 1002 (7th 
Cir. 1998). Given Allen's position — the owner of the 
plaintiff company and the inventor of the patent-in-suit - 
his deposition was necessary to the litigation. Vardon 
protests that Allen's deposition was irrelevant to the 
collateral estoppel issue that decided this case. While this 
may be true, it misses the point In determining whether 



to award costs to Karsten as the prevailing party, our 
concern is not what issue ultimately decided the case. 
Rather, the statute compels us to decide whether certain 
costs were necessary to the litigation and are therefore 
recoverable. In this case, the examination of the owner of 
the patent-in-suit was necessary to Karsten's intervening 
rights [*6] defense, which Karsten reasonably raised and 
which Vardon did not challenge when Karsten asked for 
discovery on it The cost of the deposition is therefore 
recoverable, as are the other deposition-related costs that 
Karsten desires. 

Likewise, costs associated with copies of the patent 
file and general photocopies are taxable. Despite 
Vardon's objections, these documents were necessary for 
use in the case Vardon initiated against Karsten. Vardon 
claims that some of the requests are duplicative. The two 
receipts to which Vardon points are not plainly 
duplicative, however, especially in light of Vardon's 
concession that the Patent Office's files were incomplete. 
In light of these difficulties, the copying costs appear 
neither duplicative nor excessive. 

2. Attorney's Fees 

Karsten also seeks to recover attorney's fees 
pursuant to Rule 54(d)(2)(E) as a sanction for what 
Karsten terms Vardon's "bad faith conduct." The record 
before the Court does not bear out a claim of bad faith. 
Vardon first revealed its awareness of the defect in claim 
22 in its reply brief of April 26, 2001 to the motion to 
amend the complaint During a status hearing of May 9, 
2001, Vardon's counsel repeated [*7] the discovery in 
open court. Although Karsten flings accusations in its 
briefs about Vardon filing suit on a patent claim it knew 
was defective, Karsten offers no substantiation of this 
accusation. Nowhere does Karsten point to evidence 
probative of Vardon's awareness of the defect at some 
point prior to the April 26 revelation. Absent any such 
substantiation, an accusation of bad faith simply cannot 
stand, and the motion for attorney's fees must be denied. 

CONCLUSION 

For the foregoing reasons, we grant Karsten's motion to 
recover costs and deny the motion for attorney's fees. 

Charles P. Kocoras 

United States District Judge 

Dated: September 20, 2001 
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DISPOSITION: 

[* 1] Karsten's motion for summary judgment 
GRANTED IN PART and DENIED IN PART. 

CASE SUMMARY 

PROCEDURAL POSTURE: In a patent infringement 
action relating to golf club head design, defendant 
manufacturer moved for summary judgment 

OVERVIEW: Plaintiff golf club manufacturer owned 
two patents at issue. One patent was called "Set of Golf 
Clubs With Enlarged Faces"; the other, "Golf Club With 
Increased Radius of Gyration and Face Reinforcement". 
The clubs covered by the patents is of the "cavity back" 
or "perimeter weighted" style, where the weight of the 
golf club is not directly behind the place where the golfer 
ideally wants to hit the ball, but instead, the weight is 
distributed on the perimeter of the club. Defendant made 
both irons and woods of the perimeter-weighted type. 
Plaintiff claimed that defendant's irons and woods 
infringed on plaintiffs patents. Defendant moved for 
summary judgment. The court granted and denied 
defendant's motion in part. The court held inter alia that 
although defendant disputed whether its clubs perform a 
function identical to the function performed by plaintiffs 
clubs (i.e., club face enlargement), summary judgment to 
defendant on this particular claim was appropriate 
because defendant's clubs did not have an equivalent 
structure. 

OUTCOME: The court granted and denied defendant's 
motion in part Although defendant disputed whether the 
its golf clubs perform a function identical to the function 
performed by the clubs in plaintiffs (i.e., club face 
enlargement), the court granted summary judgment to 
defendant because its clubs do not have an equivalent 
structure. 



COUNSEL: 
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P.C., Chicago, IL. 

For KARSTEN MANUFACTURING CORPORATION, 
counter-claimant: Lawrence G. Kurland, Bryan Cave 
LLP, New York, NY. 
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For KARSTEN MANUFACTURING CORPORATION, 
counter-claimant: Troy B Froderman, Bryan Cave LLP, 
Phoenix, AZ. 

For VARDON [*2] GOLF CO INC, counter-defendant: 
Thomas G. Scavone, Michael P. Mazza, Patrick Francis 
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Ltd., Chicago, IL. 

For KARSTEN MANUFACTURING CORPORATION, 
third-party plaintiff: David A. Roodman, Bryan Cave, 
LLP, St. Louis, MO. 

For KARSTEN MANUFACTURING CORPORATION, 
third-party plaintiff: Nicole Feder, Pugh, Jones & 
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For KARSTEN MANUFACTURING CORPORATION, 
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JUDGES: 

David H. Coar, United States District Judge. 

OPINIONBY: 

David H. Coar 

OPINION: 

MEMORANDUM OPINION AND ORDER 

Plaintiff, the Vardon Golf Company, has sued 
Karsten Manufacturing alleging that it infringed on the 
inventions protected by U.S. Patent No. 5,401,021 called 
"Set of Golf Clubs With Enlarged Faces" ("the '021 
Patent") and U.S. Patent No. 5,301,941 called "Golf 
Club With Increased Radius of Gyration and Face 
Reinforcement" ("the '941 Patent"). Before [*3] this 
Court are Karsten's motions for summary judgment and 
Vardon's cross-motions for summary judgment on Claim 
3 of the '021 patent 

Background 

Vardon owns the rights to two golf-club patents at 
issue in this case. The '021 Patent concerns "irons" and 
the '941 concerns "woods." The golf clubs covered by 
these inventions are of the "cavity back" or "perimeter 
weighted" style, where the weight of the golf club is not 
directly behind the place where the golfer ideally wants 



to hit the ball (aka. "the sweet spot"), but instead, the 
weight is distributed on the perimeter of the club. 
Karsten makes both irons and woods of the perimeter- 
weighted type. Vardon claims that Karsten's ISI iron- 
type clubs and the TiSI woods infringe on the '021 and 
*941 Patents. Karsten has moved for summary judgment 
and in response, Vardon has cross-moved for summary 
judgment. 

Discussion 

The United States Constitution empowers Congress 
to "promote the Progress of Science and useful Arts, by 
securing for limited Times to Authors and Inventors the 
exclusive Right to their respective Writings and 
Discoveries." U.S. Const Art I, § 8, cl. 8. Under the 
current state of patent law, "whoever without [*4] 
authority makes, uses, offers to sell, or sells any patented 
invention, within the United States or imports into the 
United States any patented invention during the term of 
the patent therefor, infringes the patent" 35 U.S.C. § 
271(a) (1999). Claims for infringement take two forms — 
both of which have been charged here - literal 
infringement or infringement under the doctrine of 
equivalents. See, e.g., Graver Tank & Mfg. Co. v. Linde 
Air Products Co., 339 U.S. 605, 606, 94 L. Ed. 1097, 70 
S. Ct 854 and 612 (1950). Absent a genuine issue of 
material fact, the Court will grant summary judgment in 
favor of an alleged infringer in the context of literal 
infringement if no reasonable jury could determine that 
the accused device meets every limitation of the properly 
construed claims, see, e.g., Gentry Gallery, Inc. v. 
Berkline Corp., 134 F.3d 1473, 1476 (Fed. Cir. 1998), 
and in the context of the doctrine of equivalents if no 
reasonable jury could determine that a claim limitation is 
met in the accused device by an equivalent. See Warner- 
Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 
39 n.8, 137 L. Ed. 2d 146, 117 S. Ct 1040 (1997). 

To resolve the summary judgment motions [*5] on 
Vardon's infringement claims, this Court first must 
determine what it is that his patent pertains to (i.e., claim 
construction) and then must compare the patent to the 
allegedly infringing golf clubs. See. e.g., Rodime PLC v. 
Seagate Technology, Inc., 174 F.3d 1294, 1301-02 (Fed. 
Cir. 1999). Claim construction is purely a matter of law 
for the Court See Markman v. Westview Instruments, 
Inc., 517 U.S. 370, 389, 134 L. Ed. 2d 577, 116 S. Ct. 
1384 (1996); see also Vardon Golf Co. v. Supreme Golf 
Sales, Inc., 1990 U.S. Dist LEXIS 8996, No 89 C 2654, 
1990 WL 114498 (N.D. 111. July 20, 1990). To construe 
the claims at issue, the Court looks to intrinsic evidence 
in the record, including the claim language, the 
specification language, drawings, and the prosecution 
history. See, e.g., Vitronics Corp. v. Conceptronic, Inc., 
90 F.3d 1576, 1582 (Fed. Cir. 1996). Once construed, the 
Court compares the claim to the allegedly infringing 



2000 U.S. Dist LEXIS 13769, * 



Page 10 



device. The infringement inquiry, while not a question of 
law, can be resolved on summary judgment in 
appropriate cases. See Fed. R. Civ. P. 56(e). 

Part I - U.S. Patent No. 5,401,021 

Construction of Claim 3 

This Court has previously construed [*6] parts of 
Claim 3 in Vardon v. Golfsmith, et al., 2000 U.S. Dist. 
LEXIS 14259, No. 99 C 2944 (N.D. 111. June 6, 2000) 
Mem. Op. and Order at 3-5. nl The dispositive "claim 
phrase" or "limitation" with respect to Claim 3 in this 
case, as in Vardon v. Golfsmith, is: 

means for enlarging the ball striking face to the above 
value without increasing head weight including a ball 
striking reinforcing network in the rear cavity of the club 
head defined by the perimeter wall. 

Col. 9, lines. 60-64 (emphasis added). A claim phrase 
that uses the word "means," presumptively invokes the 
sixth paragraph of 35 U.S.C. § 112 ("Paragraph Six"), 
see Rodime PLC v. Seagate Technology, Inc., 174 F.3d 
1294, 1302 (Fed. Cir. 1999), which guides claim 
interpretation. See 35 U.S.C. § 112, P 6. Paragraph Six 
provides that "an element in a claim or a combination 
may be expressed as a means or step for performing a 
specified function without the recital of structure, 
material or acts in support thereof, and such claim shall 
be construed to cover the corresponding structure, 
material, or acts described in the specification and 
equivalents thereof. [*7] " Id. (emphasis added). Two 
things will take a claim out of the plain language of 
Paragraph Six: first, failure to recite a function that 
corresponds with the means stated; and second, recitation 
of sufficient structure, material, or acts to perform the 
function. As some courts say, in those instances the 
presumptive applicability of Paragraph Six is overcome. 
See, e.g., Rodine, 174 F.3d at 1302. 

nl The Court has also construed phrases 
from Claims 4, 5, 7, 9, 11, 12, and 14 of the '021 
Patent and phrases from Claims 12-18 of the '941 
Patent. 



Paragraph Six applies in this case because neither of 
the conditions mentioned above is present. The language 
of Claim 3 at issue here ties a function ("enlarging the 
ball striking face to [6 in.<2> for the six iron]") to the 
word means. Consequently, the presumptive applicability 
of Paragraph Six is not overcome on this basis. The 
claim phrase also recites a structure ("a ball striking 
reinforcing network in the rear cavity of the club head 
defined [*8] by the perimeter wall"), but this structure is 



described in extremely generic terms. There is nothing 
"definite" about the structure described simply as a 
"reinforcing network," and Vardon has not demonstrated 
that the phrase has any commonly-understood meaning 
in the golf-club industry. See Mas-Hamilton Group v. 
LaGard, Inc., 156 F.3d 1206, 1213-14 (Fed. Cir. 1998) 
(analyzing a claim under Paragraph Six because the 
structural phrase "lever moving element" did not have a 
generally understood structural meaning in the relevant 
art). Thus, Claim 3 is properly construed under 
Paragraph Six. 

Since Paragraph Six applies, Claim 3 covers "the 
corresponding structure ... described in the specification 
and equivalents thereof." 35 U.S.C. § 112, P 6. The only 
description of a "reinforcing network" in the entire 
specification is a "three-element-perimeter weighting" 
system. See Col. 5, lines 58-59. These three elements are 
"[1] the horizontal concave bar in the rear cavity, [2] a 
generally vertical bar also concave intersecting the 
horizontal bar, and [3] a unit cellular configuration that 
has a concave configuration similar to that of the [*9] 
cross bars ... [that have] their minimum depth at the 
geometric center and [their] maximum depth around the 
perimeter of the club head." Col. 5, lines 54-62. 
Additionally, the same three elements are described in 
the preferred embodiment as the means for, among other 
things, increasing the area of the club face. See Col. 7, 
lines 54-61. Thus, Claim 3 requires this three-element 
"reinforcing network" or its equivalents. 

Comparison of Claim 3 to the Ping ISI Clubs 

Karsten is entitled to summary judgment with 
respect to Claim 3 because the ISI clubs do not use the 
three-element structure disclosed in the *021 specification 
or an equivalent structure. To literally infringe on the 
means-plus-function claims of Vardon's patent, Karsten's 
clubs must have an "equivalent" structure and perform 
the identical function -- both the structure and the 
function equivalents are required. See Mas-Hamilton 
Group, 156 F.3d at 1212. Although Karsten disputes 
whether the ISI clubs perform a function identical to the 
function performed by the clubs in Vardon's '021 Patent, 
(i.e., club face enlargement), the Court grants summary 
judgment to Karsten because the ISI clubs [*10] do not 
have an equivalent structure. Id. 

The ISI irons do not have three-element structures. 
The ISI clubs have several elements in the cavity of the 
club, however, there is no unit cellular structure 
reinforcing the club face. For this reason, Karsten is 
entitled to summary judgment on Claim 3 with respect to 
both literal infringement and infringement under the 
doctrine of equivalents. Laitram Corp. v. Rexnord, Inc., 
939 F.2d 1533, 1535 (Fed. Cir. 1991) (where one claim 
element is completely missing, there is no literal 
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infringement or infringement under the doctrine of 
equivalents). 

Construction of Claim 4 

Claim 4 also uses the term "means." As noted above, 
the use of the word "means" presumptively invokes 
Paragraph Six and the means-plus-function interpretive 
analysis. In this claim, as in Claim 3, the language of the 
claim ties a function ("for increasing the effective hitting 
area or sweet spot without increasing overall club head 
weight") to the word means. Consequently, the 
presumption of applying Paragraph Six is not overcome 
on this basis. 

Claim 4 also recites a structure, but like the structure 
described in Claim 3 it is not sufficiently specific. [*11] 
Claim 4 and dependent Claim 5 both require: 

a plurality of reinforcing elements integral with the 
perimeter wall and the cavity bottom wall extending 
completely across the cavity, said elements extending in 
a direction perpendicular to the bottom wall defined as 
element thickness, said element thickness being at its 
minimum value at the hitting area of the face wall and 
generally progressively increasing in value outwardly to 
the perimeter wall. 

Col. 10, lines 31-38 (emphasis added). While Claim 4 
describes many structural elements (e.g., multiple 
reinforcing elements that jut up in the rear cavity of the 
club), the phrase "extending completely across the 
cavity" does not have a commonly understood meaning 
in the golf-club industry and is not sufficiently specific to 
take the claim outside of Paragraph Six. 

At first blush, this phrase seems fairly 
straightforward and definite. Consider an analogy 
between the shape of our country and a golf club. Few 
would find it controversial, for example, to describe a 
journey beginning in Northern Maine and ending in 
Southern California as one "extending completely 
across" the United States. Such a journey begins and 
ends at [*12] roughly opposite corners of the country 
and would likely n2 pass through or near the geographic 
center of the country. Similarly, a rib that extended from 
the top corner of the toe of the club to the lower comer of 
the heal would also likely qualify as extending 
"completely across the cavity." 



n2 The necessity of the term "likely" points 
up further obfuscating questions. For example, if 
the Maine-to-California journey meandered down 
the Appalachian trail to Georgia and then headed 
due west to California, could it still be 



characterized as a journey that "extended 
completely across" the United States? 



Upon closer examination, however, the phrase 
"extends completely across the cavity" is actually quite 
vague. Would a journey from Northern Maine to 
Southern Florida "extend completely across" the United 
States? What about a journey from Virginia to Arizona? 
From North Dakota to Louisiana? These are more 
difficult questions to answer. Add to these journeys the 
possibility that they might or might not go near or 
through [*13] north central Kansas (the geographic 
center of the United States, see U.S. Geographical 
Survey, Science Challenge Quiz Site, Q & A No. 31 
(http://www.usgs.gov/sci_challenge.html) and the 
question is even more complicated. To add further 
confusion to the mix, it is not at all clear that five 
separate journeys, beginning at various points on the 
United States border and ending somewhere in central 
Kansas, could be characterized as journeys that 
collectively "extend completely across" the United 
States. 

The cavity defined in the rear of perimeter-weighted 
golf clubs have both somewhat flat and curved side 
walls. The cavities are, like the borders of the United 
States, irregularly shaped. As the analogies above make 
clear, it is insufficient to describe a reinforcing rib or 
series of ribs that "extend completely across" the rear 
cavity. Such a description would not inform a person 
versed in the art of golf-club manufacturing of the 
structure specified. Ironically, although Claim 4 requires 
more than Claim 7, its requirements are less definite 
because of vagueness of the phrase "extends completely 
across the cavity." This additional requirement obscures 
the claim rather than making [*14] it more definite. 

Since Paragraph Six applies, Claim 4 must be 
construed to cover the "corresponding structure, material, 
or acts described in the specification and equivalents 
thereof." 35 U.S.C. § 116, P 6. The structure described 
in the '021 Patent "for increasing the effective hitting 
area or sweet spot without increasing overall club head 
weight" Col. 10, lines 28-30, is a "three-element- 
perimeter weighting" system. See Col. 5, lines 58-59. 
The '021 Patent discloses no other structure for this 
purpose. These three elements are "[1] the horizontal 
concave bar in the rear cavity, [2] a generally vertical bar 
also concave intersecting the horizontal bar, and [3] a 
unit cellular configuration that has a concave 
configuration similar to that of the cross bars ... [that 
have] their minimum depth at the geometric center and 
[their] maximum depth around the perimeter of the club 
head" Col. 5, lines 54-62. Additionally, the same three 
elements are described in the preferred embodiment as 
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the means for, among other things, increasing the area of 
the club face. See Col. 7, lines 54-61. Thus, Claim 4 
requires this three-element "reinforcing network" [*15] 
or its equivalents. 

Comparison of Claims 4 & 5 to the Ping ISI 
Clubs 

Karsten is entitled to summary judgment for non- 
infringement with respect to Claim 4 for precisely the 
same reason that it is entitled to summary judgment on 
Claim 3. See infra Discussion regarding Comparison of 
Claim 3 to the Ping ISI Clubs. Since Claim 5 depends on 
Claim 4, Karsten is also entitled to summary judgment 
for non-infringement on Claim 5. n3 



n3 Since the Ping ISI irons do not have the 
three-element reinforcing structure required by 
Claims 4 & 5, the Court does not rely on the 
further limitations of Claim 5 in granting 
Karsten's motion for summary judgment 



Construction of Claim 7 

One of the limitations with respect to Claim 7 reads 
as follows: 

[a] means to reinforce the face wall and enlarge the 
effective hitting area of the golf club 

Col. 10, lines 54-56. As noted above, the use of the word 
"means" presumptively invokes Paragraph Six and the 
means-plus-function interpretive analysis. In this [*16] 
claim, as in Claim 3, the language of the claim ties a 
function ("to reinforce the face wall and enlarge the 
effective hitting area of the golf club") to the word 
means. Consequently, the presumption of applying 
Paragraph Six is not overcome on this basis. 

The claim phrase also recites a structure, which 
unlike Claim 3 is sufficiently specific. The structure is 
described as: 

[1] a progressive face wall reinforcing element in the 
cavity [a] extending from the approximate center of the 
rear of the face wall outwardly in the cavity to the 
perimeter wall, [b] said element being integral with both 
the face wall and the perimeter wall, [and c] said 
reinforcing element incrementally increasing in height 
from the approximate center of the rear of the face wall 
to the perimeter wall, 

[2] whereby the club face is supported by at least one 
structural arch. 



Col. 10, lines 56-68 (emphasis, numbers and letters 
added). This structure is sufficiently detailed to take 
interpretation outside of the language of Paragraph Six. 
See, e.g., Cole v. Kimberly Clark Corp., 102 F.3d 524, 
527 (Fed. Cir. 1997). Since the structure described is 
sufficiently [*17] detailed, it is not necessary also to link 
the means to a structure described in the patent 
specification or its equivalents. Id. Claim construction 
here focuses on the language itself. 

Claim 7 describes both "a progressive face wall 
reinforcing element" and "at least one structural arch." 
Col. 10, lines 59-60, 67-8 (emphasis supplied). Whereas 
Claim 7 describes only a singular progressive face wall 
element, it seems also to require "at least one" structural 
arch. Although this number disagreement suggests two 
separate claim limitations, more than one arch could 
combine to make a single "element" Additionally, the 
reinforcing element and structural arch requirements are 
tied not by a conjunction, but by the word "whereby." 
This also suggests that the progressive face-wall element 
is further described as — not in addition to — a structural 
arch or set of arches. See Texas Instruments, Inc. v. U.S. 
ITC, 988 F.2d 1165, 1171-72 (Fed. Cir. 1993) ("the 
Commission correctly determined that the 'whereby 
clauses do not contain any limitations not inherent to the 
process found in [the] claims"). The description of the 
progressive face wall element confirms [*18] this 
reading. That element, which is integral with the face 
wall and the perimeter wall, is at its minimum height 
near the geometric center of the club and increases in 
height as it nears the perimeter wall, describes an arch or 
group of arches. 

Although the element/arch height must increase as it 
moves away form the geometric center and towards the 
perimeter wall, the rate of increase is not dictated in the 
claim Cf. Col. 11, lines 67-68 and Col. 12, lines 1-3 
(describing a parabolically arched reinforcing bar). Thus 
the arch could be, for example, curved or flat. See, e.g., 
The American Heritage Dictionary 124, (2d Ed. 1982) 
(defining "arch" as "[aj structural device, esp.[ecially] of 
masonry, forming a curved, pointed or flat upper edge of 
an opening ...") (emphasis added). Further, nothing in the 
language of Claim 7 requires the structural arch to span 
the entire cavity in the rear of the club. On the contrary, 
the claim language describes an arch or arches that are 
shortest at or near the geometric center of the club and 
increase in height as the arch moves towards the 
perimeter wall. 

Comparison of Claim 7 to the Ping ISI Irons 

Karsten is entitled to [*19] summary judgment for 
literal non-infringement on Claim 7. The Ping ISI irons 
have many, but not all of the limitations in Claim 7. The 
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Ping ISI irons have several bars in the rear cavity of the 
club that reinforce the club face. These bars extend "from 
the approximate center of the rear of the face wall 
outwardly in the cavity to the perimeter wall." Col. 10, 
lines 60-62. The ribs, which together form a "reinforcing 
element" are also "integral with both the face wall and 
the perimeter wall." Col. 10, lines 63-64. The only truly 
disputed claim phrase is whether or not the "element" in 
the rear cavity of the Ping ISI clubs increases 
incrementally in height from the approximate center to 
the perimeter wall or not An examination of the Ping ISI 
iron reveals that it does not Col. 10, lines 66-68. 

In support of its non-infringement assertion on this 
claim phrase, Karsten relies on the opinion of its expert, 
Professor Emeritus Donald L. Creighton. Professor 
Creighton concludes that the Ping ISI irons do not 
infringe on Claim 7 because, among other things, the 
reinforcing element does not increase in height, "point to 
point from the approximate center of the rear face wall to 
the surrounding [*20] perimeter wall." To support his 
conclusion, Dr. Creighton relies on a blurred, 
unmeasured, and unlabeled photocopy of a Ping ISI iron. 
Neither Karsten nor Vardon have provided drawings or 
measurements revealing the dimensions of the golf club 
in the drawing. n4 This bald assertion that the ribs do not 
increase in height, however, is not proper or sufficient 
support for a motion for summary judgment. The height 
change of the ribs as they extend towards the perimeter 
wall is still essentially unknown at this stage of the 
proceedings. 



n4 Although Karsten submits a photocopy of 
a Ping ISI iron, upon which Professor Creighton 
purports to rely in concluding that the reinforcing 
elements do not increase incrementally, this 
drawing is not labeled or marked in any way. 
Given the quality of the photocopy and the lack 
of corresponding measurements, it is an 
extremely poor substitute for the physical exhibit. 
It does not, contrary to Karsten's assertions, 
undisputedly show the lack of this claim element 

The sketches attached and unsworn 
declaration of James Stade is not relevant on this 
motion for summary judgment. See Fed. R. Civ. 
P. 56(e) (permissible forms of support for 
summary judgment include, among other things, 
affidavits but not unsworn declarations), cf. 28 
U.S.C. 1746 (sworn declarations may be 
submitted in lieu of an affidavit). Even if Stade 
had sworn to his declaration, there are still no 
corresponding measurements in his sketches and 
Stade himself does not assert that all of the 
figures are proportionally accurate. 



[*21] 

Notwithstanding the shortcomings of Professor 
Creighton's report, Karsten is still entitled to summary 
judgment for literal non-infringement The reinforcing 
element in the rear of the ISI irons consists of not only 
five linear ribs but also of a ring surrounding a dot. From 
this ring-and-dot reinforcement, the five ribs extend 
toward the perimeter wall. The dot appears in the 
approximate center of the rear cavity. Outside the dot, 
the element height decreases substantially and then 
increases again at the ring surrounding the dot. Outside 
the ring, the reinforcing element again decreases 
dramatically. From there, the ribs begia Thus, even 
despite the lack of evidence regarding the rib height, 
Karsten is still entitled to summary judgment for literal 
non-infringement because the reinforcing element as a 
whole decreases, increases and deceases (and possibly 
increases again) in height as it extends from the 
approximate center to the perimeter wall. This does not 
literally satisfy the language of Claim 7. 

The analysis, however, is not as simple under the 
doctrine of equivalents. No evidence has been presented 
regarding the doctrine of equivalents on Claim 7. Thus it 
is inappropriate [*22] at this stage of the proceedings to 
determine whether the variations in height in reinforcing 
element in the rear cavity of the Ping ISI club is 
"equivalent" to the structure set forth in Claim 7. With 
respect to the doctrine of equivalents, Karsten's motion is 
denied. 

Construction of Claim 8 and Comparison to 
Karsten's ISI Clubs 

Karsten's motion for summary judgment of non- 
infringement on Claim 8 under the doctrine of 
equivalents is also denied. n5 Claim 8 depends from 
Claim 7 and further requires "four weighting elements 
formed integrally with the forward wall each having a 
minimum depth near the center of the face wall and a 
maximum depth at the perimeter wall." The Ping ISI 
irons have four elements - indeed these irons have five 
ribbed "elements" - in the rear cavity of the club. As 
with Claim 7, however, it is unclear whether any of them 
arch or ramp from the center to the perimeter. For this 
reason, Karsten's motion with respect to Claim 8 is 
denied under the doctrine of the equivalents. 



n5 For the same reasons discussed in terms 
of Claim 7, Karsten is entitled to summary 
judgment on its defense of literal non- 
infringement as to Claim 8. 

[*23] 
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Construction of Claim 12 and Comparison to 
Karsten's ISI Iron Clubs 

Karsten is also entitled to summary judgment on 
Claim 12. Claim 12 requires "a pair of crossed 
reinforcing bars" in the rear cavity of the club head. By 
its very language, Claim 12 requires a pair of bars (i.e., 
two bars) and requires that the pair cross. The Ping ISI 
irons have five bars. Also, none of these bars "cross." 
Instead, each arranged radially around a center ring at 
approximately equal intervals. None of the bars appear to 
even touch the ring, let alone touch or cross each other. 
Since this element is completely lacking, Karsten is 
entitled to summary judgment on this claim for both 
literal infringement and infringement under the doctrine 
of equivalents. See Becton Dickinson, 922 F.2d 792 at 
798. 

Construction of Claim 14 

Claim 14 is in many respects similar to Claim 1. 
Whereas Claim 7 requires a "progressive face wall 
reinforcing element," however, Claim 14 requires a 
"plurality of face wall reinforcing ... elements." Compare 
Col. 10, lines 59-60 with Col. 12, lines 12-3. Claim 14 
does not require the reinforcement to be "progressive." It 
does, nevertheless, require [*24] that "at least one of the 
elements incrementally increases in height from the 
approximate center of the rear of the face wall to the 
perimeter wall." Col. 12, lines 18-21. Unlike Claim 7, 
however, the entire "reinforcing element" need not be at 
its minimum point at the approximate center of the club. 
And, the entire element need not increase as it moves 
towards the perimeter wall. Put another way, a golf club 
described by Claim 14 could have several flat reinforcing 
elements only one of which "arched" or ramped from a 
low point near the center toward a high point integral 
with the perimeter wall. 

Comparison of Karsten's ISI Iron Clubs to Claim 

14 

Karsten is not entitled to summary judgment for 
non-infringement with respect to Claim 14. Although 
Claim 14 only requires one element to increase 
incrementally in height relative to the cavity-bottom wall 
as it moves from the approximate center to the perimeter 
wall, as noted above with respect to Claim 7, Karsten has 
not provided sufficient evidence with respect to the 
height of any of the ribs. Without such evidence, it is 
impossible to tell whether any one of the reinforcing ribs 
"incrementally increases in height from the approximate 
[*25] center of the rear of the face wall to the perimeter 
wall." Since Karsten has not properly supported its 
motion for summary judgment, it is denied n6 



n6 Karsten is not entitled to summary 
judgment on Claim 15 for the same reasons 
articulated with respect to Claim 8. See infra. 



Validity of the '021 Patent 

Karsten is not entitled to summary judgment on its 
invalidity defense. Under the patent statutes, a patent 
enjoys a presumption of validity, see 35 U.S.C. § 282, 
which can be overcome only through clear and 
convincing evidence. See, e.g., United States Surgical 
Corp. v. Ethicon, Inc., 103 F.3d 1554, 1563, 41 
U.S.P.Q.2D (BNA) 1225, 1232 (Fed. Cir. 1997). "When 
evaluating a motion for summary judgment, the court 
views the record evidence through the prism of the 
evidentiary standard of proof that would pertain at a trial 
on the merits." Eli Lilly & Co. v. Barr Labs., Inc., 222 
F.3d 973, 2000 U.S. App. LEXIS 19021, Nos. 99-1262, 
99-1303, 99-1263, 99-1264, 2000 WL 1114915, at *4 
(Fed. Cir. Aug. 9, 2000) 1*26] (citing Anderson v. 
Liberty Lobby, Inc., 477 U.S. 242, 252-53, 91 L. Ed 2d 
202, 106 S. Ct 2505 (1986)). 

The pictures of prior art upon which Karsten relies, 
however, do not convincingly demonstrate that the '021 
Patent is invalid. Karsten trods out and relies on 
photocopies of two clubs -- Shear-Line and Pro/Tour 
Spectrum ("Spectrum") irons. Nowhere in its motion for 
summary judgment on its invalidity defense, however, 
does Karsten explain the specifications of these clubs. Of 
particular importance for both Claim 7 and Claim 14 is 
the "ramping" or "arching" character of reinforcing 
elements in the rear cavity of the clubs. Karsten, 
however, does not provide (other than by visual 
inspection of the photocopies) any means for 
determining whether the reinforcing elements (assuming 
the Shear-Line and Spectrum elements do reinforce die 
club face) increase in height relative to the cavity bottom 
wall as the element moves from the approximate center 
to the perimeter wall. Karsten's motion for summary 
judgment on its defense of invalidity is therefore denied. 

Part O - U.S. Patent No. 5,301,941 

The primary focus regarding the '941 patent are 
several limitations found in Claim 12. Those three 
limitations [*27] are discussed below and their 
construction and application to the golf clubs at issue 
resolve Karsten's motion for summary judgment. 
Although Claim 15 does not depend on Claim 12, it has 
the second and third limitations discussed below related 
to Claim 12. Since the absence of a single element from 
the Ping TiSI club disposes of Karsten's motion, the 
Court does not construe or rely upon each and every 
element raised and discussed in the parties' brief See, 
e.g., Wolverine World Wide, Inc. v. Nike, Inc., 38 F.3d 
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1192, 1199 (Fed. Or. 1994) (the absence of a single 
claim limitation is dispositive on the question of non- 
infringement). For simplicity's sake, the Court refers to 
these limitations as "Claim 12" limitations. 

Contrary to Karsten's argument, the golf clubs 
described in Claim 12 require only one wall. Claim 12 
first requires that the golf clubs have "a high impact 
forward wall ... having a ball impacting face wall with a 
plurality of generally parallel grooves." Col. 11, lines 14- 
18 (emphasis added). The context of this claim 
specifically and of the patent as a whole suggests that the 
"high impact forward wall" simply has a face, not a "face 
wall," with [*28] many, roughly-parallel grooves on that 
face. The phrase "face wall" is not used in these other 
claims as a shorthand for the composite plastic covering 
wall. Instead, in these other claims, "face wall" 
generically refers to the ball striking surface, regardless 
of whether it is metal or plastic. n7 



n7 Another way of looking at it is that the 
word "wall" is used to mean two different things. 
First for example, by wall it means an entire 
structure that divides two rooms. Second, by wall 
it means the surface of that structure viewed from 
inside either of these rooms. In any case, it could 
not require two of the first types of walls. 

Read any other way, the claim would require 
a "wall ... having a ...wall." this construction 
does not make sense and will not be adopted, see 
Baxter Int'l Inc. v. Mcgaw, Inc., 1996 U.S. Dist. 
LEXIS 1527, No. 95 C 2723, 1996 WL 66139, *7 
(N.D. 111. Feb. 12, 1996) (rejecting claim 
construction that made "no sense"), despite 
Karsten's reliance on the examiner's reasons for 
allowance in support of its argument that this 
language requires two walls. The examiner's 
reasons, which purport to relate to Claims 1-14 
and mention two separate walls, only state that 
these claims were allowed over the prior art "in 
part" because of the two-wall system. The two- 
wall system does not purport, by the examiner's 
own words, to be the only reason for allowance. 

[*29] 

Comparing Claims 1 and 12 also illustrates that the 
latter claim only requires one wall. By contrast to claim 
12, Claim 1 requires two distinct walls - one metal and 
one plastic wall - so that the thickness of the metal wall 
can be reduced without it caving in when the golfer, 
swinging the club head upwards of 100 mph, hits the golf 
ball. In a Claim 1 golf club, a face-reinforcing matrix juts 
forward from the forward wall and second plastic wall 



provides a smooth covering surface to the matrix of 
supporting bars. Unlike Claim 1 and other claims in the 
'941 patent that describe in detail two "walls," see, e.g., 
Col. 9, lines 21-25, Claim 12 never mentions a separately 
molded, plastic covering wall. Claim 12 also does not 
require a reinforcing matrix of bars jutting out from the 
forward wall. Instead, as noted in more detail below, it 
simply requires a forward wall with "substantially 
uniform thickness." Col. 11, lines 20-21. In short, Claim 
12 requires one, not two walls. 

The second claim limitation upon which the parties 
focus is that the forward wall must have a "substantially 
uniform thickness inside the perimeter wall." 
Interpretation of this claim phrase turns on the meaning 
[*30] of the modifying term "substantially." The term 
"substantially" does not mean "essentially" or "exactly" 
but is a relative term which the Court interprets in 
context. See, e.g., John Blue Co. v. Dempster Mill Mfg., 
Co., 172 F. Supp. 23, 27 (D. Neb. 1958). In the context 
of machine-tooled metal, "where tolerances are measured 
in by a micrometer, "'substantially uniform thickness' ... 
would call for differentials of no more than perhaps 
0.001 [inches]. But in dealing with (say) the topography 
of mountain ranges, 'substantially uniform' height ... 
could permit differences of hundreds of feet or more." 
O'Hara Mfg. Ltd. v. Eli Lilly, 1986 U.S. Dist. LEXIS 
22546, at *40 a8, No. 85 C 3979 (N.D. 111. July 18, 
1986). In the production of ice cream, by further 
contrast, a claim term requiring production temperatures 
"substantially" in a certain range is still satisfied by 
temperatures falling a degree or two outside of that 
range. See Dippin' Dots v. Mosey, 1997 U.S. Dist. 
LEXIS 20896, at * 13-14, No. 3:96-CV-1969-X (N.D. 
Tex. Mar. 31, 1997). Implicit in these contrasting 
examples is the principle that the function of the thing at 
issue [*31] is an important consideration in defining this 
term. See John Blue Co., 172 F. Supp. at 27. Thus, "a 
thing is substantially the same as another if it performs 
the substantially the same function in substantially the 
same way to obtain the same result" Id. 

The context of the term "substantially" in this case is 
investment cast metal. It is undisputed on the summary 
judgment record, that the standard tolerance for 
investment casting is +/-0.005 inches or +/-0.5%. n8 
Also instructive (present in Claim 12 but absent from 
Claim 15) is the phrase immediately following the claim 
phrase "substantially uniform thickness." In Claim 12, 
the subsequent phrase explains that the purpose of the 
uniform wall is to "reduce club head weight" Col. 11, 
lines 21-2. Reduced club head weight allows larger a 
club face and increases the radius of gyration, which are 
both focuses of the '941 Patent This purpose supports 
the conclusion that substantially uniform in this context 
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allows thickness deviations at or near the standard 
commercial tolerance. 



n8 Vardon points out that the wall of 
"substantially uniform thickness" also has "a 
plurality of generally parallel grooves." The 
Court reads these two terms to co-exist in 
Vardon's claims and thus interprets substantial 
uniformity without regard to the groove depth 

[*32] 

Although this construction of "substantially uniform 
thickness" excludes some of the preferred embodiments 
from claims that contain this limitation, it does not 
exclude these embodiments from every claim in the '941 
patent In fact, the claims that specifically discuss the 
reinforcing matrix covered by a plastic face wall do not 
contain the "substantially uniform thickness" limitation. 
See, e.g., Claim 1, Col. 9, lines 12-25. Thus, despite 
some of the drawings, exceptionally wide variances in 
wall thickness cannot be encompassed within this 
limitation. Such an interpretation would impermissibly 
allow a drawing to contradict the plain language of the 
claim and render the phrase nonsensical. See, e.g., 
Raleigh v. Tandy Corp., 1997 U.S. Dist. LEXIS 22130, 
*20, No C-95-2332-MHP (N.D. Cal. Jan. 9, 1997) ("the 
specification may help define the terms of the claims, but 
the claim language is not to be contradicted by the 
drawings or the description of the preferred 
embodiments"). 

Comparison of the Ping TiSI Club to Claim 12 of 
the '941 Patent 

Karsten does not contest the fact that each of the 
clubs in question has "a ball impacting face wall with a 
plurality [*33] of generally parallel grooves." Instead, it 
argues that Claim 12 requires two walls. Since, as noted 
above, the first limitation in Claim 12 does not require 
two separate walls, this aspect of Claim 12 is satisfied. 

The Ping TiSI club, however, does not literally 
infringe the second (substantially-uniform-thickness) 
limitation for the ball-striking wall. The Ping TiSI club 
varies in thickness between 0.1087 inches and 0.0932 
inches - the latter thickness being slightly more than 
94% the thickness of the former. This variation does not 
meet the literal requirement of substantial uniformity. 
Since this limitation is completely absent, there can be 
no literal infringement, see, e.g, Bayer AG v. Elan 
Pharmaceutical Research Corp., 212 F.3d 1241, 2000 
WL 572705, *5 (Fed. Cir. 2000). and there can also be 
no infringement under the doctrine of equivalents, see, 
e.g., Laitiam Corp., 939 F.2d at 1535. Because the Court 
concludes that this aspect of Claims 12 and 15 is 



completely absent from the Ping TiSI golf clubs, the 
other claim phrases addressed by the parties are not 
decided here. Karsten's motion for summary judgment on 
claims 12 and 15 is granted. [*34] 

Conclusion 

For the foregoing reasons, with respect to the '021 
Patent, the Court: 

GRANTS Karsten's motion for summary judgment on 
Claim 3 for non-infringement with respect to both literal 
infringement and infringement under the doctrine of 
equivalents; 

GRANTS Karsten's motion for summary judgment on 
Claim 4 and Claim 5 for non-infringement with respect 
to both literal infringement and infringement under the 
doctrine of equivalents; 

GRANTS Karsten's motion for summary judgment on 
Claim 7 for non-infringement with respect to literal 
infringement; but DENIES Karsten's motion for . 
summary judgment on Claim 7 with respect to 
infringement under the doctrine of equivalents; 

GRANTS Karsten's motion for summary judgment on 
Claim 8 for non-infringement with respect to literal 
infringement; but DENIES Karsten's motion for 
summary judgment on Claim 8 with respect to 
infringement under the doctrine of equivalents; 

GRANTS Karsten's motion for summary judgment on 
Claim 12 for non-infringement with respect to both 
literal infringement and infringement under the doctrine 
of equivalents; 

DENIES Karsten's motion for summary judgment on 
Claim 14 and Claim 15 for [*35] non-infringement with 
respect to both literal infringement and infringement 
under the doctrine of equivalents. 

DENIES Karsten's motion for summary judgment with 
respect to its invalidity defense on the '021 Patent 

With respect to the '941 Patent, the Court GRANTS 
Karsten's motion for summary judgment on Claims 12 
and 15 with respect to both literal infringement and 
infringement under the doctrine of equivalents. 

Enter: 

David H. Coar 

United States District Judge 

Dated: SEP -7 2000 
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3 through 5 infringement/infringements under doctrine of 
equivalents granted; both Golfsmith's motion and 
Vardon's cross-motion for Jetstream clubs on Claim 7 
regarding literal infhngement/infringements under 
doctrine of equivalents denied; Golfsmith's motion for 
Penick clubs on Claim 7 granted; Golfsmith f s motion and 
Vardon's cross-motion for Penick clubs on Claim 7 
regarding doctrine of equivalents denied; Golfsmith's 
motion with respect to Penick and Jetstream clubs on 
Claims 9, 11, 12, and 14 regarding literal 
infringement/infringement under doctrine of equivalents 
granted. With respect to '941 Patent, Golfsmith's motion 
for summary judgment with regard to literal infringement 
of Claims 12 through 18 granted All motions for 
summary judgment with regard to doctrine of equivalents 
denied as are Vardon's cross-motions for summary 
judgment. 

CASE SUMMARY 

PROCEDURAL POSTURE: Plaintiff and named 
defendant cross-moved for summary judgment in action 
alleging named defendant's and others' violation of 
plaintiffs two golf-club patents. 

OVERVIEW: Plaintiff claimed named defendant and 
others infringed its golf-club patents for both irons and 
woods of the perimeter-weighted type. With respect to 
the irons patent, plaintiff claimed two of defendant's golf 
clubs literally infringed claims 3 and 7, and infringed 
claims 4, 5, 9, 11, and 14 under the doctrine of 



equivalents. The court determined defendant was entitled 
to summary judgment on claims 3, 4, 5, 14, 9, 11, and 
12, because defendant's clubs did not: use the three- 
element structure disclosed in the patent specification or 
an equivalent structure, have a "plurality" of face wall 
reinforcing elements, have a honeycomb structure in the 
rear cavity of the club head, increase in thickness in all 
directions, or have cross reinforcing bars. Defendant was 
entitled to summary judgment with respect to literal 
infringement of one club because the club did not have a 
perimeter wall that completely surrounded the club face; 
however, the court left to the jury the issue of whether 
the perimeter wall of the club was equivalent to the 
perimeter wall described in Claim 7 and did not address 
the perimeter-wall requirement of Claim 7 with respect 
to the second club. 

OUTCOME: Summary judgment denied to plaintiff and 
granted to defendant regarding woods patent 
infringement claims. Regarding irons patent 
infringement claims: summary judgment granted to 
defendant on claims 3-5, 9, 11, 12, 14, and on claim 7 
with respect to literal infringement on one club; denied to 
plaintiff and defendant on claim 7 with regard to doctrine 
of equivalents on the same club; and denied to both 
parties on the other club. 
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OPINIONBY: 

David H. Coar 

OPINION: 

MEMORANDUM OPINION AND ORDER 

Plaintiff, the Vardon Golf Company, has sued 
Golfsmith International [*3] and a host of other golf 
club manufacturers and retailers alleging that they 
infringed on the inventions protected by U.S. Patent No. 
5,401,021 called "Set of Golf Clubs With Enlarged 
Faces" ("the '021 Patent") and U.S. Patent No. 5,301,941 
called "Golf Club With Increased Radius of Gyration and 
Face Reinforcement" ("the '941 Patent"). Before this 
Court are Golfsmith's motions for summary judgment 
and Vardon's cross-motions for summary judgment 

Background 

Vardon owns the rights to two golf-club patents at 
issue in this case. The '021 Patent concerns "irons" and 
the '941 concerns "woods." The golf clubs covered by 



these inventions are of the "cavity back" or "perimeter 
weighted" style, where the weight of the golf club is not 
directly behind the place where the golfer ideally wants 
to hit the ball (a.k.a "the sweet spot"), but instead, the 
weight is distributed on the perimeter of the club. 
Golfsmith manufactures and sells both irons and woods 
of the perimeter-weighted type. Vardon claims that some 
of Golfsmith's clubs infringe on the '021 and '941 
Patents. Golfsmith has moved for summary judgment 
and in response, Vardon has cross-moved for summary 
judgment. 

On these cross-motions [*4] for summaiy judgment, 
several of the '021 patent claims are at issue. Apparently 
unaware of the exact parameters of Vardon's 
infringement claim, Golfsmith addressed each claim in 
the '021 patent. In response and in its own request for 
summary judgment, Vardon claimed that only two golf 
clubs, the Penick and Jetstream clubs, literally infringed 
only Claims 3 and 7. Additionally. Vardon maintains that 
these clubs also infringe Claims 4, 5, 9, 11, 12, and 14 
under the doctrine of equivalents. Each of these claims is 
discussed below. 

Golfsmith's also assumed that Vardon was pursuing 
infringement claims against many of its clubs and on 
nearly all the claims contained in the '941 Patent. In its 
response/cross motion, Vardon conceded that with 
respect to the clubs discussed in Golfsmith's motion, it 
was not seeking judgment for infringement on claims 1 
through 11 of the '941 Patent, Further, Vardon has not 
addressed the applicability of any other clubs sold or 
manufactured by Golfsmith in its cross motion. 
Therefore, this Court's opinion only addresses Claims 12 
through 18 as they apply to the clubs that Golfsmith has 
addressed in its motion. 

Discussion 

The United States Constitution [*5] empowers 
Congress to "promote the Progress of Science and useful 
Arts, by securing for limited Times to Authors and 
Inventors the exclusive Right to their respective Writings 
and Discoveries," U.S. Const. Art. I, § 8, cl. 8. Under 
the current state of patent law, "whoever without 
authority makes, uses, offers to sell, or sells any patented 
invention, within the United States or imports into the 
United States any patented invention during the term of 
the patent therefor, infringes the patent" 35 U.S.C. § 
271(a) (1999). Claims for infringement take two forms - 
both of which have been charged here - literal 
infringement or infringement under the doctrine of 
equivalents. See, e.g., Graver Tank & Mfg. Co. v. Linde 
Air Products Co., 339 U.S. 605, 606, 94 L. Ed. 1097, 70 
S. Ct. 854 and 612 (1950). Absent a genuine issue of 
material fact, the Court will grant summary judgment in 
favor of an alleged infringer in the context of literal 
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infringement if no reasonable jury could determine that 
the accused device meets every limitation of the properly 
construed claims, see, e.g., Gentry Gallery. Inc. v. 
Berkline Corp., 134 F.3d 1473, 1476 (Fed. Cir. 1998), 
[*6] and in the context of the doctrine of equivalents if 
no reasonable jury could determine that a claim 
limitation is met in the accused device by an equivalent. 
See Warner- Jenkinson Co. v. Hilton Davis Chem. Co., 
520 US. 17, 39 il8, 137 L. Ed 2d 146, 117 S. Ct. 1040 
(1997). 

To resolve Vardon's infringement claims, this Court 
first must determine what it is that his patent pertains to 
(i.e., claim construction) and then must compare the 
patent to the allegedly infringing golf clubs. See, e.g., 
Rodime PLC v. Seagate Technology, Inc., 174 F.3d 
1294, 1301-02 (Fed. Cir. 1999). Claim construction is 
purely a matter of law for the Court. See Markman v. 
Westview Instruments, Inc., 517 U.S. 370, 389, 134 L. 
Ed. 2d 577, 1 16 S. Ct 1384 (1996); see also Vardon Golf 
Co. v. Supreme Golf Sales, Inc., 1990 U.S! Dist. LEXIS 
8996, No 89 C 2654, 1990 WL 114498 (N.D. 111. July 20, 
1990). To construe the claims at issue, the Court looks to 
intrinsic evidence in the record, including the claim 
language, the specification language, drawings, and the 
prosecution history. See, e.g., Vitronics Corp. v. 
Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed.Cir. 1996). 
[*7] Once construed, the Court compares the claim to 
the allegedly infringing device. The infringement 
inquiry, while not a question of law, can be resolved on 
summary judgment in appropriate cases, See Fed. R. Civ. 
P. 56(e). 

Part I - U.S. Patent No. 5,401,021 
Construction of Claim 3 

The "claim phrase" or "limitation" upon which both 
Vardon and Golfsmith focus with respect to Claim 3 
reads as follows: 

means for enlarging the ball striking face to the above 
value without increasing head weight including a ball 
striking reinforcing network in the rear cavity of the club 
head defined by the perimeter wall. 

Col. 9, lines 60-64. A claim phrase that uses the word 
"means," presumptively invokes the sixth paragraph of 
35 U.S.C. § 112 ("Paragraph Six"), see Rodime PLC v. 
Seagate Technology, Inc., 174 F.3d 1294, 1302 (Fed. 
Cir. 1999), which guides claim interpretation. See 35 
U.S.C. § 112, P 6. Paragraph Six provides that "an 
element in a claim or a combination may be expressed as 
a means or step for performing a specified function 
without the recital of structure, material or acts in 
support [*8] thereof, and such claim shall be construed 
to cover the corresponding structure, material, or acts 



described in the specification and equivalents thereof." 
Id. (emphasis added). Two things will take a claim out of 
the plain language of Paragraph Six: first, failure to 
recite a function that corresponds with the means stated; 
and second, recitation of sufficient structure, material, or 
acts to perform the function. As some courts say, in those 
instances the presumptive applicability of Paragraph Six 
is overcome. See, e.g., Rodine, 174 F.3dat 1302. 

Paragraph Six applies in this case because neither of 
the conditions mentioned above is present. The language 
of Claim 3 at issue here ties a function ("enlarging the 
ball striking face to [6 in.<2> for the six iron]") to the 
word means. Consequently, the presumptive applicability 
of Paragraph Six is not overcome on this basis, The 
claim phrase also recites a structure ("a ball striking 
reinforcing network in the rear cavity of the club head 
defined by the perimeter wall"), but this structure is 
described in extremely generic terms. There is nothing 
"definite" about the structure described simply as a 
"reinforcing [*9] network," and Vardon has not 
demonstrated that the phrase has any commonly- 
understood meaning in the golf-club industry. See Mas- 
Hamilton Group v. LaGard, Inc., 156 F.3d 1206, 1213- 
14 (Fed. Cir. 1998) (analyzing a claim under Paragraph 
Six because the structural phrase "lever moving element" 
did not have a generally understood structural meaning 
in the relevant art). Thus, Claim 3 is properly construed 
under Paragraph Six. 

Since Paragraph Six applies, Claim 3 covers "the 
corresponding structure ... described in the specification 
and equivalents thereof." 35 U.S.C. § 1 12, P 6. The only 
description of a "reinforcing network" in the entire 
specification is a "three-element-perimeter weighting" 
system. See Col. 5, lines 58-59. These three elements are 
"[1] the horizontal concave bar in the rear cavity, [2]. a 
generally vertical bar also concave intersecting the 
horizontal bar, and [3] a unit cellular configuration that 
has a concave configuration similar to that of the cross 
bars ... [that have] their minimum depth at the geometric 
center and [their] maximum depth around the perimeter 
of the club head," Col. 5, lines 54-62. Additionally, 
[*10] the same three elements are described in the 
preferred embodiment as the means for, among other 
things, increasing the area of the club face. See Col. 7, 
lines 54-61. Thus, Claim 3 requires this three-element 
"reinforcing network" or its equivalents. 

Comparison of Claim 3 to the Penick and 
Jetstream Clubs 

Golfsmith is entitled to summary judgment with 
respect to Claim 3 because the Penick clubs do not use 
the three-element structure disclosed in the '021 
specification or an equivalent structure. To literally 
infringe on the means-plus-function claims of Vardon's 
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patent, Golfsmith's clubs must have an "equivalent" 
structure and perform the identical function - both the 
structure and the function equivalents are required See 
Mas-Hamilton Group, 156 F.3d at 1212. Golfsmith does 
not argue that its clubs do not perform an identical 
function (i.e., club face enlargement). Nevertheless, it is 
still entitled to summaiy judgment because neither iron 
has an equivalent structure. Id 

The Penick and Jetstream clubs do not have three- 
element structures. The only element in the cavity of the 
Penick clubs is an upside down nl v-shaped mass 
running most of the length [*11] of the perimeter wall 
on the sole of the club and a trapeziodal mass along the 
sole part of the perimeter wall in the Jetstream club. 
Since these masses do not go through the geometric 
center of the club face completely across the cavity of 
the club, it is difficult to characterize them as either 
"horizontal" or "vertical" bars. There are, however, no 
other elements intersecting them and there is no unit 
cellular structure reinforcing the faces. The single 
element in the cavity of both the Penick and Jetstream 
clubs, even assuming that they structurally support the 
club face are not structurally equivalent to the three- 
element reinforcing network described in Claim 3. For 
this reason, Golfsmith is entitled to summary judgment 
on Claim 3 with respect to both literal infringement and 
infringement under the doctrine of equivalents. Laitram 
Corp. v. Rexnord, Inc., 939 F.2d 1533, 1535 (Fed Cir. 
1991) (where one claim element is completely missing, 
there is no literal infringement or infringement under the 
doctrine of equivalents). 



nl All non-relative directional references 
with respect to the golf clubs assume that the club 
is resting as it would when a right-handed golfer 
initially addresses the ball. For those unfamiliar 
with the mechanics of golf clubs, with golf club 
in this position, the "hosel" (the portion of the 
club that connects the shaft to the club head) 
points towards the golfer's chin, the "toe" of the 
club is the portion furthest from the golfer's feet 
and the "heel" is closest to the golfers feet, and 
the "sole" rests flat on the ground. 

[*12] 

Construction of Claim 7 

The limitations upon which both Vardon and 
Golfsmith focus with respect to Claim 7 read as follows: 

[a] means to reinforce the face wall and enlarge the 
effective hitting area of the golf club 



Col. 10, lines 54-56. As noted above, the use of the word 
"means" presumptively invokes Paragraph Six and the 
means-plus-function interpretive analysis. In this claim, 
as in Claim 3, the language of the claim ties a function 
("to reinforce the face wall and enlarge the effective 
hitting area of the golf club") to the word means. 
Consequently, the presumption of applying Paragraph 
Six is not overcome on this basis. The claim phrase also 
recites a structure, which unlike Claim 3 is very specific. 
The structure is described as: 

[1] an integral perimeter wall extending rearwardly from 
and surrounding the face wall defining a cavity in the 
rear of the head, and 

[2] a progressive face wall reinforcing element in the 
cavity extending from the approximate center of the rear 
of the face wall outwardly in the cavity to the perimeter 
wall, said element being integral with both the face wall 
and the perimeter wall, said reinforcing [*13] element 
incrementally increasing in height from the approximate 
center of the rear of the face wall to the perimeter wall, 

[3] whereby the club face is supported by at least one 
structural arch. n2 

Col. 10, lines 56-68 (emphasis added). This structure is 
sufficiently detailed to take interpretation outside of the 
language of Paragraph Six. See, e.g., Cole v. Kimberly 
Clark Corp., 102 F.3d 524, 527 (Fed. Cir. 1997). Since 
the structure described is sufficiently detailed, it is not 
necessary to also link the means to a structure described 
in the patent specification or its equivalents. Id. Claim 
construction here focuses on the language itself. 

n2 As described below, the second and third 
elements are actually the same. This 
memorandum opinion refers to them separately to 
parallel the arguments as presented by the parties. 



Properly construed, Claim 7 requires a wall 
extending back from and surrounding the perimeter of 
the club face. Two dictionary definitions are instructive. 
[*14] The word "surround" has been defined as follows: 
"1. To inclose on all sides; to encompass; to environ. 2. 
To lie or be on all sides of; to encircle; as, a wall 
surrounds the city." Webster's Revised Unabridged 
Dictionary (cited from: www.dictionary.com/cgi- 
bin/dict.pl?term=surround) (visited May 31, 2000). 
Similarly, another dictionary defines the verb surround 
as follows: "1. To extend on all sides of simultaneously; 
encircle. 2. To enclose or confine on all sides so as to bar 
escape or outside communicatioa" American Heritage 



2000 U.S. DisL LEXIS 14259, * 



Page 21 



Dictionary of the English Language (3d Ed 1996). Both 
of these definitions suggest that surround is an all-or- 
nothing proposition While the phrase "completely 
surround" has been used without being self-consciously 
redundant, see, e.g., In re Ogiue, 517 F.2d 1382, 1389 
(C.C.P.A. 1975) and the term "partially surround" has 
been used without being self-consciously oxymoronic, 
see, e.g., In re Erickson, 53 CCP.A. 706, 351 F.2d 661, 
663 (CCP.A. 1965), the unmodified word "surround" or 
"surrounding" suggests that the wall must completely 
encircle the perimeter of the club face. This construction 
is also buttressed by language [*15] elsewhere in the 
*021 Patent See Col, 7, lines 19-21 (describing a 
perimeter wall that extends "completely there-around 
[the club face])." Properly construed, Claim 7 requires a 
wall that goes completely around the rear cavity of the 
club head. 

Claim 7 also describes both "a progressive face wall 
reinforcing element" and "at least one structural arch." 
Col. 10, lines 59-60, 67-8 (emphasis supplied). Whereas 
Claim 7 describes only a singular progressive face wall 
element, it seems also to require "at least one" structural 
arch. Although this number disagreement suggests two 
separate claim limitations, more than one arch could 
combine to make a single "element." Additionally, the 
reinforcing element and structural arch requirements are 
tied not by a conjunction, but by the word "whereby." 
This also suggests that the progressive face wall element 
is further described as - not in addition to - a structural 
arch or set of arches. See Texas Instruments, Inc. v. U.S. 
ITC, 988 F.2d 1165, 1171-72 (Fed. Cir. 1993) ("the 
Commission correctly determined that the 'whereby ...' 
clauses do not contain any limitations not inherent to the 
process found in [the] [*16] claims"). The description 
of the progressive face wall element confirms this 
reading. That element, which is integral with the face 
wall and the perimeter wall, is at its minimum height 
near the geometric center of the club and increases in 
height as it nears the perimeter wall, describes an arch or 
group of arches. 

Although the element height must increase as it 
moves away form the geometric center and towards the 
perimeter wall, the rate of increase is not dictated in the 
claim Thus the arch could be, for example, curved or 
flat. See, e.g., The American Heritage Dictionary 124, 
(2d Ed. 1982). Further, nothing in the language of Claim 
7 requires the structural arch to span the entire cavity in 
the rear of the club. On the contrary, the claim language 
describes an arch or arches that are shortest at or near the 
geometric center of the club and increase in height as the 
arch moves towards the perimeter wall. 

Comparison of Claim 7 to the Penick and 
Jetstream Clubs 



Both the Penick and Jetstream clubs have an element 
in the rear cavity of the club. The two elements resemble 
ramps, the surface of which are shaped roughly like a 
triangle and a trapazoid respectively. According [* 17] to 
the affidavit provided by Vardon, these ramp elements 
reinforce the club face. Although Golfsmith says that it 
disputes this, it has not pointed to any evidence to create 
a genuine issue of fact. Consequently, the ramps' 
reinforcing qualities are established as a matter of law, 

As noted above, to infringe on Claim 7, these ramps 
must increase incrementally in height as they move from 
a point near the geometric center of the club towards the 
perimeter wall. From the approximate geometric center 
of the club to all points where the element is integral 
with the perimeter wall, the ramp increases in thickness 
incrementally, albeit not uniformly in all directions. But 
omni -directional uniform increases are not required by 
Claim 7. Thus, this aspect of Claim 7 is satisfied literally 
in the Penick and Jetstream clubs. 

It is undisputed that the Penick clubs do not have a 
perimeter wall that completely surrounds the club face. 
Consequently, the Penick clubs do not literally infringe 
on Claim 7. See, e.g., Laitram Corp. 939 F.2d at 1535. 
Golfsmith's motion for summary judgment in this regard 
is therefore granted and Vardon f s cross-motion is denied. 
Id. Since this limitation [*18] is not literally satisfied in 
the Penick clubs, Golfsmith is entitled to summary 
judgment. 

With respect to this claim element under the doctrine 
of equivalents, the Court cannot say as a matter of law 
whether the perimeter wall of the Penick clubs is 
equivalent to the perimeter wall described in Claim 7. n3 
This is a matter to be determined by the jury. See 
Warner-Jenkinson Co. v. Hilton Davis Chem Co., 520 
U.S. 17, 38-39, 137 L. Ed. 2d 146, 117 S. Ct. 1040 
(1997). 



n3 Neither Golfsmith nor Vardon discuss the 
perimeter-wail requirement of Claim 7 with 
respect to the Jetstream clubs. The Court, 
therefore, expresses no opinion as to whether this 
claim phrase is or is not satisfied. For this reason, 
both Golfsmith's motion and Vardon's cross- 
motion are denied with respect to the Jetstream 
irons' infringement of Claim 7. 



Finally, the Court declines Golfsmith's invitation to 
apply the doctrine of prosecution history estoppel to 
preclude application of the doctrine of equivalents in this 
particular [*19] instance. That issue is not properly 
before this Court since Golfsmith waited until its reply 
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brief to raise the issue. See, e.g., Marie O. v. Edgar, 131 
F.3d 610, 614 n. 7 (7th Cir.1997); Acuff v. IBP, Inc., 77 
F. Supp. 2d 914, 922 (CD. 111. 1999). Application of 
estoppel would be particularly inappropriate here since 
the doctrine is presumed to apply unless Vardon shows a 
valid reason for amending the language and precluding 
estoppel. Warner-Jenkinson, 520 U.S. at 33-34. Vardon, 
however, has not had an opportunity to rebut the 
presumptive application of estoppel because it did not 
know that the issue would be raised when it filed its 
response brief. 

Construction of Claims 4, 5, and 14 and 
Comparison to Golfsmith's Clubs 

Golfsmith is entitled to summary judgment on 
Claims 4, 5, and 14. Each of these claims requires a 
"plurality of [face wall] n4 reinforcing elements." These 
claims require that more than one element reinforce the 
face wall. As Golfsmith has shown, neither the Penick 
nor the Jetstream clubs have a "plurality" of elements. 
Each has but a single element. Since this element is 
completely lacking, Golfsmith is [*20] entitled to 
summary judgment on these claims for both literal 
infringement and infringement under the doctrine of 
equivalents. See Becton Dickinson & Co. v. C.R. Bard, 
Inc., 922 F.2d 792, 798 (Fed. Cir. 1990). 



n4 Claim 14 expressly includes the modifier 
"face wall," which is implied in Claims 4 and 5. 



Construction of Claim 9 and Comparison to 
Golfsmith's Clubs 

Golfsmith is also entitled to summary judgment on 
Claim 9. Claim 9 requires a "unit cellular structure," 
which is described and shown as a "honeycomb" layout. 
Neither the Penick nor the Jetstream clubs have anything 
remotely resembling a honeycomb structure in the rear 
cavity of the club head. Since this element is completely 
lacking, Golfsmith is entitled to summary judgment on 
this claim for both literal infringement and infringement 
under the doctrine of equivalents. See Becton Dickenson, 
922 F.2dat798. 

Construction of Claim 11 and Comparison to 
Golfsmith's Clubs 

Golfsmith is also entitled to summary [*21] 
judgment on Claim 11. Claim 11 requires a face wall of 
"gradually increasing thickness in all directions from the 
center to the perimeter of the club," Neither the Penick 
nor the Jetstream clubs have face walls that increase in 
thickness in all directions. Since this element is 
completely lacking, Golfsmith is entitled to summary 



judgment on this claim for both literal infringement and 
infringement under the doctrine of equivalents. See 
Becton Dickenson, 922 F.2d at 798. 

Construction of Claim 12 and Comparison to 
Golfsmith's Clubs 

Golfsmith is also entitled to summary judgment on 
Claim 1 2. Claim 1 2 requires a "pair of crossed 
reinforcing bars" in the rear cavity of the club head. 
Neither the Penick nor the Jetstream clubs have crossed 
reinforcing bars, As noted above, these clubs have only 
one reinforcing element. Since this element is completely 
lacking, Golfsmith is entitled to summary judgment on 
this claim for both literal infringement and infringement 
under the doctrine of equivalents. See Becton Dickenson, 
922 F.2dat 798. 

Part H - U.S. Patent No. 5,301,941 

The primary focus regarding the '941 patent are 
three limitations found [*22] in Claim 12. Those three 
limitations are discussal below and their construction 
and application to the golf clubs at issue resolve the cross 
motions for summary judgment Since Claims 13 and 14 
depend on Claim 12, if Golfsmith's clubs do not infringe 
claim 12 then they also do not infringe on the dependent 
claims. Wolverine World Wide, Inc. v. Nike, Inc., 38 
F.3d 1192, 1199 (Fed. Cir. 1994). Also, although Claim 
15 does not depend on Claim 12, it has the second and 
third limitations discussed below related to Claim 12, 
and, according to Golfsmith impliedly contains the first 
of Claim 12's three limitations addressed by Golfsmith. 
Claims 16 and 17 depend on claim 15 and thus have the 
same limitations. Since Golfsmith does not address any 
of the unique limitations under any of these dependent 
claims or claims containing similar limitations, the Court 
addresses all of these claims together. For simplicity's 
sake, the Court refers to these limitations as "Claim 12" 
limitations. 

Construction of Claim 12 

Claim 12 has three limitations on which the parties 
focus. The Court addresses each of these claim phrases 
in turn. First, claim 12 requires that the golf club 
inventions [*23] have "a high impact forward wall ... 
having a ball impacting face wall with a plurality of 
generally parallel grooves." Col. 1 1, lines 14-18 
(emphasis added). The context of this claim specifically 
and of the patent as a whole suggests that the "high 
impact forward wall" simply has a face, not a "face 
wall," with many, roughly-parallel grooves on that face. 
n5 The phrase "face wall" is not used in these other 
claims as a shorthand for the composite plastic covering 
wall. Instead, in these other claims, "face wall" 
generically refers to the ball striking surface, regardless 
of whether it is metal or plastic. 
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n5 Literally read, the claim would require a 
wall that has a wall. This construction does not 
make sense and thus will not be adopted, see 
Baxter Int f l Inc. v. Mcgaw, Inc., 1996 U.S. Dist. 
LEXIS 1527, No. 95 C 2723, 1996 WL 66139, *7 
(N.D. 111. Feb. 12, 1996) (rejecting claim 
construction that made "no sense"), despite 
Golfsmith's reliance on the examiner's reasons for 
allowance in support of its argument that this 
language requires two walls. The examiner's 
reasons, which purport to relate to Claims 1-14 
and mention two separate walls, only state that 
these claims were allowed over the prior art "in 
part" because of the two-wall system. The two- 
wall system does not purport, by the examiner's 
own words, to be the only reason for allowance. 

[*24] 

Comparing Claims 1 and 12 also illustrates that the 
latter claim only requires one wall. By contrast to claim 
12, Claim 1 requires two distinct walls - one metal and 
one plastic wall - so that the thickness of the metal wall 
can be reduced without it caving in when the golfer, 
swinging the club head upwards of 100 mph, hits the golf 
ball. In a Claim 1 golf club, a face-reinforcing matrix juts 
forward from the forward wall and second plastic wall 
provides a smooth covering surface to the matrix of 
supporting bars. Unlike Claim 1 and other claims in the 
'941 patent that describe in detail two "walls," see, e.g., 
Col. 9, lines 21-25, Claim 12 never mentions a separately 
molded, plastic covering wall. Claim 12 also does not 
require a reinforcing matrix of bars jutting out from the 
forward wall. Instead, as noted in more detail below, it 
simply requires a forward wall with "substantially 
uniform thickness," Col. 11, lines 20-21. In short, Claim 
12 requires one, not two walls. 

The second claim limitation upon which the parties 
focus is that the forward wall must have a "substantially 
uniform thickness inside the perimeter wall," This 
forward wall must be about the same thickness 
throughout [*25] the face. Although the literal 
construction of "substantially uniform thickness" 
excludes some of the preferred embodiments from claims 
that contain this limitation, it does not exclude these 
embodiments from every claim in the '941 patent. In fact, 
the claims that specifically discuss the reinforcing matrix 
covered by a plastic face wall do not contain the 
"substantially uniform thickness" limitation. See, e.g., 
Claim 1, Col. 9, lines 12-25. Exceptionally wide 
variances in wall thickness cannot be encompassed 
within this limitation. Such an interpretation would 
impermissibly allow a drawing to contradict the plain 



language of the claim and render the phrase nonsensical, 
See, e.g., Raleigh v. Tandy Corp., 1997 U.S. Dist. 
LEXIS 22130, *20, No C-95-2332-MHP (N.D. Cal, Jan. 
9, 1997) ("the specification may help define the terms of 
the claims, but the claim language is not to be 
contradicted by the drawings or the description of the 
preferred embodiments"). 

The third limitation in Claim 12 upon which the 
parties focus requires an "extension of the perimeter wall 
and the forward wall outwardly from the hosel in a 
direction" away from the sweet spot. This limitation 
[*26] requires (from the perspective of looking directly 
at the face of the golf club) the heel portion of the face 
(in a right-handed club) to extend to the right of an 
imaginary line that lies along the rightmost edge of the 
hosel, which connects the club head to the shaft. 

Comparison of Golfsmith's Clubs to Claim 12 of 
the '941 Patent 

Although Golfsmith f s motion addresses each of the 
golf clubs mentioned in Vardon's complaint, Vardon has 
conceded that the only clubs at issue for the '941 patent 
on its response to/cross-motion for summary judgment 
are: (1) the Killer Bee II Ti XLD-1; (2) the Killer Bee II 
Ti XLD-2 n6; (3) the Bi-Metallic Woods; and (4) the 
XTR-II Driver. Vardon concedes that certain other clubs, 
such as the Killer Bee SS With Offset Hosel and the 
Killer Bee SS Wood, do not iiifringe the '941 patent. 
Additionally, Golfsmith does not address the 
infringement issue at all with respect to the Cleveland 
VAS and VAS+ woods, and Karsten's Ping ISI woods. 



n6 Although not specifically mentioned in 
Golfsmith's motion, Vardon concedes that the 
Killer Bee II Ti XLD-2 golf club is in all material 
respects identical to the XLD-1 club. The Court 
addresses the infringement issue as to both clubs 
together and simply refers to both as "the XLD 
Clubs." 

[*27] 

Initially, Golfsmith concedes that each of the clubs 
in question has "a ball impacting face wall with a 
plurality of generally parallel grooves," Since, as noted 
above, the first limitation in Claim 12 does not require 
two separate walls, this aspect of Claim 12 is satisfied. 
Moreover, Claim 15 and its other dependent claims, 
which by Vardon's argument impliedly contain a two- 
wall limitation, in fact only require a single face wall, 
Thus, the absence of two walls in the Golfsmith clubs is 
not fatal to Vardon's infringement claim and does not 
automatically require summary judgment for Golfsmith. 
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None of the clubs at issue, however, literally 
infringe the second (substantially-uniform-thickness) 
limitation for the ball-striking wall. The XLD Clubs vary 
in thickness between 3.8 and 4.5mm - the latter thickness 
being slightly more than 118% the thickness of the 
former. The BiMetallic clubs vary in thickness between 
2.5 and 4.0mm - the latter thickness being slightly more 
than 160% the thickness of the former. The XTR-II 
Driver varies in thickness between 2.6 and 4.8mm - the 
latter thickness being slightly more than 185% the 
thickness of the former, These variations do not meet the 
literal [*28] requirement of substantial uniformity. Since 
this limitation is absent there can be no literal 
infringement, see, e.g. Bayer AG v. Elan Pharmaceutical 
Research Corp, 212 F.3d 1241, 2000 WL 572705, *5 
(Fed. Cir. 2000), and Golfsmith f s motion for summary 
judgment on these claims is granted. 

Drawing inferences in Golfsmith's favor for 
Vardon's motion and vice versa, however, the Court is 
unable to say as a matter of law whether a variation of 
this magnitude is sufficient to satisfy the doctrine of 
equivalents. The parties devote little time and are 
essentially two proveibial "passing ships" on the 
doctrine-of-equivalents issue. n7 As to the doctrine of 
equivalents, neither party has proved its case as a matter 
of law and summary judgment is thus inappropriate. 
Consequendy, the motions in this regard are denied. 



n7 As but one example of this "two ships" 
phenomenon, Vardon references an "Exhibit I," 
which purportedly backs up its argument that 
"substantially uniform" can encompass thickness 
variations as great as 30%. Despite an extensive 
search through the public court file, the Court 
was unable to locate the "Exhibit I" to which 
Vardon thinks it referred (Vardon's attached 
exhibits "REFERENCED EN: VARDON'S 
RESPONSE" contain only letters A through H). 
Vardon's Local Rule 56.1 response to Golfsmith's 
Local Rule 56.1 statement also refers to the 
phantom Exhibit I. Although the file is not 
completely devoid of any Exhibits I (there are, in 
fact, several), none relate to the " '941 file history 
excerpt," as Vardon contends. 

Expecting this absence to be pointed out by 
Golfsmith in its reply brief, the Court found that a 
reply of any kind was completely missing from 
the document that Golfsmith called its "Reply 
Brief." Instead, Golfsmith decided to raise for the 
first time the argument that Vardon had 
surrendered the "941 patent - not a single word 
about any of the arguments that Vardon raised. 



See Discussion infra rejecting Golfsmith's 
attempt to inject a new issue in its "reply" brief 

Since the Court is unable to say that either 
one of these proveibially passing ships is charting 
a proper course, both motions for summary 
judgment are denied under the doctrine of 
equivalents with respect to all of the clubs. 

[*29] 

Third, the face-extendmg-right-of-the-hosel 
limitation is met by both clubs at issue - the XLD Clubs 
and the XTR-II Driver. Golfsmith does not argue in its 
opening brief that this limitation is absent from the Bi- 
Metallic club n8 or the XTR-II Driver and fails to 
respond in its "Reply Brief to Vardon's properly- 
supported assertion to this effect. Instead, it only argues 
that "none of three accused Killer Bee clubs have any 
portion that extends outwardly from the hosel in a 
direction away from the impact center of the club." The 
picture of the XLD Club and Dillis Allen's uncontested 
declaration, however, show that a portion of both of 
these clubs satisfy this claim limitation. Since the second 
limitation is absent from all clubs, though, Golfsmith is 
entitled to summary judgment on claims 12 though 17, 
all of which contain this limitation. 



n8 Vardon also does not assert in its cross- 
motion that this limitation is satisfied by the Bi- 
Metallic club. The cross-motions for summary 
judgment as to the Bi-Metallic clubs are therefore 
denied. Neither party has sustained its burden 
with respect to infringement or non-infringement. 

[*30] 

Vardon's Surrender of the '941 Patent 

The Court finally declines Golfsmith's invitation to 
grant summary judgment because Vardon has 
surrendered the *941 patent and awaits a reissue. As a 
purely procedural matter, this argument was not raised 
until the reply brief and must, therefore be rejected. See, 
e.g., Marie O. v. Edgar, 131 F.3d 610, 614 n. 7 (7th 
Cir.1997); Acuff v. IBP, Inc., 77 F. Supp. 2d 914, 922 
(CD. 111. 1999). As a matter of substance, an action on 
an original patent that has been surrendered for reissue 
abates, if at all, when the patent is reissued, not when the 
patentee is awaiting reissue. See 35 U.S.C. § 252. Since 
Golfsmith's surrender argument is procedurally tardy and 
substantively premature, the Court denies its request for 
summary judgment on this ground. 

Conclusion 
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For the foregoing reasons, with respect to the '021 
Patent, the Court: 

grants Golfsmith's motion with respect to the Penick and 
Jetstream clubs on Claims 3 through 5 regarding literal 
infringement and infringement under the doctrine of 
equivalents; 

denies both Golfsmith's motion and Vardon f s cross- 
motion [*31] for the Jetstream clubs on Claim 7 
regarding literal infringement and infringement under the 
doctrine of equivalents; 

grants Golfsmith's motion for the Penick clubs on Claim 
7 regarding literal infringement; 

denies Golfsmith's motion and Vardon's cross-motion for 
the Penick clubs on Claim 7 regarding the doctrine of 
equivalents; and 



grants Golfsmith's motion with respect to the Penick and 
Jetstream clubs on Claims 9, 11, 12, and 14 regarding 
literal infringement and infringement under the doctrine 
of equivalents. 

With respect to the '941 Patent, the Court grants 
Golfsmith's motion for summary judgment with regard to 
literal infringement of Claims 12 through 18. All motions 
for summaiy judgment with regard to the doctrine of 
equivalents are denied as are Vardon's cross-motions for 
summary judgment 

Enter: 

David H. Coar 

United States District Judge 

Dated: JUN 6 2000 
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AMERICAN CUSTOM EXTERIORS INC. 
5,634,681 

98-1519 -Filed: 980415 

MARTIN PHILIP HULL & ZOOMERS 

vs. 

AUTHENTIC FITNESS RETAIL, INC. 
4,948,385; 5,108,328 

98-713-- Filed: 980415 
MARY JANE AUSTIN 

vs. 

GERRI WARREN, GOLD COAST CLASSIC, 
CITY OF SAN DIEGO, US POSTAL SERVICE 

98-1684 -- Filed: 980424 

MED-PRO INDUSTRIES & RONALD T. SANKO 

vs. 

TRICE'S POWER INTL 
4,548,937 

98-267 --Filed: 980414 

MEGADYNE MEDICAL PRODUCTS INC. 

vs. 

DEROYAL INDUSTRIES INC. 
4,785,807 

98-13 18 -Filed: 980508 
MFG. ADMINISTRATION & 
MANAGEMENT SYSTEMS INC. 

vs. 

ICT GROUP INC., PRECISION RESPONSE CORP., 
RMH TELESER VICES INC., 
TELESPECTRUM WORLDWIDE INC. 
4.600,814 

98-2225 -- Filed: 980515 
MICHAEL L. MCGINLEY 

vs. 

FRANKLIN SPORTS INC. 
5,407,193 

98-1293 - Filed: 980505 
MINNESOTA MINING & MFG CO. 

vs. 

B RITE-LINE TECHNOLOGIES INC. 
4,988,555; 4,988,541 

98-3341 --Filed: 980430 

MOBILE MODULAR INDUSTRIES 

vs. 

SAM'S CLUB, WAL-MART, SAM'S WEST, 

BERKELEY PRODUCTS 

348,617 
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98-707 -- Filed: 980430 

NICHOLAS MARGARITIS & TOTAL 

CONTAINMENT OF NEW YORK INC. 

vs. 

FAHS-ROLSTON CORP. 

5.299.655 

9 

98-2143 -- Filed: 980508 
NOVARTIS CORP. 

vs. 

BEN VENUE LABORATORIES INC., 
BOEHRINGER INGELHEIM CORP. 
4,711,880 

98-213 - Filed: 980428 
NU-KOTE INTL INC. 

vs. 

SPECTRA INC. 
4,825,227 

98-1833 -- Filed: 980416 
NYCOMED INC. 
vs. 

MALLINCKRODT MEDICAL INC. 
,4,628,969; 4,718,463 

98-1813-- Filed: 980324 

OFFICINE ME CCA NICHE FAIP S.R.L. 

vs. 

CAMPELL HAUSFELD/SCOTT FETZER CO. 
5,494,414 

98-548 -- Filed: 980427 
OPTIMIZE TECHNOLOGIES INC. 
vs. 

UPCHURCH SCIENTIFIC INC. 

5,730,943 

98-260 -- Filed: 980429 
OWEN MUMFORD USA INC. 

vs. 

LUKENS MEDICAL CORP. 
5,487,748 

98-3458 -- Filed: 980505 
PENN FABRICATION INC. 

vs. 

SOULBELLA ENTERPRISES INC. 
375,580; 381,123; 383,568 

. 98-235 » Filed: 980428 
PROGRESSIVE GAMES INC. 

vs. 

THOMAS FRANKLIN, ET AL 
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4,861,041; 5,288,077; 5,584,485; 5,626,341 

98-2308 - Filed: 980513 
QUICKIE MFG. CORP. 
vs. 

EASY DAY MFG. CO. 
5,488,750 

98-480 - Filed: 980402 
REDDWARF STARWARE LLC 

vs. 

MEADE INSTRUMENTS CORP., 
DISCOVERY COMMUNICATIONS INC. DBA 
.THE NATURE CO. 
4,764,881 

98-795 Filed: 980429 
REDERICK L. DEARE 

vs. 

MOBIL EXPLORATION & PRODUCING 

5,522,465 

98-715 -Filed: 980421 

REGENTS OF THE UNIVERSITY OF 

CALIFORNIA, IDEXX LABORATORIES INC. 

vs. 

HERMAN HANSEN DBA HANSEN IMMUNOLOGY 
& HANSEN VET IMMUNOLOGY INC. 

5,118,602 

98-2878 --Filed: 980416 

REGENTS OF THE UNIVERSITY OF 

CALIFORNIA, IDEXX LABORATORIES INC. 

vs. 

VETERINARY CENTERS OF AMERICA INC. 

5,118,602 

98-988 « Filed: 980422 
RFR INDUSTRIES INC. 

vs. 

CENTURY STEPS INC. DBA CENTURY PRECAST 

5,535,947; 5,577,662 

98-3285 -- Filed: 980507 
ROBERT BAILEY, JR. 
vs. 

CGC INT'L, ET AL 
5,634,707 

98-1526 - Filed: 980415 
RSA DATA SECURITY INC. 
Vs. 

NETWORK ASSOCIATES INC. 
4,405,829 
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98-189 Filed: 980409 
cSCHNEEDER USA INC. 

vs. 

BOSTON SCIENTIFIC 
5,725,570 

98-859 -- Filed: 980406 

SCHULTZ & ASSOCIATES INC. DBA 

X-PRESS MFG. INC. 

vs. 

FABRICATIONS ELECTROMECANICAS 
ZAPALIANAME S.A. DBA 
TORCAI & RODOIFO RABAGO 

4,569,851 

98-2281 --Filed: 980413 
SEARS ROEBUCK & CO. 

vs. 

BERRY PLASTICS CORP. 

4,376,493 

98-5341 --Filed: 980406 
SENSOR HIGHWAY LTD. 

vs. 

PRUETT INDUSTRIES INC. 
5,570,437; 5,582,064 

98-188 -- Filed: 980409 
SILICON GRAPHICS INC. 
vs. 

NVIDIA CORP. 
5,706,481 

98-369 - Filed: 980420 
SNAP-ON INC. ET AL 
vs. 

U.S. OIL AUTO SERVICE CENTER, INC., ET AL 
4,494,400; 5,208,646; 4,383,370; 4,138,825; 
4,180,915; 31,971 

98-181 -- Filed: 980501 
SOFTSPKES INC. 
vs. 

AJAY SPORTS INC., ET AL 
5,259,129; 5,367,793 

98-293 - Filed: 980424 
SONEX INTL CORP. 
vs. 

TACTICA INTL. 
5,738,575 

98-196 « Filed: 980513 
STECK MFG. CO. INC. 
vs. 
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DAVID LEWIS HTLDEBRAND & 
H A SPECIALTIES INC. 
5,737,981 

98-2460 -- Filed: 980421 
STIMSONITE CORP. 

vs. 

NIGHTLINE MARKERS INC., ET AL 
5.277,513 

98-307 -- Filed: 980501 
STINGER SPIKE SYSTEMS 

vs. 

PMG INC. 

35,373; 4,995,756; 5,253,950 

98-1072 - Filed: 980512 
SURGICAL NAVIGATION 
TECHNOLOGIES INC, ET AL 

vs. 

BRAINLAB MEDIZINI SHCHE COMPUTER 

SYSTEMS GMBH, ET AL 

5,383,454 

98-322 Filed: 980413 
SYNERGISTICS INDUSTRIES LTD. 

oVS. 

LEX TECHNOLOGIES INC. 
4,332,479; 33,214 

98-94 -- Filed: 980303 
TAKATA CORP. 
vs. 

ALLIED SIGNAL INC. 

1,564,154; 4,811,912; 4,480,854; 4,588,207; 

5,409,176; 5,624,084; 4,823,239; 4,064,603; 

4,535,514 

98-599 - Filed: 980513 
TEKTRONIX INC. 
vs. 

INTEGRAPH CORP. 
4,601,021 

98-2679 -- Filed: 980501 

TENNECO PACKAGING SPECIALTY AND 

CONSUMER PRODUCTS INC. 

vs. 

S. C. JOHNSON & SONS INC, ET AL 
5,007,143 

98-627 ~ Filed: 980501 
TEXAS INSTRUMENTS INC. 
vs. 

HYUNDAI ELECTRONICS IND. CO, 
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HYUNDAI ELECTRONICS AMERICA INC, 
HYUNDAI ELECTRONICS SEMICONDUCTOR 

5,680,370; 5,680,369; 5,680,367; 5,680,358; 
5,587,954; 4,581,721 

98-265 -- Filed: 980407 
TIMOTHY M. GARRISON & 
ROYAL-T-INDUSTRIES INC. 

vs. 

ROBIN HEINEY 

5,363,631 

98-742 - Filed: 980407 
UNIPRESS CORP. 

A'S. 

AMERICAN LAUNDRY MACHINERY INC. 
5,675,918 

98-770 - Filed: 980423 

UNLIMITED SYSTEMS CORP. INC. DBA KONEXX 

vs. 

HELLO DIRECT INC. 

5,555,300 

98-2944 -- Filed: 980513 
VARDON GOLF CO. INC. 

vs. 

GOLFSMITH INT'L, ET AL 
5,301,941; 5,401,021; 344,997 

98-1214-- Filed: 980421 
VERS ARE SOLUTIONS 

vs. 

°SCREENFLEX PORTABLE PARTITIONS 

5,272,848; 5,214,885; 4,932,172; 345,018; 
330,646; 323,944 

98-2470 -- Filed: 980512 
WALTER ZOHMAN 
vs. 

B. BRA UN MELSUNGEN A.G. & 
B. BRA UN MEDICAL INC. 
5,449,351; 5,573,519 

98-2396 - Filed: 980417 

WATERLOO FURNITURE COMPONENTS LTD. 

vs. 

SOFT VIEW COMPUTER PRODS. CORP., 

5,257,767 

98-1427 -- Filed: 980511 
.WESTERN ATLAS 
vs. 

PETROLEUM GEO-SER VICES 
4.979.150 
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,98-1400 Filed: 980507 
WESTERN ATLAS INT'L 
vs. 

GARMIN INT'L, ET AL 
5,014,066; 5,619,212 

98-672 -- Filed: 980512 
WILLIAM BRESNAHAN 

vs. 

ANHEUSER-BUSCH INC. 
5.713,575 

98-6217 -- Filed: 980514 

XEROX CORP. 

vs. 

HEWLETT-PACKARD CO. 
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99-1968 Filed: 990423 

ACLARA BIOSCIENCES INC. 
vs. 

CALIPER TECHNOLOGIES CORP. 
5,750,015-204/454 

99-872 -- Filed: 990420 

ADELL CORP. 

vs. 

SEWELL VILLAGE CADILLAC CO. 
5,638,711-070/259 

99-873 » Filed: 990420 
ADELL CORP. 

vs. 

YOUNG CHEVROLET INC. 
5,638,711-070/259 

99-875 - Filed: 990420 

ADELL CORP. 

vs. 

FRIENDLY CHEVROLET CO. 
5,638,711-070/259 

'99-604 -- Filed: 990428 

ADVANCED HEALTH CORP. DBA AHT CORP. 

vs. 

PROXYMED INC. 

5,737,539-395/203:5,845,255-705/003 

99-1352 -- Filed: 990504 
ALIAS TECHNOLOGY CORP. 

vs. 
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COMPAQ COMPUTER CORP., ET AL 
5,790,096-345/150 

99-1489 -- Filed: 990325 

ALLIED SIGNAL INC. & 

ALLIED SIGNAL TECHNOLOGIES INC. 

vs. 

ADVANCED DIELECTRICS INC. DBA ISOLA USA 
4,501,787-428/236 

99-2932 -- Filed: 990503 
AMERICAN NATIONAL CAN CO. 

vs. 

VISICASE CORP. 
4,863,784^28/218 

99-1071 --Filed: 990308 

ASPECT TELECOMMUNICATIONS CORP. 

vs. 

PREMIERE TECHNOLOGIES INC. & 
PREMIERE COMMUNICATIONS INC. 
5,588,037-379/057: 5,375,161-379/057; 
5,694,463-379/230; 5,673,299-379/057 

99-2419-- Filed: 990511 
BRAINY IDEAS INC. 

vs. 

MEDIA GROUP 
5,901,888-223/089 

99-286 - Filed: 990507 
C.R. BARD INC. 
vs. 

U.S. SURGICAL CORP. 
'5,356,432-623/011 

99-634 -- Filed: 990426 

CAMDEN EXTRUSION TOOL & DESIGN 

vs. 

GEMA ENGINEERING CO. INC. & 
GARY BOYD 
5,783,219-425/113 

99-243 -- Filed: 990413 
CENTERFORCE TECHNOLOGIES 
vs. 

AUSTIN LOGISTICS INC. 

5,62 1,790-379/266; 5,436,965-379/266; 

5,889,799-379/266 

99-875 -- Filed: 990405 
COCA-COLA CO. 

«ys. 

LIQUA-BOX CORP. 
5,749,493-222/105 
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99-1028 -- Filed: 990426 
D.C.L. INC. 

VS. 

JENKENS MFG. CO. INC. 
5,551,501-160/087 

99-4026 Filed: 990331 
DEERE & CO. 

vs. 

KUBOTA CORP. & 
WESTBAY EQUIPMENT CO. 
5,025,617-056/015.6 

99-2111 -- Filed: 990504 
DIGICOM INC. 

vs. 

ANALOG DEVICES INC. DBA MA ANALOG 

DEVICES. 

4,567,602-375/060 

,99-2373 -- Filed: 990412 
DSU MEDICAL CORP. 

vs. 

JMS CO. LTD. 

5,112,311-604/177; 5,266,072-604/177 ■ 

99-273 -- Filed: 990503 
DUPONT PHARMACEUTICALS 

vs. 

MOLECULAR BIOSYSTEMS 
5,547,656-424/009.4 

99-1206 -- Filed: 990427 
E-CENTIVES INC. 
vs. 

COOLSAVINGS.COM INC. 
5,710,886-395/214 

99-308 -- Filed: 990421 

«EIS INT'L INC. 

vs. 

Q.SYS INT'L CORP. 
5,414,762-379/198 

99-1016-- Filed: 990505 

ELECTRONIC TRADING SYSTEMS CORP. 

vs. 

BOARD OF TRADE OF THE CITY OF CHICAGO 
4,903,201-364/408 

99-589 - Filed: 990423 
ELECTRONICS INT'L INC. 
vs. 

JOSEPH POLIZZOTTO & 
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J.P. INSTRUMENTS INC. 
344,032-010/099 

99-1113 -- Filed: 990413 
ENDURE SYSTEMS INC. 

vs. 

CP1 SYSTEMS, ET AL 
4,337,802-141/001; 4,703,780-141/001 

<99-1245 -- Filed: 990429 
EUGENE DESANTIS 

vs. 

BLACK KNIGHT INT'L INC. 
4,966,320-224/229.000 

99-1075 --Filed: 990426 
EUROSCREEN INC. 

vs. 

CAE SCREENPLATES INC. 
4,529,520-201/498 

99-884 -- Filed: 990429 

FARNBACH & SWIFT TECHNOLOGY LLC 

vs. 

HEWLETT-PACKARD CO. 
4,965,800-371/022.1 

99-433 -- Filed: 990412 
FARO TECHNOLOGIES INC. 

vs. 

RADIONICS INSTRUMENTS INC. 
5,305,203-364/413.13; 5,251,127-364/113.13: 
5,748,767-382/128 

99-994 - Filed: 990407 
FELGAR 

vs. 

GOLD COAST MEDIA INC., ET AL 
5,802,156-379/112 

99-1019 -Filed: 990430 
GRIBETZ INT'L INC. 

vs. 

NAHMASCHINENFABRDC EMIL STUTZNACKER 

GMBC & CO., ET AL 

5,154,130-112/292 

99-2921 --Filed: 990319 
HARMON OF DESIGN INC. 
vs. 

HUNTER DOUGLAS INC. & DOES 1-20 
5,883,480-318/282 

99-636 - Filed: 990505 
HOLOSPEX INC. 
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vs. 

RAINBOW SYMPHONY INC. 
5,546,198-359/001 

99-71838- Filed: 990413 
HOSKINS MFG CO. 

vs. 

MARTIN MARIETTA ENERGY SYSTEMS 
5,238,645^20/079. 

99-2312 - Filed: 990510 
IMMUNICON CORP. & 
IMMUNIVEST CORP. 

vs. 

QUANTUM MAGNETICS & 
HENRY J. CLEMENTE 
5.597,531-423/057; 5,466,574^35/005; 
4,795.698-435/004 

99-336 --Filed: 990426 
INT'L MARKETING CORP. 

vs. 

PHAR-MOR 
320,864-D26/073 

99-30 ~ Filed: 990406 
INTELLECTUAL PROPERTY DEV. 

vs. 

TCI OF VIRGINIA INC. 
4,135,202-358/086 

99-20378 -- Filed: 990429 

INTERFACE DESIGN GROUP INC., ET AL 

vs. 

DIVERSIFIED DATA RESOURCES INC. 
5,689,637-395/183.22:5,592,657-395/500 

99-2135 - Filed: 990510 

JCF RESEARCH ASSOCIATES INC. 

vs. 

RTC INTL LTD. 
5,415.151-124/056 

99.49O - Filed: 990402 

K-2 CORP. 

vs. 

BUZRUN, INNOVA CONCEPTS, ET AL 
5,505,477-D02/276: 5,690,350-280/613 

99-275 -- Filed: 990504 
KX INDUSTRIES 

vs. 

RECOVERY ENGINEERING 
'5,019,311-261/122 
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99-601 - Filed: 990428 
LARKIN TECHNOLOGY INC. 

vs. 

WALLACE FORGE CO. INC. 
5,738.363-280/491.1: 5,893.575-280/491.1 

99-2614-- Filed: 990420 
LEGGETT & PLATT INC. 
vs. 

HICKORY SPRINGS MFG. CO. 
5,052,064-005/246 

99-405 -- Filed: 990224 
MARK IV IND. LTD. 
vs. 

DIGITAL RECORDERS INC. 
35,357-345/084: 5,771,616-040/452 

99-916- Filed: 990409 

MAXWELL CHASE TECHNOLOGIES L.L.C. 

vs. 

KMB PRODUCE INC., EICO DESIGNS INC. & 

tRAIG SANDERS 

5,820,955428/035.7 

99-3364 --Filed: 990507 
MEDECO SECURITY LOCKS INC. 

vs. 

UNIVERSITY LOCKSMITH & SECURITY CORP., 
ET AL 

4,732,022-070/406 

99.4766 ~ Filed: 990603 

MET-RX SUBSTRATE TECHNOLOGY INC. 

vs. 

METABOLIC TECHNOLOGIES INC. & IOWA 
STATE UNIVERSITY RESEARCH FOUNDATION 
5,360.613-421/439: 5,348,979-514/557; 
4,992,470-514/578 

^9-870 -- Filed: 990504 
METABOLITE LABS. INC., ET AL 
vs. 

LABORATORY CORP. OF AMERICA 
4,940,658-135/004 

99-2899 Filed: 990430 
METHODE ELECTRONICS INC. 

vs. 

HEWLETT-PACKARD CO. INC. & 
FINISAR CORP. 

5,528,408-359/152: 5,717.533-361/752; 
5,734,558-361/752: 5,864,468-361/753; 
5,879.173-138/138 
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99-884 -- Filed: 990506 
MICHAEL A. CARN1CLE, ET AL 
vs. 

KARIMA INC., ET AL 
5,826,398-052/698 

99-1989 Filed: 990427 
MITCHELL D. FORCER 

vs. 

MICROSOFT CORP., ET AL 
5,220.649-395/148: 5,23 1,698-395/146 

99-2435 -- Filed: 990414 
MOORE NORTH AMERICA INC. 

vs. 

UNITED SYSTEMS OF ARKANSAS INC. 
4,368,903-283/021 

99-355 -- Filed: 990505 
NEW RAILHEAD MFG. INC. 

vs. 

VERMEER MFG. CO., ET AL 
5,899,283-175/376 

99-4497 -- Filed: 990427 

NIKE INC. 

vs. 

PRO JOGGS INT'L INC. 
<3 97 , 240-D02/972 : 3 96, 1 40-D02/972 : 
397,241 -D02/972 : 3 87, 5 9 1 -D02/972 : 
395,945-D02/972: 395,944-D02/972: 
392,455-D02/972: 395,351-D02/972 

99-6465 -- Filed: 990416 
NOVO INDUSTRIES L.P. 

vs. 

MICRO MOLDS CORP. 
5,056,578-160/177 

98- 5266 -- Filed: 981120 
NOVO NORDISK INC., ET AL 

vs. 

ELI LILLY & CO. 
5,691,169-435/069.7 

99- 294 -- Filed: 990505 
NUTRITION PHYSIOLOGY CORP. 

\s. 

LALLEMAND USA INC. & 
LALLEMAND BIOCHEM INT'L 
5,529,793-426/061: 5,534,271-426/002 

99-1357 --Filed: 990504 
OFFSHORE JOINT SERVICES 

vs. 
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FLOATEC INC. 
5,900,195-264/046.5 

99-551 -- Filed: 990408 

OLSON MFG. 

vs. 

SHWING AMERICA 

99-30052 -Filed: 990312 
OMNIGLOW CORP. 

vs. 

UNIQUE IND. INC. 
4,717,511-252/700: 5,122,306-252/700 

99-30061 - Filed: 990323 
OMNIGLOW CORP. 

Vs. 

JAMEFINE CHEMICALS INC. 

5, 1 94,666-560/062; 4,7 17,5 1 1-252/700: 

5,122,306-252/700 

99-279 - Filed: 990505 

PFIZER INC. 

vs. 

SIBIA NEUROSCIENCES 
5,401,629-435/006; 5,436,128^35/006 

99-3078 - Filed: 990510 
PLAYMAXX INC. 
vs. 

MESA CUSTOM MACHINING CORP. 
5,813,898-446/250 

99-2578 -- Filed: 990409 
POLMOS 

vs. 

BELVEDERE S.A. & 
EURO-AGRO WARSZAWA 
375,678-D09/335 

99-2062 -- Filed: 990429 
POWIS PARKER INC. 

vs. 

ULTRA RIND INC., ET AL 
4,496,617-428/055 

99-2402 -- Filed: 990413 
PTS LABORATORIES 

vs. 

ABBOTT LABORATORIES 
5,869,459-5 14/023; 5,869,458-5 14/023 

99-3033 -- Filed: 990427 
cRANDOLPH-RAND CORP. OF NY 

vs. 
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NINE WEST GROUP INC. 
4,453,294-024/303 

99-4028 Filed: 990416 

HANDY MITCHELL DBA R. MITCHELL 

ENTERPRISES 

vs. 

T&T COLLECTIBLES INC. 
5,845,424-040/661.06 

99-4781 -- Filed: 990504 
RANDY MITCHELL DBA 
R. MITCHELL ENTERPRISES 

vs. 

ROBERT LUO DBA AMERICAN PLASTICS 
5,845,424-040/661.06 

99-1581 -- Filed: 990401 

RSA DATA SECURITY INC. & 

MASSACHUSETTS INSTITUTE OF TECHNOLOGY 

vs. 

NOVELL INC. & BEA SYSTEMS INC. 
,4,405,829-178/022. 1 

99-3 189 -Filed: 990503 
RUBLE'S COSTUME CO. INC. 
vs. 

DISGUISE INC. 
5,747,144-128/187 

99-1040 -- Filed: 990423 
SCIENTIFIC-ATLANTA INC. 
vs. 

GEMSTAR INT'L GROUP LIMITED & GEMSTAR 
DEVELOPMENT CORP. 
4,885,775-380/010: 4,991,011-358/141: 
5,477,262-358/141 

99-1275 -- Filed: 990428 

SHELL OIL CO. 

vs. 

<UNION CORBIDE CORP. 
4,908,343-502/218; 4,916,243-549/534; . 
5,057,481-502/208 

99-10705 --Filed: 990331 

SIPPICAN INC. 

vs. 

SECHAN ELECTRONICS INC. 
5,487,350-1 17/330; 5,490,473-1 14/330: 
5,537,947-1 14/020. 1; 5,600,087-1 14/020. 1 

99-948 -- Filed: 990319 
SPECTRONICS CORP. 
vs. 
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BRIGHT SOLUTIONS INC. 
5,440,919-073/040.7:5,650,563-073/040.7 

99-1404 -- Filed: 990507 
SPEED SHORE CORP. 

vs. 

GR1SWALD MACHINE & ENGINEERING 

5,096 ; 334-405/283 

99-294 - Filed: 990423 
<SPORTGRASS INC. 

vs. 

MOTZ GROUP INC. 

5,489,3 1 7-047/00 1.01: 5,586,4084)47/00 1.01: 
5,850,708-047/001.01 

99-1430-- Filed: 990511 

STEARNS TECHNOLOGIES ONE LLC 

vs. 

ICON HEALTH & FITNESS INC. & 
SEARS ROEBUCK 
5,707,321-482/057: 5,895,339-482/051 

99-4840 » Filed: 990505 
TELEMAC CORP. 

vs. 

US/INTELICOM INC. 
5,577, 100-379/D58 

99-1207 -- Filed: 990304 
TIFFANY DESIGN INC. & 
GRANT GRESSER 

vs. 

RENO-TAHOE SPECIALTY INC., ET AL 

99-711- Filed: 990507 

UTECHT 

vs. 

OLSON 

4,964,188-015/227: 5,301,806-206/278: 
35,814-206/278 

99-2784 -- Filed: 990427 
VARDON GOLF CO. INC. 

vs. 

ROSSIGNOL SKI CO. INC., ET AL 
5,301,941-273/078: 5,401,021-273/077.A 

99-2785 -- Filed: 990427 
VARDON GOLF CO. INC. 
vs. 

KARSTEN MFG. CORP. 
5,301,941-273/078: 5,401,021-273/077.A 

99-654 ~ Filed: 990428 
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WEAVER IND. INC. 
vs. 

ADVENTURE MARINE INC. & 
GERARD RAPS 
4,850.295-111259 

99-4145 -- Filed: 990420 
ZB INDUSTRIES INC. 

vs. 

CONAGRA INC. DBA SINGLETON SHRIMP CO. 
DBA MERIDIAN PRODUCTS. ET AL 
404,6 12-D07/505 

99-100 --Filed: 990217 
ZV1 YAN1V & ELANT LTD. 

vs. 

£OQUEL GROUP, SEAGULL PRECISION, ET AL 
5,459,576-415/173.3 

LOAD-DATE: July 15, 1999 
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Time of .Request: April 29, 2004 09:25 AM EDT 

Research Information: 

News, All (English, Full Text) 
♦5301941 or 5, 301, 941 

2 of 4 DOCUMENTS 

Copyright 2000 Omega Communications, Inc. 
Intellectual Property Today 

March, 2000 
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LENGTH: 298 words 

BODY: 

98-509 » Filed: 980825 
AUTOMATED PRECISION 

vs. 

C S P ATI ALMETR1X CORP. 
4,714,339-356/004.09 

96-1055 --Filed: 961017 
INPACE CORP. 

vs. 

GENERAL PACKAGING EQUIPMENT CO, 

4,512,136-053/410: 4,947,621-053/451; 4,767,478-156/069 4,246,062-153/498; 4,779,397-053/410; 4,695,337-156/069 
98-1221 --Filed: 980717 

DESIGN IMPRESSIONS INC. & MUSIC CITY MARKETING INC. 

vs. 

BARMES WHOLESALE 
4,214,658-206/244 

98- 2944 -- Filed: 980513 
VARDON GOLF CO. INC. 
vs. 

pOLFSMJTH INT'L INC., ET AL 

5,301,941-473/327: 5,401,021-473/291; 344,997-D2 1/733 

99- 4591 --Filed: 990713 
CUMMINS-ALLISON CORP. 

vs. 

G&D AMERICA 

5,692,067-382/135; 5,790,697-382/135 

93-5106 -- Filed: 930820 
ELKAY MFG. CO. 

vs. 

EBCO MFG. CO. 
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5,222,531-141/018; 5,289,855-141/018 

99-4360 - Filed: 990630 
METAMORFYX LLC 

vs. 

MICRO INNOVATIONS INC. 
5,826,992-400/489; 5,553,953-400/489 

99-3774 -- Filed: 990607 
PIZZAMATIC CORP. 

vs. 

MARK J. FREUDINGER, ET AL 
36,178-222/309 

99-5560 Filed: 990825 

BECTON DICKINSON CRITICAL CARE SYSTEMS PTE. LTD. 

vs. 

BAXTER HEALTH CARE INC. 
4,476,877-600/549 

96- 346 Filed: 960628 
TRISTRATA TECHNOLOGY 

vs. 

BEIERSDORF INC. 

5,385,938-343/402; 5,389,677-514/557; 5,422,370-514/557; 5,091,171-424/642 

98- 3341 - Filed: 980430 
MOBILE-MODULAR IND. 

vs. 

SAM'S CLUB, WAL-MART, SAM'S WEST & BERKELEY PRODUCTS 
,348,6 17-D 10/057 

99- 520 -- Filed: 990810 
S3 INC. 

vs. 

REAL 3D INC. 

4,727,365-345/139; 4,905,164-345/431; 4,974,176-345/428 

98-3841 -- Filed: 981005 
ENHANCED MEMORY SYSTEMS 
vs. 
NEC 

5,721,862-365/189.04 

97- 3738 -- Filed: 971010 
DCNL INC., ET AL 

vs. 

ALMAR SALES CO. INC., ET AL 
365,685-D04/128 

98- 7994 -- Filed: 981214 
FELLOWS MFG. CO. 
vs. 

ACCO WORLD CORP., ET AL 
5,836,562-248/295.11 
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5301941 or 5, 301, 941 
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Intellectual Property Today 
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LENGTH: 952 words 

BODY: 

95-143 -- Filed:950719 
ALLEN ENGINEERING CORP. 

vs. 

BARTELL IND. INC. & DERRAGH CO. 
323, 510-D15/1O; 5,108,220-404/112 

98-9231 -- Filed:981117 

AMP PLUS INC DBA ELCO LIGHTING 

vs. 

JUNO LIGHTING INC. 
00-1116 Filed:000915 

ASPEX EYEWEAR INC. & CONTOUR OPTDC INC. 

vs. 

ELITE OPTK INC. 

6 ; 0 1 2,8 1 1-35 1/47; 5,737,034-348/738 

00-1436 - Filed:000914 
BANJO CORP. 

vs. 

NORWESCO INC. 
5,988,699-285/142.1 

00-1058 -- Filed:001003 

BOARD OF TRUSTEES OF THE LELAND 

STANFORD JUNIOR UNIVERSITY & LITTON SYSTEMS INC. 

vs. 

CORNING INC., ALCATEL S. A., ALCATEL USA & NORTEL NETWORKS CORP. 
4,859,016-385/5 

00-4330 «Filed:010129 

CCM CELLULAR CONNECTION OF MIAMI 

vs. 

BRIGHT CELL TECHNOLOGY, ET AL 
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00-671 Filed:000120 
COLEBRI CORP. 
vs. 

KINGSTAR SUPPLIES INC. & DOES 1-10 
387,475-D27/154; 403,806-D27/154; 348,328-D27/157 

99-920 -Filed:991223 
DUTAJLIER INT'L 

vs. 

STONE VILLE FURNITURE 
e 401,425-D6/344; 373,684-D6/344 

00-230 -- Filed:000707 

ED JONES & BARKE -GUARD LTD. . 

vs. 

USA, FEDERAL TRADE COMMISSION, NATL HIGHWAY TRAFFIC SAFETY ADMINISTRATION, ET AL 

00-5550 - Filed:000908 
FLOW INT'L CORP. 

vs. 

WATERJET INTALIANA S.R.L. 
5,643,058-451/99 

00-3070 -- Filed:000824 
FOOD.COM INC. 
vs. 

ALLPIZZA.COM INC. 
5,991,739-705/26 

99-666 Filed:991008 
GENESYS TELECOMM LAB 
vs. 

KANA COMMUNICATIONS 

5,765,033-709/206 

00-10521 Filed:000929 

GOLDTOUCH TECHNOLOGIES INC. & MIDAS INTL LIMITED 

vs. 

MICROSOFT CORP. 
6,124,846-345/163 

00-5901 -Filed:000611 

GRAND GENERAL ACCESSORIES MFG 

vs. 

UNITED PACIFIC IND. INC. DBA UNITED ACCESSORIES INC., ET AL 
5,947,588-362/235; 5,810,532-411/431 

00-510- Filed:001027 
HAMPSHIRE PAPER CORP. 

vs. 

CARSON & GEBEL RIBBON CO. 

5.849,384-428/40.1; 5,401,548-428/40.1; 5,589,013-156/71 



99-8818-- Filed:990831 
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HJIP INC. & BROWN JORDAN CO. 

vs. 

PENNINGTON GROUP rNC. 
316,338-D6/380; 378,253-D6/375 

99-3778 Filed:990607 
HYPERLOCK TECHNOLOGIES INC. 

vs. 

UNITED INTERNET TECHNOLOGIES 

5,892,825-705/51 

00-4627 -Filed:0008 17 
INCYTE GENOMICS INC. 
vs. 

GENE LOGIC INC. 
6,023,659-702/19 

'99-8890 -- Filed:990901 

JERALYNN LOWTHER DBA K&L ENTERPRISES 

vs. 

RE-HEATER INC. 
4,899,727-126/263.04 

00-9577 Filed:000906 

JOHN R. CURRY & DONALD A. CHAMBERS 

vs. 

MARINE TERMINALS CORP. 
5,260,688-340/539 

00-3039-- Filed:991116 

LESON LABORATORIO DE ENGENHARIA SONICS LTDA. 

vs. 

TECHMAN ELECTRONICS INC. 

4,845,776-381/190; 5,245,669-381/184; 289,04 1-D 14/2 16; 37 1,367-D 14/222 

99-171 -- Filed:990216 
MAXON CORP. 

vs. 

ECLIPSE COMBUSTION INC. 
5,399,085-431/353; 5,520,537-431/353 . 

00-4846 -- Filed:001004 
MEASUREMENT SPECIALTIES INC. 

vs. 

ROADMASTER CORP. & WAL-MART STORES INC. 
409,509-D 10/86; 395,835-D10/850; 300,729-D 10/86 

00-84 « Filed:000721 

MINNESOTA MINING & MFG. CO. & 3M INNOVATE PROPERTIES CO. 

vs. 

ORBSEAL LLC 

00-380 - Filed:000526 
MINNESOTA SCIENTIFIC INC. 
* vs - 
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THOMPSON SURGICAL INSTRUMENTS 
5,020, 1 95-24/5 14; 5,897,087-248/229.2 1 

99-1805 -- Filed:991119 
MONSANTO CO. 

vs. 

ANDERSON & JONES INC. & RICHARD ANDERSON 

5,164,316^35/419; 5,196,525-536/24.1; 5,322,938-536/24.1; 5,352,605-435/418 

99-45 -- Filed:990105 
NU-MAGNETIC INC. 
vs. 

NORSO BIOMAGNETICS INC. & JAMES J. SOUDER 
5,538,495-600/9; 5,514,072-600/9; 5,277,692-600/9 

99-1609 -- Filed:990702 
OCEAN INNOVATIONS INC. 
vs. 

DOCKS, DECKS ETC. 
5,529,013-114/263 

98-2679-- Filed:000517 

PACTIV CORP. 

c vs. 

C. S. JOHNSON & SON 
5,007,143-24/400 

00-1931 --Filed:001206 
PATRICK D. KELLY 
vs. 

MARC A. GOLDEN 

5,208,031-424/412; 5,482,053-128/844; 5,545,673-514/772.3; 5,599,551-424/405; 5,624,675-424/405; 5,785,054- 
525/208 

00-6437 -Filed:0006 13 

PENN FABRICATION USA INC. 

vs. 

UMBRA USA INC. 

5,51 1,834-292/203; 317,710-DD8/394 

98-862 - Filed:980323 
PETER JAMES 
*vs. 

VICTOR CO. OF JAPAN LTD. 
5,843,516-427/96 

00-667 --Filed:0002 14 
PLASPLUG INC. 
vs. 

TDC IND. INC. 

00-54 -- Filed:000112 
PURETAN INTL INC. 
vs. 

AMERICAN SUNBED, ET AL 
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5,383,916-607/91 

00-2598 -- Filed:000310 
RANDOLPH-RAND CO. OF NY 

vs. 

JOHN PARK DBA XO NEW YORK CO. & DOES 1-10 
4,453,294-24/303 

99-14074 -- Filed: 9903 24 
RESPONSE REWARD SYSTEMS LC 

vs. 

cNET ANY SOFTWARE INT'L INC., ET AL 
4,520,404-386/54 

00-3898 -- Filed:000627 
ROVANCO SYSTEMS INC. 

vs. 

THERMACOR PROCESS INC. 
5,736,715-219/535 

00-9361 «Filed:000831 
SKECHERS USA INC. H 
vs. 

MERCURY INC. TRADING CORP. & ROBERT G ARBER 

423,201-D2/957 

00-1 1285 -Filed:00 1027 
SKECHERS USA INC. H 
vs. 

HADDAD APPAREL GROUP LTD., FACTORY 2U STORES INC. & BRAHA IND. INC. 
c 423,201-D2/957 

99-5183 -- Filed:991104 
STRYKER CORP. 

vs. 

DEPUY ORTHOPEDICS 
4,893,549-92/12.2 

00-8201 -Filed:000731 
TEDEA-HUNTLEIGH LTD., ET AL 
vs. 

PTC ELECTRONICS INC. & SCAlME S. A. 
5,232,062-177/187; 5,880,410-177/187 

98-5880 Filed:980721 
ULEAD SYSTEMS INC. 

vs. • 

LEX COMPUTER & MGMT CORP. 
4.538.188-386/54 

00-2311 -Filed:000414 
UNITED LEISURE INC., ET AL 
vs. 

BROAD RIDGE MEDIA INC., ET AL 
5,996,000-709/201 
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99-2784 -- Filed:990427 
VARDON GOLF CO. INC. 

vs. 

ROSSIGNOL SKI CO. INC., ET AL 
5,301,941-473/327; 5,40 1,02 M73/291 

00-849 -Filed:0009 19 

V1SX INC. 

vs. 

BAUSCH & LOMB SURGICAL INC. 

00-8766 Filed:000126 
WELCOME CO. LTD. 

vs. 

BEST DIRECT LTD. & WILLIAM LEVINE LTD. 
5,142,123-219/243 

00-3 Filed:000104 
WHATMAN PLC 
vs. 

SCHLEICHER & SCHELL 
5,807,527-424/488 

00-788 -- Filed:001020 
WHIRLPOOL CORP. 

vs. 

MAYTAG CORP. 
6,045,203-312/228 

99-4145 -- Filed:990420 

ZB IND. INC. 

vs. 

CONAGRA INC. DBA SINGLETON SHRIMP CO. DBA MERIDAN PRODUCTS, ET AL 
404,6 12-D7/505 



JLO AD-DATE: April 6, 2001 
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Online Docket Sheet 



CourtLink obtained this docket from the court on 4/29/2004. 
if you need an updated version click Update . (No Charge!) 



Rulings for this case may be available online. Click here to view available rulings. 



To view the patents at issue in this case, click here . (No charge!) 

B Documents for this case may be available online. 
By updating the case, we will be able to determine if documents are available. 



A LexisNexis Case Law Summary, related documents or opinions are available for this case. 
In order to view this information you must have a LexisNexis account. 
When you view this information standard LexisNexis charges will apply. 
To view this information click on the LexisNexis Cite below. 
2000 U.S. Dist LEXIS 14259 
If you do not have a LexisNexis account click here for subscription information. 



US District Court Civil Docket 

US District Court for the Northern District of Illinois 

(Chicago) 

1:98cv2944 

Vardon Golf Co Inc v. Golfsmith Intl Inc, et al 

This case was retrieved from the court on Thursday, April 29, 2004 



Date Filed: 05/13/1998 Class Code: ASHMAN 

Assigned To: Honorable David H Coar A0279 

Referred To: Closed: No 

Nature of suit: Patent (830) Statute: 35:183 

Cause: Patent Infringement J"«7 Demand: Both 

Lead Docket: None Demand 

Other Docket: None Amount: $50,000 
Jurisdiction: Federal Question 

Litigants Attorneys 

Vardon Golf Co Inc Thomas G Scavone 

PLAINTIFF [COR LD NTC A] 

Term: 11/07/2002] 
Niro, Scavone. Haller & Niro. Ltd 
181 West Madison Street 
Suite 4600 
Chicago , IL 60602 



https://courtlinkJexisnexisxom/DocketDirect/ShowDocket.asp?Court=28&Dock^ 4/29/04 
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USA 

(312) 236-0733 

Patrick Francis Solon 
[COR] 

[Term: 11/07/2002] 

Niro, Scavone. Haller & Niro, Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

Keith A Voqt 
[COR] 

[Term: 11/07/2002] 

Niro. Scavone, Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

Dean D Niro 
[COR] 

[Term: 11/07/2002] 

Niro. Scavone. Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 



Lewis T Steadman. Jr 
[COR LD NTC A] 
Holland & Knight LLC 
131 South Dearborn Street 
30TH Floor 
Chicago , IL 60603 
USA 

(312) 263-3600 

Robert Morton Ward 
[COR] 

Hill & Simpson 

233 South Wacker Drive 

Sears Tower - 85TH Floor 

Chicago , IL 60606 

USA 

(312) 876-0200 

Michael Ridgewav Hull 
[COR] 

Hill & Simpson 

233 South Wacker Drive 

Sears Tower - 85TH Floor 

Chicago , IL 60606 

USA 



Golfsmith Intl Inc 
DEFENDANT 
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Orlimar Golf Co 
DEFENDANT 



(312) 876-0200 

Adam V Floyd 
Arnold. White & Durkee 
1900 One American Center 
600 Congress Avenue 
Austin ,TX 78701 
USA 

(512)418-3000 

Ronald B Coollev 
[COR LD A] 
[Term: 10/13/1998] 
Jenkens & Gilchrist 
225 West Washington 
Suite 2600 

Chicago , IL 60606-3909 
USA 

(312) 425-3900 

John C Gatz 
[COR] 

[Term: 10/13/1998] 
Jenkens & Gilchrist 
225 West Washington 
Suite 2600 

Chicago , IL 60606-3909 
USA 

(312) 425-3900 

Willem G Schuurman 
[NTC] 

Vinson & Elkins LLP the Terrace 
2801 Via Fortuna 
Suite 100 

Austin , TX 78746-3200 
USA 

(512)542-8663 

Brian K Buss 
[COR NTC] 

Vinson & Elkins LLP the Terrace 
2801 Via Fortuna 
Suite 100 

Austin , TX 78746-3200 
USA 

(512)542-8663 



Robert VJambor 
[COR LD NTC A] 

Porn. McEachran. Jambor & Keating 

55 East Monroe Street 

Suite 2940 

Chicago , IL 60603 

USA 

(312) 726-4421 

Edward M Keating 
[COR] 

Porn. McEachran. Jambor & Keating 
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55 East Monroe Street 
Suite 2940 
Chicago , IL 60603 
USA 

(312)726-4421 

Li-Chung Daniel Ho 
[COR] 

Porn. McEachran, Jambor & Keating 

55 East Monroe Street 

Suite 2940 

Chicago , IL 60603 

USA 

(312) 726-4421 

Vangelis Economou 
[COR] 

Ladas & Parry 

224 South Michigan Avenue 

Suite 1200 

Chicago , IL 60604 

USA 

(312) 427-1300 



Nicklaus Golf Equipment Company, LC James P Rvther 

DEFENDANT [COR] 

Piper Rudnick LLP 
203 North Lasalle Street 
Suite 1800 

Chicago , IL 60601-1293 
USA 

(312) 368-4000 

Richard Blake Johnston 
[COR] 

Piper Rudnick LLP 
203 North Lasalle Street 
Suite 1800 

Chicago , IL 60601-1293 
USA 

(312) 368-4000 

Mary Spaulding Burns 
[COR] 

300 Gregory Avenue 
Wilmette , IL 60091-3415 
USA 

(847) 256-3027 



Wilson Sporting Goods, Inc 

DEFENDANT 

[Term: 10/25/1999] 



Jeremy R Krieael 
[COR] 

[Term: 10/25/1999] 
Marshall, Gerstein & Borun 
233 South Wacker Drive 
6300 Sears Tower 
6300 Sears Tower 
Chicago , IL 60606-6402 
USA 

(312) 474-6300 
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Vasilios D Dossas 
[COR] 

[Term: 10/25/1999] 

Niro. Scavone, Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

John W Chestnut 
[COR LD NTC A] 
[Term: 10/25/1999] 
Greer, Burns & Craih. Ltd 
300 South Wacker Drive 
25TH Floor 
Chicago , IL 60606 
USA 

(312) 360-0080 



Johnson & Bell Ltd 
55 East Monroe Street 
Suite 4100 
Chicago , IL 60603 
USA 

(312) 372-0770 

Daniel Charles Murray 
[COR] 

Johnson & Bell, Ltd 
55 East Monroe Street 
Suite 41 00 
Chicago , IL 60603 
USA 

(312) 372-0770 

Kurt C Meihofer 
[COR] 

Meihofer. Long & Couture LLC 
218 North Jefferson 
Suite 300 

Chicago , IL 60661 
USA 

(312) 377-2500 



Jenner & Block, LLC 
One IBM Plaza 
330 North Wabash Avenue 
40TH Floor 
Chicago , IL 60611 
USA 

(312)222-9350 



UT Golf, Inc 
DEFENDANT 



Joseph R Marconi 
[COR LD NTC A] 



Hippo Golf Equipment Co 

DEFENDANT 

[Term: 10/25/1999] 



Norman M Hirsch 
[COR] 

[Term: 10/25/1999] 
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Rudy I Kratz 
[COR] 

[Term: 10/25/1999] 
Fitch. Even, Tabin & Flannerv 
120 South Lasalle Street 
Suite 1600 

Chicago , IL 60603-3406 
USA 

(312) 577-7000 

Thomas Gerard Pasternak 
[COR LD NTC A] 
[Term: 10/25/1999] 
Kirkland & Ellis LLP 
200 East Randolph Drive 
Suite 5800 
Chicago , IL 60601 
USA 

(312) 861-2000 



Orlimar Golf Co 
COUNTER-CLAIMANT 



Thomas G Scavone 

[COR LD NTC A] 

[Term: 11/07/2002] 

Niro, Scavone, Haller & Niro, Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312)236-0733 

Patrick Francis Solon 
[COR] 

[Term: 11/07/2002] 

Niro. Scavone. Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

Keith A Vogt 
[COR] 

[Term: 11/07/2002] 

Niro. Scavone, Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

Dean D Niro 
[COR] 

[Term: 1 1/07/2002] 

Niro. Scavone, Haller & Niro. Ltd 



Vardon Golf Co Inc 
COUNTER-DEFENDANT 



https://courtlink.Iexisnexisxom/Docte^ 4/29/04 



CourtLink - Display A Docket 



Page 7 of 19 



181 West Madison Street 
Suite 4600 
Chicago , IL 60602 
USA 

(312) 236-0733 



Nicklaus Golf Equipment Company, LC James P Rvther 

COUNTER-CLAIMANT [COR] 

Piper Rudnick LLP 
203 North Lasalle Street 
Suite 1800 

Chicago , IL 60601-1293 
USA 

(312) 368-4000 

Richard Blake Johnston 
[COR] 

Piper Rudnick LLP 
203 North Lasalle Street 
Suite 1800 

Chicago ,IL 60601-1293 
USA 

(312) 368-4000 

Mary Spaulding Burns 
[COR] 

300 Gregory Avenue 
Wilmette , IL 60091-3415 
USA 

(847) 256-3027 



Vardon Golf Co Inc 
COUNTER-DEFENDANT 



Thomas G Scavone 

[COR LD NTC A] 

[Term: 11/07/2002] 

Niro. Scavone, Haller & Niro. Ltd 

1 81 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

Patrick Francis Solon 
[COR] 

[Term: 11/07/2002] 

Niro. Scavone. Halier & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

Keith A Vogt 
[COR] 

[Term: 11/07/2002] 

Niro. Scavone. Haller & Niro. Ltd 

181 West Madison Street 
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Suite 4600 
Chicago , IL 60602 
USA 

(312) 236-0733 

Dean D Niro 
[COR] 

[Term: 11/07/2002] 

Niro. Scavone. Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312)236-0733 



Wilson Sporting Goods, Inc 
COUNTER-CLAIMANT 



Thomas G Scavone 

[COR LD NTC A] 

[Term: 11/07/2002] 

Niro, Scavone. Haller & Niro, Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312)236-0733 

Patrick Francis Solon 
[COR] 

[Term: 11/07/2002] 

Niro, Scavone. Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

Keith AVoat 
[COR] 

[Term: 11/07/2002] 

Niro. Scavone. Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 

Dean D Niro 
[COR] 

[Term: 11/07/2002] 

Niro, Scavone. Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312) 236-0733 



Vardon Golf Co Inc 
COUNTER-DEFENDANT 
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05/13/1998 
05/13/1998 
05/14/1998 
07/14/1998 



Date # Proceeding Text 

05/13/1998 i COMPLAINT (Exhibits); jury demand - Civil cover sheet - Appearance(s) of 
Thomas G. Scavone, Patrick Francis Solon, Keith A. Vogt and Dean D. Niro 
as attorney(s) for plaintiff Vardon Golf Co Inc (Six Originals and six 
copiessummons(es) issued.) ( Documents: 1-1 through 1-4) [Date Entered: 
05/14/98, By: hp] 

« RECEIPT regarding payment of filing fee paid; on 5/1 3/98 in the amount of 
$150.00, receipt #51 2524. [Date Entered: 05/14/98, By: hp] 

2 NOTICE of claims involving patents and trademarks pursuant to Local Rule 
13 by plaintiff [Date Entered: 05/14/98, By: hp] 

- MAILED Patent report to Commissioner of Patents and Trademark to 
Washington, D.C. [Date Entered: 05/14/98, By: hp] 

3 MINUTE ORDER of 7/14/98 by Hon. David H. Coar : Rule 16(b) scheduling 
conference set for 08/21/98 at 1:30 p.m. in chambers. The court hereby opts 
into Rule 26(a)(1) for purposes of this case. Proposed discovery plan 
pursuant toRule 26(f) and proposed scheduling order pursuant to Rule 16(b) 
to be filed in chambers. (See reverse of minute order.) (See attached forms 
for report of planning confernce and proposed scheduling order.) Mailed 
notice [Date Entered: 07/16/98, By: hp] 

07/1 7/1 998 6 ATTORNEY APPEARANCE for defendant and counterclaim plaintiff Nicklaus 
Golf Equipment Co. L.C. by James P. Ryther, Mary Spaulding Burns and 
Richard Blake Johnston [Date Entered: 07/23/98, By: hp] 

07/1 7/1 998 7 ANSWER to complaint [1 -1 ] with COUNTERCLAIMS by defendant Nicklaus 
Golf Equipment against plaintiff Vardon Golf Company Inc., [Date Entered: 
07/23/98, By: hp] 

07/20/1 998 4 ANSWER to complaint [1 -1 ], affirmative defenses and COUNTERCLAIMS; 

and jury demand by defendant Oiiimar Golf Company against plaintiff Vardon 
Golf Company, Inc.; Notice of filing [Date Entered: 07/23/98, By: hp] 

07/20/1 998 5 ATTORNEY APPEARANCE for defendant Orlimar Golf Company by Robert 
V. Jambor, Li-Chung Daniel Ho, Vangelis Economou and Edward M. Keating 
[Date Entered: 07/23/98, By: hp] 

RETURN OF SERVICE of summons and complaint executed upon 
defendant Wilson Sporting Goods, Inc. on 7/24/98 [Date Entered: 07/30/98, 
By: hp] 



07/27/1998 8 

08/21/1998 - 

08/24/1998 - 

08/26/1998 9 

08/26/1998 10 

08/28/1998 11 



08/28/1998 
09/04/1998 



12 



13 



SCHEDULE set on 8/21/98 by Hon. David H. Coar : Rule 16(b) hearing set 
for 1 1 :00 9/18/98 . Mailed notice [Date Entered: 08/21/98, By: tc] 

SCHEDULE set on 8/24/98 by Hon. David H. Coar : Rule 16(b) 
Scheduling/Pretrial conference reset to 2:15 9/18/98 Mailed notice [Date 
Entered: 08/24/98, By: pm] 

ANSWER to complaint [1-1] and COUNTERCLAIM by defendant Wilson 
Sporting Goods Co. against plaintiff Vardon Golf Co Inc [Date Entered: 
09/02/98, By: hp] 

ATTORNEY APPEARANCE for defendant Wilson Sporting Goods Co. by 
John W. Chestnut, Vasilios D. Dossas and Jeremy R. Kriegel [Date Entered: 
09/02/98, By: hp] 

REPLY TO Orlimar Golf Company's COUNTERCLAIM [4-2] by counter- 
defendant Vardon Golf Company Golf Co Inc [Date Entered: 09/02/98, By: 
hp] 

REPLY TO Nicklaus Gulf Equipment's COUNTERCLAIM [7-2] by counter- 
defendant Vardon Golf Company, Inc. [Date Entered: 09/02/98, By: hp] 

RETURN OF SERVICE of summons and complaint executed upon 
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defendant UT Golf Inc on 8/25/98 (Attachment) [Date Entered: 09/10/98, By: 
hp] 

09/04/1 998 14 REPLY TO Wilson Sporting Goods Co.'s COUNTERCLAIM [9-2] by counter- 
defendant Vardon Golf Company, Inc.,; Notice of filing [Date Entered: 
09/1 0/98, By: hp] 

09/04/1 998 15 STIPULATED MOTION by defendant Golfsmith International, Inc. for 

extension of time to answer or otherwise plead [Date Entered: 09/10/98, By: 
hp] 

09/09/1 998 16 ATTORNEY APPEARANCE for defendant Golfsmith International, Inc. by 
Ronald B. Coolley and John C Gatz [Date Entered: 09/10/98, By: hp] 

09/09/1 998 17 NOTICE of motion by defendant Golfsmith International, Inc. regarding 
motion for extension of time to answer or otherwise plead [15-1] [Date 
Entered: 09/14/98, By: hp] 

09/09/1 998 18 MINUTE ORDER of 9/9/98 by Hon. David H. Coar : Defendants' stipulated 
motion for extension of time to answer or otherwise plead is granted. [15-1] 
Defendant Golfsmith International shall answer or plead on or before 
10/07/98.Mailed notice [Date Entered: 09/14/98, By: hp] 

09/14/1998 19 ATTORNEY APPEARANCE for defendant UT Golf, Inc., by Joseph R. 

Marconi, Kurt C. Meihofer and Daniel Charles Murray [Date Entered: 
09/15/98, By: hp] 

09/14/1998 20 MOTION by defendant UT Golf, Inc., for extension of time to respond to the 
complaint ; Notice of motion [Date Entered: 10/02/98, By: hp] 

09/1 8/1 998 - SCHEDULE set on 9/1 8/98 by Hon. David H. Coar : Rule 1 6(b) Scheduling 
Conference held. All 26(a)(1) disclosrues to be made on or before 12/15/98. 
Any amendments or joinder of other parties to be filed on or before 2/8/99. 
Discoveryordered closed on 10/7/99. Parties shall disclose expert testimony 
at any time prior 9/3/99. Parties may depose the other side's expert at any 
time prior to 10/15/99. Parties shall disclose any rebuttal expert at any time 
prior to 1 1/19/99. The Parties have until 1/14/2000 to depose the opposing 
party's rebuttal expert. Motion Dispositive is duel 2/31/99. Pretrial order to be 
submitted on 4/16/2000. Pretrial conference set to 2:30 4/30/2000. Jury trial 
set to 10:00 5/10/2000. Mailed notice [Date Entered: 10/01/98, By: pm] 



09/18/1998 21 



10/02/1998 24 



10/05/1998 
10/07/1998 



23 



22 



10/07/1998 
10/13/1998 



25 



26 



MINUTE ORDER of 9/18/98 by Hon. David H. Coar : Motion of Defendant UT 
Golf, Inc. for extension of time to respond to the complaint is granted, [20-1] 
time is extended to and including 10/06/98. All discovery disputes/motions to 
bereferred to the Magistrate Judge. Mailed notice [Date Entered: 10/02/98, 
By: hp] 

MOTION by defendant Golfsmith Intt Inc to substitute counsel from the firm of 
Arnold White & Durkee, for the following attorneys: Lewes T. Steadman, Jr., 
and Robert M. Ward ; Notice of motion [Date Entered: 10/15/98, By: hp] 

ANSWER to the complaint by defendant UT Golf, Inc.; Notice of filing [Date 
Entered: 10/14/98, By: hp] 

REFERRAL ORDER of 10/02/98: The case is referred to the Hon. Martin C. 
Ashman pursuant to Local General Rule 2.41(b). To conduct hearings and 
enter appropriate orders on the following pretrial motion/matter: All 
discoverymotions. (For further detail see order.) Mailed notice [Date Entered: 
10/13/98, By: hp] 

STIPULATED MOTION by defendant Golfsmith Intl Inc for an extension of 
time to answer complaint; Notice of motion [Date Entered: 10/15/98, By: hp] 

MINUTE ORDER of 10/13/98 by Hon. David H. Coar : Defendant Golfsmith 
International, Inc.'s motion for an extension of time to answer complaint is 
granted. [25-1] Leave granted Lewis T. Steadman, Jr. and Robert M. Ward to 
file andsubstitute appearance on behalf of defendant Golfsmith International. 
Leave granted Arnold White & Durkee to withdraw as attorney for defendant 
Golfsmith. [24-1] Mailed notice [Date Entered: 10/15/98, By: hp] 
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10/15/1998 27 



11/06/1998 
12/16/1998 
01/06/1999 
03/17/1999 
03/17/1999 
03/19/1999 



04/20/1999 
04/20/1999 

04/23/1999 
04/23/1999 



05/13/1999 



ATTORNEY APPEARANCE for defendant Golfsmrth International, Inc. by. 
Lewis T. Steadman, Jr., Robert M. Ward and Michael Ridgeway Hull [Date 
Entered: 10/16/98, By: hp] 

28 ANSWER to the complaint by defendant Golfsmith International, Inc.; jury 
demand [Date Entered: 11/09/98, By: hp] 

29 RULE 26(a)(1 ) disclosures by defendant Orlimar Golf Co; Notice of filing 
(Attachments) [Date Entered: 12/29/98, By: rm] 

30 ANSWER TO THE COMPLAINT by defendant Hippo Golf Equip Co; Jury 
demand [Date Entered: 01/08/99, By: ac] 

31 MOTION by plaintiff for agreed order of dismissal ; Notice of motion [Date 
Entered: 03/22/99, By: hp] 

32 MOTION by plaintiff to default Outlook Sports Technology d/b/a Hippo Golf 
(Exhibit); Notice of motion [Date Entered: 03/22/99, By: hp] 

33 MINUTE ORDER of 3/19/99 by Hon. David H. Coar : Plaintiffs motion for 
agreed order of dismissal as to defendant UT Golf, Inc., [32-1] and plaintiffs 
motion to default Outlook Sports Technology d/b/a Hippo Golf, arestricken for 
failure to appear on said motions. [31-1] Mailed notice [Date Entered: 
03/22/99, By: hp] 

34 MOTION by plaintiff for agreed order of dismissal ; Notice of motion [Date 
Entered: 04/26/99, By: II] 

37 MOTION by plaintiff to require appearance of counsel , or to strike answer of 
Outlook Sports Technology f/k/a Hippo, Inc. ; Notice of motion [Date Entered: 
04/26/99, By: II] 

35 AGREED ORDER regarding motion of dismissal [34-1] [Date Entered: 
04/26/99, By: II] 

36 MINUTE ORDER of 4/23/99 by Hon. David H. Coar : Motion for agreed order 
of dismissal. Motion is granted. [34-1 ] Enter agreed order of dismissal as to 
defendant UT Golf, Inc. No notice [Date Entered: 04/26/99, By: II] 



04/23/1999 38 



MINUTE ORDER of 4/23/99 by Hon. David H. Coar : It is hereby ordered that 
defendant Outlook Sports Technology files an appearance of counsel by 
05/14/99. [37-1] If an appearance of counsel is not on file pursuant to all 
rulesof the court, the court will strike the defendant, Outlook Sports' answer. 
The motion to strike is continued to 05/14/99 at 9:30 a.m. [37-2] Mailed notice 
[Date Entered: 04/26/99, By: II] 

39 ATTORNEY APPEARANCE for defendant Hippo Golf Equip Co by Thomas 
Gerard Pasternak, Norman M. Hirsch and Rudy I. Kratz [Date Entered: 
05/14/99, By: ip] 



05/14/1999 40 MINUTE ORDER of 5/14/99 by Hon. David H. Coar : Status hearing held. 

Motion to strike is moot and teminated. [37-2] The Court having set a 
schedule on 09/19/98 after a Rule 16(b) scheduling conference, a Rule 16(b) 
conferenceas to Outlook will not be set. The Schedule entered 09/18/98 shall 
apply to all remaining defendants including Outlook Sports. Mailed notice 
[Date Entered: 05/1 8/99, By: II] 

05/20/1999 41 TRANSCRIPT of proceedings for the following date(s): 05/14/99 Before 
Honorable David H. Coar [Date Entered: 05/21/99, By: II] 

09/09/1 999 42 MOTION by plaintiff for agreed order of dismissal ; Notice [Date Entered: 
09/17/99, By: II] 

09/1 5/1 999 43 MINUTE ORDER of 9/1 5/99 by Hon. David H. Coar : Motion for agreed order 
of dismissal is granted. [42-1 ] All of plaintiffs claims against Orlimar & 
Orlimar's counterclaim against the plaintiff are dismissed with prejudice, 
eachparty to bear its own costs and attorneys' fees. The Court finds no just 
reason to delay entry of this order of dismissal and the Clerk shall forthwith 
enter final judgment. (Entered Agreed Order of Dismissal) Mailed notice 
[Date Entered: 09/17/99, By: II] 
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44 
48 



09/15/1999 
09/20/1999 

09/23/1999 

09/27/1999 

09/28/1999 



09/29/1999 49 



10/04/1999 50 



10/06/1999 51 



ENTERED JUDGMENT [Date Entered: 09/1 7/99, By: I!] 

MOTION by defendant Golfsmith Int) Inc for enforcement of ral settlement 
agreement and for attorney fees; Notice. [Date Entered: 10/06/99, By: II] 



10/06/1999 52 

10/07/1999 
10/12/1999 

10/19/1999 
10/20/1999 
10/22/1999 
10/25/1999 



10/25/1999 
10/25/1999 



10/25/1999 59 



46 MOTION by plaintiff to compel discovery (Attachments); Notice. [Date 
Entered: 09/30/99, By: II] 

45 RESPONSE by Golfsmith Intl Inc to Vardon's motion to compel. 
(Attachment). [Date Entered: 09/28/99, By: II] 

47 MINUTE ORDER of 9/28/99 by Hon. Martin C. Ashman : Oral argument held. 
Plaintiffs motion to compel discovery is granted. [46-1] Rule 30 (b)(6) " 
deposition shall be taken in the month of October, 1999. Mailed notice [Date 
Entered: 09/30/99, By: II] 

MEMORANDUM of law by defendant Golfsmith Intl Inc in support motion for 
enforcement of oral settlement agreement; affidavit of Lewis T. Steadman, Jr. 
[48-1] (Attachments). [Date Entered: 10/06/99, By: II] 

MINUTE ORDER of 10/4/99 by Hon. David H. Coar : Goldsmiths motion for 
enforcement of Oral Settlement Agreement and for attorneys' and for 
attorney' Fees is referred to the Magistrate Judge, Judge Ashman. 
Mailednotice [Date Entered: 10/06/99, By: II] 

MINUTE ORDER of 10/6/99 by Hon. Martin C. Ashman : The court having 
been notified and the parties being in agreement, the following briefing 
schedule is set: plaintiffs response to defendant Golfemith's motion 
forenforcement of oral settlement and for attorneys' fees to be filed by 
10/14/99. Reply due 10/22/99. [48-1] [48-2] Oral argument on defendant 
Goifsmith's motion for enforcement of oral settlement agreement and for 
attorneys' fees is set for 1 1/22/99 at 10:30 a.m. Mailed notice [Date Entered: 
10/07/99, By: hp] 

PRECAUTIONARY MOTION by Golfsmith Intl Inc to suspend the scheduled 
deadlines in this case pending enforcement of the settlement agreement; 
Notice [Date Entered: 10/14/99, By: ar] 

~ SCHEDULE set on 10/7/99 by Hon. David H. Coar : Noticed motion 
scheduled for 9:15 10/12/99 No notice [Date Entered: 10/07/99, By: pm] 

53 MINUTE ORDER of 10/12/99 by Hon. David H. Coar : Goifsmith's 
precautionary motion to suspend the scheduled deadlines in this case 
pending enforcement of the settlement agreement is denied [52-1]. Mailed 
notice [Date Entered: 10/14/99, By: ar] 

55 AGREED MOTION by Vardon Golf Co Inc. & Hippo Golf Equip Co for entry 
of judgment ; Notice. [Date Entered: 10/26/99, By: tlm] 

54 TRANSCRIPT of proceedings for the following date(s): 1 0/1 2/99 Before 
Honorable David H. Coar [Date Entered: 10/21/99, By: tw] 

62 AGREED MOTION by Vardon Golf Co Inc for entry of a protective order 
(Attachment); Notice [Date Entered: 10/28/99, By: jmp] 

MINUTE ORDER of 10/25/99 by Hon. David H. Coar : Agreed motion for 
entry of judgment is granted. [55-1] Final judgment is entered against Outlook 
Sports Technology, Inc. in the amount of $20,000.00 and in favor of the 
plaintiff.without costs to either party. The Court finds that there is no just 
reason to delay entry of final judgment, terminating party Hippo Golf Equip 
Co Mailed notice [Date Entered: 10/26/99, By: tlm] 

ENTERED JUDGMENT [Date Entered: 10/26/99, By: tlm] 

STIPULATION for dismissal with prejudice by plaintiff and Wilson Sporting 
Goods [Date Entered: 10/26/99, By: tlm] 

MINUTE ORDER of 10/25/99 by Hon. David H. Coar : Pursuant to Stipulation 
for Dismissal with Prejudice, Defendant Wilson Sporting Goods Co., is 
dismissed with prejudice. Each side is to bear its own costs and 
expenses.terminating party Wilson Sporting Mailed notice [Date Entered: 



56 



57 
58 
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10/26/99, By: tlm] 

10/25/1999 60 APPLICATION for leave to appear pro hac vice by Willem G. Schuurman for 
Golfsmith Intl Inc ; Order entered granting leave by Hon. David H. Coar [Date 
Entered: 10/26/99, By: tlm] 

APPLICATION for leave to appear pro hac vice by Adam V. Floyd for 
Golfsmith Intl Inc ; Order entered granting leave by Hon. David H. Coar [Date 
Entered: 10/26/99, By: tlm] 

MINUTE ORDER of 10/27/99 by Hon. David H. Coar : Agreed motion for 
entry of a protective order is denied [62-1] No notice [Date Entered: 10/28/99, 
By:jmp] 

TRANSCRIPT of proceedings for the following date(s): 10/27/99 Before 
Honorable David H. Coar [Date Entered: 11/16/99, By: Is] 



10/25/1999 61 



10/27/1999 63 



11/12/1999 
11/12/1999 
11/15/1999 
11/16/1999 



64 



65 MOTION by Golfsmith Intl Inc to compel discovery (Attachments); Notice. 
[Date Entered: 1 1/17/99, By: tlm] 

- SCHEDULE set on 1 1/15/99 by Hon. Edward A. Bobrick : Noticed motion set 
for 10:00 11/16/99 No notice [Date Entered: 11/15/99, By: th] 



11/17/1999 67 



11/22/1999 68 



66 MINUTE ORDER of 1 1/16/99 by Hon. Edward A. Bobrick : Defendant's 

motion to compel discovery [65-1] is entered and continued to 10:00 a.m. on 
1 1/22/99 before Magistrate Judge Ashman. Judge's staff mailed notice [Date 
Entered: 11/17/99, By: tlm] 

MINUTE ORDER of 1 1/17/99 by Hon. Martin C. Ashman : Oral argument on 
plaintiffs motion for enforcement of oral settlement agreement [48-1] and for 
attorneys fees [48-2] is reset to 11/29/99 at 1 :30 p.m. Mailed notice [Date 
Entered: 1 1718/99, By: hp] 

MINUTE ORDER of 1 1/22/99 by Hon. Martin C. Ashman : Oral argument 
held. Defendant Golfsmith 's motion to compel discovery [65-1] is granted as 
to what was said during the conversation on July 23 as to whether an oral 
settlementagreement was reached, but denied in all other respects without 
prejudice. Defendant Golfsmith is granted leave to file a reply brief by 
12/2/99, to its motion to enforce settlement. Evidentiary hearing on whether 
an oral settlement agreement was reached is set for 1 2/22/99, at 1 1 :00 a.m. 
Oral argument date of 1 1/29/99 is stricken. Mailed notice [Date Entered: 
11/23/99, By: eav] 

1 2/03/1 999 69 NOTICE by William G. Schuurman attorney for defendant Golfsmith Intl Inc of 
change of address [Date Entered: 12/07/99, By: dk] 

12/07/1999 70 MOTION by plaintiff Vardon Golf Co Inc, defendant Nicklaus Golf Equip for 
agreed order of dismissal ; Notice of motion [Date Entered: 12/30/99, By: 
eav] 



12/15/1999 71 



12/21/1999 72 



12/22/1999 
12/22/1999 



74 

73 



MOTION by defendant Golfsmith Intl Inc to voluntarily withdraw its motion for 
enforcement of a settlement agreement without prejudice ; Notice of motion 
[Date Entered: 12/30/99, By: eav] 

MINUTE ORDER of 12/21/99 by Hon. David H. Coar : Golfsmith *s motion to 
voluntarily withdraw its motion for enforcement of a settlement agreement 
without prejudice is granted. [71-1] Doc # [48-1] & [48-2] Golfsmith *s 
motionfor enforcement of settlement agreement and for attorneys fees is 
withdrawn and terminated. Mailed notice [Date Entered: 12/30/99, By: eav] 

ENTERED JUDGMENT [Date Entered: 12/30/99, By: eav] 

MINUTE ORDER of 12/22/99 by Hon. David H. Coar : Motion of agreed order 
of dismissal is granted. [70-1] All claims of the plaintiff's complaint against 
Nicklaus and Nicklaus' counterclaims against the plaintiff, are hereby 
dismissedwith prejudice on the basis of the settlement reached. Each party 
shall bear its own costs and attorneys' fees. Pursuant to FRCP 54(b), the 
Court finds no just reason to delay entry of this agreed order of dismissal. 
(Entered Agreed Order of Dismissal) Mailed notice [Date Entered: 12/30/99, 
By: eav] 
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01/03/2000 82 



01/05/2000 76 



12/29/1999 75 TRANSCRIPT of proceedings for the following date(s): 10/22/99 Before 
Honorable Martin C. Ashman [Date Entered: 12/30/99, By: eav] 

1 2/30/1 999 - MAILED on 1 2/30/99 Trademark report and certified copy of Judge Coar's 
order dated 12/22/99 to Washington, D.C. [Date Entered: 12/30/99, By: eav] 

1 2/30/1 999 77 MOTION by defendant Golfsmith Intl Inc for leave to file brief in excess of 1 5 
pages; Notice. [Date Entered: 01/1 1/00, By: bw] 

1 2/30/1 999 78 MOTION by defendant Golfsmith IntJ Inc for summary judgment of 

noninfringement of U.S. Patent No. 5,401,021; Rule 56.1(a)(3) statement; 
Notice. [Date Entered: 01/1 1/00, By: bw] 

1 2/30/1 999 79 BRIEF by defendant Golfsmith Intl Inc in support of its motion for summary 
judgment of noninfringement of U.S. Patent No. 5,401 ,021 [78-1]; 
(Attachments). [Date Entered: 01/1 1/00, By: bw] 

01/03/2000 80 MOTION by defendant Golfsmith Intl Inc for leave to file brief in excess of 1 5 
pages ; Notice. [Date Entered: 01/1 1/00, By: bw] 

01/03/2000 81 MOTION by defendant Golfsmith Intl Inc for summary judgment of 

noninfringement of U.S. Patent No. 5,301,941; Rule 56.1(a)(3) statement; 
Notice. [Date Entered: 01/1 1/00, By: bw] 

BRIEF by defendant Golfsmith Intl Inc in support of its motion for summary 
judgment of noninfringement of U.S. Patent No. 5,301 ,941 [81 -1 ]; 
(Attachments). [Date Entered: 01/1 1/00, By: bw] 

MINUTE ORDER of 1/5/00 by Hon. Martin C. Ashman : All matters relating to 
the referral of this action having been resolved, the case is returned to the 
assigned judge. Terminating the case referral . No notice [Date Entered: 
01/06/00, By: gk] 

01/06/2000 - SCHEDULE set on 1/6/00 by Hon. David H. Coar : Noticed motions 

scheduled for 9:15 1/10/00 No notice [Date Entered: 01/06/00, By: pm] 

01/10/2000 83 MINUTE ORDER of 1/10/00 by Hon. David H. Coar : Golfsmith's motion for 
leave to file brief in excess of 1 5 pages on the summary judgment motion for 
the 5,401 ,021 patent is granted. [77-1] Leave granted to file 21 page brief. 
Answerbrief to motion for summary judgment of noninfringement of U.S. 
Patent No. 5,401,021 due 1/31/00. [78-1] Reply to answer brief due 2/22/00. 
Ruling by mail on Golfsmith's motion for sumary judgment of noninfringement 
of US Patent No. 5,401 .021 . Mailed notice [Date Entered: 01/1 1/00 t By: bw] 

01/10/2000 84 MINUTE ORDER of 1/10/00 by Hon. David H. Coar : Golfsmith's motion for 
leave to file brief in excess of 1 5 pages on the summary judgment motion for 
the 5,301,941 patent is granted. [80-1] Leave granted to file 18 page brief. 
Answerbrief to motion for summary judgment of noninfringement of U.S. 
Patent No. 5,301,941 due 1/31/00. [81-1] Reply to answer brief due 2/22/00. 
Ruling by mail on Golfsmith's motion for summary judgment of 
noninfringement of US Patent No. 5,301 ,941 . Mailed notice [Date Entered: 
01/11/00, By: bw] 

85 UNOPPOSED MOTION by plaintiff for withdrawal of Golfsmith's motion to 
enforce a settlement agreement with prejudice (Attachment); Notice. [Date 
Entered: 01/19/00, By: vj] 



01/13/2000 

01/14/2000 
01/14/2000 



= [Date Entered: 01/14/00, By: pm] 



87 



01/18/2000 86 



01/20/2000 88 



MOTION by defendant Golfsmith Intl Inc to file replacement page of 
Golfsmith's brief in support of its motion for summary judgment of non- 
infringement of U.S. Patent No. 5,401,021 (Attachment); Notice. [Date 
Entered: 01/21/00, By: vj] 

MINUTE ORDER of 1/18/00 by Hon. David H. Coar: Unopposed motion for 
withdrawal of Golfsmith's motion to enforce a settlement agreement with 
prejudice is granted [85-1]. No notice [Date Entered: 01/19/00, By: vj] 

EXHIBIT N by defendant Golfsmith Intl Inc.'s brief in support of its motion for 
summary judgment of noninfringement of U.S. Patent No. 5,301 ,941 
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01/31/2000 

01/31/2000 

01/31/2000 

02/01/2000 
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02/18/2000 

02/23/2000 
02/24/2000 

02/29/2000 
03/07/2000 



(Attachment); Notice. [Date Entered: 01/21/00, By: vj] 

89 MINUTE ORDER of 1/20/00 by Hon. David H. Coar: Golfemith's oral motion 
for leave to supplement their 2nd motion for summary judgment with Exhibit 
N is granted. Golfemith's motion to file replacement page of Golfemith's brief 
insupport of motion for summary judgment of non-infringement of U.S. Patent 
No. 5,401 ,021 is granted [87-1]. Mailed notice [Date Entered: 01/21/00, By: 
vj] 

90 RESPONSE by Vardon Golf Co Inc to Golfemith's motion for partial summary 
judgment of noninfringement of U.S. Patent No. 5,301 ,941 [81-1] and cross 
motion for summary judgment of claims 12-17 of the '941 patent. [Date 
Entered: 02/02/00, By: vj] 

91 RESPONSE by Vardon Golf Co Inc to Golfemith's motion for partial 
summary judgment of noninfringement of U.S. Patent No. 5,401,021 [78-1] 
and cross motion for infringement of '021 claims 3 and 7. [Date Entered: 
02/02/00, By: vj] 

92 LR 56.1 (b)(3) statement in response to Golfemith's LR 56.1(a)(3) statement 
in support of Golfemith's motion for partial summary judgment of 
noninfringement of U.S. Patent No. 5,301,941 and Vardon's cross motion 
for infringement of 941 patent claims 12-17. [Date Entered: 02/02/00, By: vj] 

93 LR 56.1(b)(3) statement in response to Golfemith's LR 56.1(a)(3) statement 
in support of Golfemith's motion for partial summary judgment of 
noninfringment of U.S. Patent No. 5,401 ,021 and Vardon's cross motion for 
infringement of021 patent claims 3 and 7. [Date Entered: 02/02/00, By: vj] 

94 NOTICE OF FILING by Vardon Golf Co Inc of substitute page, to replace 
page 3 of his response to Golfemith's motion for partial summary judgment 
of noninfringement of U.S. Patent No. 5,401 ,021 and cross motion for 
infringement of '021 claims 3 and 7. [Date Entered: 02/02/00, By: vj] 

95 EXHIBITS by plaintiff to response to Golfemith's motion for partial summary 
judgment of noninfringement of U.S> Patent No. 5,401 ,021 and cross 
motion for infringement of '021 claims 3 and 7 [91-1] [2 vols: 95-1,95-2]. 
[Date Entered: 02/02/00, By: vj] 

96 OPPOSITION by Golfemith to Vardon's motion to quash notice of 
deposition and subpoena for Dillis Allen. [Date Entered: 02/1 7/00, By: vj] 

101 MOTION by Vardon Golf Co Inc to quash notice of deposition and 

subpoena for Dillis Allen (Attachments); Notice. [Date Entered: 03/03/00, 
By: vj] 

97 OPPOSITION by Golfemith to Vardon's motion to quash and request for 
extension of time to file reply brief. [Date Entered: 02/22/00, By: vj] 

98 EMERGENCY MOTION by Vardon Golf Co Inc to quash notice of 
deposition and subpoena for Dillis Allen (Attachments); Notice. [Date 
Entered: 02/25/00, By: vj] 

- [Date Entered: 02/23/00, By: th] 

h MINUTE ORDER of 2/24/00 by Hon. Edward A. Bobrick: Vardon's 



— emergency motion to quash notice of deposition and subpoena for Dillis 
Allen is denied [98-1], as stated in open court. Defendant's oral motion for 
leave to file its reply briefeeven days after the deposition is granted. 
Detailed order to follow. Notices mailed by judge's staff [Date Entered: 
02/25/00, By: vj] 

100 REFERRAL ORDER of 2/29/00 The case is referred to the Hon. Martin C. 
Ashman pursuant to Local Rule 72.1 for Vardon's motion to quash notice of 
deposition and subpoena for Dillis Allen. Mailed notice [Date Entered: 
03/01/00, By: vj] 

= SCHEDULE set on 3/7/00 by Hon. Martin C. Ashman : Status hearing set to 
10:00 3/22/00 before Magistrate Judge Ashman in courtroom 2214. Mailed 
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03/21/2000 105 



notice [Date Entered: 03/07/00, By: is] 

03/21/2000 102 REPLY brief by Golfsmith Intl Inc in support of its motion for summary 
judgment of noninfringement of U.S. Patent No. 5,401 ,021 [78-1] 
(Attachments). [Date Entered: 03/23/00, By: vj] 

03/21/2000 103 REPLY brief by Golfsmith Intl Inc in support of its motion for summary 
judgment of noninfringement of U.S. Patent No. 5,301 ,941 [81-1] 
(Attachments). [Date Entered: 03/23/00, By: vj] 

03/21/2000 104 LOCAL RULE 56.1(b)(3) statement in response to Vardon's LR 56.1(a)(3) 
statement in support Vardon's motion for summary judgment of 
infringement of claims 3 and 7 of U.S. Pant No. 5,401 ,021 by Golfsmith Intl 
Inc. [Date Entered: 03/23/00, By: vj] 

LOCAL RULE 56.1(b)(3) statement in response to Vardon's LR 56.1(a)(3) 
statement in support of Vardon's motion for summary judgment on 
infringement of claims 3 and 7 of U.S. Patent No. 5,401 ,021 by Golfsmith 
International Inc. [Date Entered: 03/23/00, By: vj] 

MINUTE ORDER of 3/22/00 by Hon. Martin C. Ashman: Status hearing 
held. All matters relating to the referral of this action having been resolved, 
the case is returned to the assigned judge. No notice [Date Entered: . 
03/23/00, By: vj] 

MOTION by plaintiff to file a replacement page to its LR 56.1(b)(3) 
statement in response to Golfsmith's motion for partial summary judgment 
of noninfringement of U.S. Patent No. 5,401,021 (Attachment); Notice of 
motion [Date Entered: 04/04/00, By: eav] 

107 TRANSCRIPT of proceedings for the following date(s): 2/24/00 Before 
Honorable Edward A. Bobrick [Date Entered: 03/28/00, By: eav] 

» [Date Entered: 03/28/00, By: pm] 



03/22/2000 



1 



106 



03/27/2000 108 



03/28/2000 

03/28/2000 
04/03/2000 



i 



109 



04/14/2000 

04/14/2000 
04/20/2000 

06/02/2000 
06/06/2000 



MINUTE ORDER of 4/3/00 by Hon. David H. Coar : Vardon's motion to file 
a replacement page to its LR 56.1(b)(3) statement in response to 
Golfsmith's motion for partial summary judgment of noninfringement of U.S. 
Patent No.5,401 ,021 is granted [1 08-1] The filing of a final pretrial order on 
4/14/00 is not required at this time, the Court will maintain all other 
deadlines and the deadline for filing the pretrial order will be reset after the 
resolution of the pending motions for summary judgment. Mailed notice 
[Date Entered: 04/04/00, By: eav] 

SCHEDULE set on 4/14/00 by Hon. David H. Coar : Final Pretrial order to 
be submitted on 5/29/00. Pretrial conference reset to 2:00 6/23/00. Jury trial 
reset to 10:00 7/24/00. Mailed notice [Date Entered: 04/14/00, By: pm] 

TRANSCRIPT of proceedings for the following date(s): 9/28/99 Before 
Honorable Martin C. Ashman [Date Entered: 04/17/00, By: eav] 

111 STATEMENT OF SATISFACTION OF JUDGMENT by plaintiff Vardon Golf 
Co Inc against Outlook Sports Tech in the amount of $20,000.00 
(Attachment) [Date Entered: 04/21/00, By: eav] 

112 FINAL PRETRIAL ORDER SUMMARY by defendant Golfsmith Intl Inc 
(Attachments) [Date Entered: 06/05/00, By: eav] 



110 



i 



113 



MINUTE ORDER of 6/6/00 by Hon. David H. Coar : For the reasons stated 
in the attached memorandum opinion and order, Golfsmith's motion for 
summary judgment # [78-1] is denied in part and granted in part. The Court 
grantsGolfsmith's motion with respect to the Penick and Jetstream clubs on 
Claims 3 through 5 regarding literal infringement and infringement under the 
doctrine of equivalents; Denies both Golfsmith's motion and Vardon's cross- 
motion for the Jetstream clubs on Claim 7 regarding literal infringement and 
infringement under the doctrine of equivalents; GrantsGolfsmith's motion for 
the Penick clubs on Claim 7 regarding literal infringement; Denies 
Golfsmith's motion and Vardon's cross-motion for the Penick clubs on Claim 
7 regarding the doctrine of equivalents; and grantsGolfsmith's motion with 
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06/21/2000 119 

06/23/2000 
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09/06/2002 
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10/07/2002 
10/07/2002 



respect to the Penick and Jetstream clubs on claims 9 t 11, 12, and 14 
regarding literal infringement and infringement under the doctrine of 
equivalents. Golfs mith's motion for summary judgment #[81-1] is denied in 
part and granted in part. The Court grants Golfsmith's motion for summary 
judgment with regardto literal infringement of Claims 12 through 18. All 
motions for summary judgment with regard to the doctrine of equivalents 
are denied as are Vardon's cross-motions for summary judgment (Entered 
Memorandum Opinion and Order)Mailed notice [Date Entered: 06/08/00, 
By: eav] 

MOTION by defendant Golfsmith Intl Inc for admission pro hac vice of Brian 
K. Buss (Attachments) [Date Entered: 06/22/00, By: eav] 

AFFIDAVIT of Gregory L. Porter in support of application for leave to 
appear pro hac vice [Date Entered: 06/22/00, By: eav] 

AFFIDAVIT of Andrew DiNovo in support of motion to admit pro hac vice 
[Date Entered: 06/22/00, By: eav] 

REPLY by defendant Golfsmith Intl Inc to Vardon's motion in limine to 
exclude certain prior art of Golfsmith (Attachments) [Date Entered: 
06/22/00, By: eav] 

MINUTE ORDER of 6/21/00 by Hon. David H. Coar : Motion for admission 
pro hac vice of Brian K. Buss is granted upon the payment of the filing fee. 
Mailed notice [Date Entered: 06/22/00, By: eav] 

APPLICATION for leave to appear pro hac vice by Brian K. Buss for 
defendant Golfsmith Intl Inc ; Order entered granting leave by Hon. David 
H. Coar [Date Entered: 06/23/00, By: eav] 

SCHEDULE set on 6/23/00 by Hon. David H. Coar : Final Pretrial 
conference held and continued generally. Trial is herby stricken. Mailed 
notice [Date Entered: 06/23/00, By: pm] 

TRANSCRIPT of proceedings for the following date(s): 6/23/00 Before; 
Honorable David H. Coar [Date Entered: 09/18/00, By: eav] 

NOTICE by Lewis T. Steadman of change of address. [Date Entered: 
10/23/00, By: mw] 

SCHEDULE set on 8/2/02 by Hon. David H. Coar : Status hearing set to 
9:00 8/21/02 . Mailed notice [Date Entered: 08/02/02, By: pm] 

LETTER from defendant Golfsmith Intl. Inc. attorney of change of attorney's 
address dated 08/09/02 [Date Entered: 08/14/02, By: cdy] 

- SCHEDULE set on 8/21/02 by Hon. David H. Coar : Status hearing held 
and continued to 9:00 10/1/02 . Mailed notice [Date Entered: 08/21/02, By: 
pm] 

- SCHEDULE set on 9/6/02 by Hon. David H. Coar : Status hearing reset to 
9:00 9/30/02, date of 10/1/02 is stricken . Mailed notice [Date Entered: 
09/06/02, By: pm] 

- SCHEDULE set on 9/30/02 by Hon. David H. Coar : Status hearing held 
and continued to 9:00 10/7/02 . No notice [Date Entered: 09/30/02, By: tc] 

[|] 123 AGREEMENT of partial dismissal with prejudice [Date Entered: 10/09/02, 
By: eav] 



120 
121 



1 



122 



1 



124 



MINUTE ORDER of 10/7/02 by Hon. David H. Coar : Status hearing held 
and continued to 1 1/15/02 at 9:30 a.m. Pursuant to a stipulation between 
the parties, Vardon and Golfsmith agree to dismissal with prejudice of 
Vardon'sclaims of infringement against Golfsmith with respect to both the 
'021 and "997 patents. Vardon further agrees to dismiss with prejudice 
Golfsmith's claims of non-infringement and invalidity against Vardon with 
respect to both '021 and '997 patents and Golfsmith's claims of 
unenforceability of the '997 patent. Should the FederalCircuit reverse any 
finding of inequitable conduct in the Karsten 2785 case, then such finding 
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126 



shall apply to this case as well. Mailed notice [Date Entered: 10/09/02, By: 
eav] 

125 COMBINED MOTION AND MEMORANDUM by plaintiff for withdrawal of 

appearances of Thomas G. Scavone, Dean D. Niro, Patrick F. Solon and 

Keith A. Vogt ; Notice of motion [Date Entered: 10/16/02, By: eav] 

MINUTE ORDER of 10/15/02 by Hon. David H. Coar : Combined motion 
and memorandum for withdrawal of appearance. Answer brief to motion 
due 10/22/02. [125-1] Reply to answer brief due 10/30/02. Hearing on 
combined motion and memorandumfor withdrawal of appearance set for 
11/7/02 at 9:00 a.m. No notice [Date Entered: 10/16/02, By: eav] 

127 UNOPPOSED MOTION by plaintiff Vardon Golf Co Inc for withdrawal of 

appearance of Michael P. Mazza ; Notice of motion [Date Entered: 

10/23/02, By: eav] 

12Q MINUTE ORDER of 10/22/02 by Hon. David H. Coar : Unopposed motion 
for withdrawal of appearance is continued to 10/24/02 at 9:00, defendants 



[127-1] Mailed notice [Date Entered: 10/23/02, 



129 



130 



will be appearing by phone. 
By: eav] 

MINUTE ORDER of 10/24/02 by Hon. David H. Coar: Unopposed motion 
for withdrawal of appearance is granted and terminated [127-1]. Leave 
granted Michael P. Mazza (as associated with the law firm of Niro Scavone, 
Haller andNero) to withdraw his appearance. Mailed notice [Date Entered: 
10/25/02, By: cv] 

MEMORANDUM in RESPONSE by attorney's Seavone, Niro, Solon and 
Vogt to 1 1/30/02 Vardon Golf letter of withdrawal. [Date Entered: 1 1/06/02, 
By: gy] 

f) 1 31 MINUTE ORDER of 1 1/7/02 by Hon. David H. Coar : Plaintiffs motion for 

withdrawal of appearances of Thomas G. Scavone, Dean D. Niro, Patrick F. 

Solon and Keith A. Vogt is granted. [125-1] Mailed notice [Date Entered: 
11/08/02, By: eav] 

h 1 ACKNOWLEDGEMENT of receipt of short record on appeal USCA 02-41 57 
— [Date Entered: 12/1 1/02, By: eav] 

133 TRANSCRIPT of proceedings for the following date(s): Held on 1 1/07/02 
before Honorable David H. Coar. [Date Entered: 12/23/02, By: cm] 

j) 134 CERTIFIED copy of Order dated 12/6/02 from the 7th Circuit. It is ordered 

that the petition is transferred to the Court of Appeals for the Federal Circuit 

under 28 U.S.C. 1631. (02-4157) [Date Entered: 12/31/02, By: eav] 



137 



ORDER dated 1/3/03 from the Federal Circuit. It is ordered that: Niro, 
Scavone is directed to respond with 10 days of the date of filing of this 
order. Any other respondent may also respond within that time. 
(Miscellaneous Docket No.722) (Attachment) [Date Entered: 01/15/03, By: 
eav] 

oc Order dated 1/2/03 from the Federal Circuit. (Misc No. 722) (Attachment) 
— [Date Entered: 01/08/03, By: eav] 

ORDER dated 1/10/03 from the Federal Circuit. It is ordered that: Niro, - 
Scavone is directed to file a consolidated response within 10 days of the 
date of filing of this order. Any other respondent may also respond within 
thattime. (Misc. Docket No. 722, 723,724) [Date Entered: 01/15/03, By: eav] 

TRANSCRIPT of proceedings for the following date(s): 10/15/02 Before 
Honorable David H. Coar [Date Entered: 01/15/03, By: eav] 

13g VOLUNTARY PETITION by plaintiff Vardon Golf Co Inc in Bankruptcy No. 
B03-19592; Notice of filing [Date Entered: 05/07/03, By: eav] 



138 



136 
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Suite 2600 

Chicago , IL 60601 

USA 

(312)609-7500 

James Vincent Garvev 
[COR] 

[Term: 10/28/1999] 

Vedder. Price, Kaufman & Kammholz. PC 

222 North Lasalle Street 

Suite 2600 

Chicago , IL 60601 

USA 

(312) 609-7500 
David A Roodman 



https://courtlinUexisnexisxom/Doc 4/29/04 



CourtLink - Display A Docket 

« 



Page 7 of 34 



[COR NTC] 

Bryan Cave, LLP 

21 1 North Broadway 

Suite 3600 

St Louis, MO 63102 

USA 

(314) 259-2700 

Dennis P W Johnson 
[COR] 

Carole A Corns Nicole Feder John M 

Broderick Pugh, Jones & Johnson, PC 

180 North Lasalle Street 

Suite 3400 

Chicago , I L . 60601 

USA 

(312) 551-1002 

Lawrence G Kurland 

[COR NTC] 

Bryan Cave LLP 

1290 Avenue of the Americas 

New York , NY 10104-3300 

USA 

(212)541-2000 

Troy B Froderman 

[COR LD NTC A] 

Bryan Cave LLP . 

Two North Central Avenue 

Suite 2200 

Phoenix , A2 85004 

USA 

(602) 364-7452 



DillisV Allen 

THIRD-PARTY DEFENDANT 



Keith A Voat 
[NTC] 

Niro. Scavone. Haller & Niro. Ltd 
181 West Madison Street 
Suite 4600 
Chicago , IL 60602 
USA 

(312)236-0733 



Date # Proceeding Text 

04/27/1 999 1 COMPLAINT (Exhibits); jury demand - Civil cover sheet - Appearance(s) of 
Thomas G. Scavone, Michael P. Mazza, Keith A. Vogt, Patrick Francis Solon 
as attorney(s) for plaintiff ( Original and one copy of summons(es) issued.) 
(Documents: 1 -1 through 1 -3) [Date Entered: 04/29/99, By: ar] 

04/27/1999 - RECEIPT regarding payment of filing fee paid; on 4/27/99 in the amount of $ 
150.00, receipt* 1042628. [Date Entered: 04/29/99, By: ar] 

04/27/1 999 2 NOTICE by plaintiff of claims involving patent pursuant to Local Rule 1 3 
[Date Entered: 04/29/99, By: ar] 

04/29/1 999 - MAILED patent report report to Commissioner of Patents and Reports 

together with copies of notice of claims involving patent pursuant to Local 
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Rule 13 [2-1] and Exhibits A and B [Date Entered: 04/29/99, By: ar] 

04/29/1 999 = SUMMONS and one copy issued as to Karsten Mfg Corp (Attachment) [Date 
Entered: 04/30/99, By: ar] 

06/15/1999 3 MINUTE ORDER of 6/15/99 by Hon. David H. Coar : Rule 16(b) scheduling 
conference set for 1 :30 pm on 07/16/99 in chambers. The court hereby opts 
into Rule 26(a)(1) for purposes of this case. Proposed discovery plan 
pursuant toRule 26(f) and proposed scheduling order pursuant to Rule 16(b) 
to be filed in chambers. (See attached forms for report of planning 
conference and proposed scheduling order.) (See reverse of minute order.) 
Mailed notice [Date Entered: 06/21/99, By: ar] 

07/07/1 999 4 RULE 26(a)(1 ) disclosures by plaintiff [Date Entered: 07/08/99, By: ar] 

07/15/1999 5 ANSWER to complaint [1-1] and COUNTERCLAIM by Karsten Mfg Corp 
against Vardon Golf Co Inc (Attachments); Notice [Date Entered: 07/16/99, 
By: ar] 

07/1 5/1 999 6 ATTORNEY APPEARANCE for Karsten Mfg Corp by Troy B. Froderman, 

David A. Roodman, Thomas D. Paulius and James V. Garvey [Date Entered: 
07/16/99, By: ar] 

07/16/1999 ~ SCHEDULE set on 7/16/99 by Hon. David H. Coar : Rule 16(b) scheduling 
conference held. All disclosures required by Rule 26(a)(1) shall be made on 
or before for plaintiff - 7/1 5/99, for defendant 7/31 /99. Any amendments to 
pleadingsor actions to join other parties shall be filed on or before 9/1 5/99. 
Discovery ordered closed on 12/15/99. The parties shall disclose expert 
testimony pursuant to Rule 26(a)(2) on or before 1 1/1/99. The parties may 
depose the other side's expert at any time prior to 12/1/99. The parties shall 
disclose any rebuttal expert pursuant to Rule26(a)(2)(c) at any time prior to 
11/30/99. The parties shall have until 12/15/99 to depose the opposing 
party's rebuttal expert. Motion Dispositive is due 3/1/2000. Pretrial order to be 
submitted on 7/17/2000. Pretrialconference set to 2:00 7/28/2000. Jury trial 
set to 10:00 8/21/2000. Markman Hearing hearing set for 10:00 1/6/2000. 
Mailed notice [Date Entered: 08/02/99, By: pm] 

7_ APPLICATIONS for leave to appear pro hac vice by Troy B. Froderman and 
David Roodman for Karsten Mfg Corp; Orders entered granting leave by 
Hon. David H. Coar [Date Entered: 08/02/99, By: ar] 

I MINUTE ORDER of 7/30/99 by Hon. David H. Coar : Karsten Manufacturing 
Corporation is granted leave to file third party complaint instanter and the 
clerk shall issue summons relating to the third-party complaint of Karsten. 
Mailednotice [Date Entered: 08/02/99, By: ar] 

I THIRD-PARTY COMPLAINT by Karsten Mfg Corp against Diilis V. Allen 
(Attachments); Notice [Date Entered: 08/02/99, By: ar] 

z THIRD-PARTY SUMMONS and one copy issued as to Diilis V Allen [Date 
Entered: 08/02/99, By: ar] 



07/26/1999 
07/30/1999 

07/30/1999 
07/30/1999 
08/03/1999 

08/18/1999 



10 REFERRAL ORDER of 08/03/99: The case is referred to the Hon. Morton 
Denlow for all discovery motions pursuant to General Rule 2.41 (b). (For 
further detail see order.) Mailed notice [Date Entered: 08/04/99, By: ar] 

- SCHEDULE set on 8/18/99 by Hon. Morton Denlow : Initial status hearing is 
set for 9/9/99 at 10:00 a.m. before Magistrate Judge Morton Denlow in 
Courtroom 2496. Parties shall deliver a copy of an initial status report 
tochambers, Room 2402, two business days before the initial status hearing. 
If the parties have recently prepared and filed an initial status report, the 
submission of the previously filed initial status report is sufficient. Mailed 
notice [Date Entered: 08/1 8/99, By: dmk] 

08/27/1999 li ANSWER AND AFFIRMATIVE DEFENSES TO THIRD PARTY COMPLAINT 
third-party complaint [9-1] by Diilis V Allen [Date Entered: 09/01/99, By: ar] 

09/01/1999 - MAILED Rule 3.14 letter to Keith A. Vogt [Date Entered: 09/01/99, By: ar] 

09/07/1 999 12 JOINT STATUS REPORT by Vardon Golf Co Inc, Karsten Mfg Corp, Diilis V 



htfps://courtlink.lexisnexis.com/D^ 4/29/04 



CourtLink - Display A Docket 



Page 9 of 34 



Allen (Attachments) [Date Entered: 09/10/99, By: ar] 

09/09/1 999 13 ANSWER TO COUNTERCLAIM [5-2] and affirmative defenses by Vardon 
Golf Co Inc [Date Entered: 09/12/99, By: ar] 

09/09/1 999 - SCHEDULE set on 9/9/99 by Hon. Morton Denlow : Status hearing held; 

continued to 10:00 10/7/99 . Mailed notice [Date Entered: 09/14/99, By: dmk] 

09/27/1999 14 MOTION by Vardon Golf Co Inc pursuant to Fed.R.Civ.P. 16(a)(3), 16(a)(5) 
and 26(c) for a scheduling and/or settlement conference, and for a protective 
order concerning Karsten's patent infringement counterclaims(Attachments); 
Notice [Date Entered: 10/05/99, By: ar] 

09/30/1 999 - SCHEDULE set on 9/30/99 by Hon. David H. Coar : Noticed motion 

scheduled for 9:15 10/4/99 No notice [Date Entered: 09/30/99, By: pm] 

10/01/1999 17 MOTION by Vardon Golf Co Inc pursuant to Fed.R.Civ.). 37(a)(2)(B) to 

compel Karsten to provide basic discovery in the form of interrogatories and 
responsive-documents (Attachments); Notice [Date Entered: 10/12/99, By: ar] 

10/04/1999 15 MINUTE ORDER of 10/4/99 by Hon. David H. Coar : Vardon Golfs motion 
pursuant to FRCP 16(a)(3), 16(a)(5) and 26(c) for a scheduling and/or 
settlement conference, and for a protective order concerning Karsten's patent 
infringementcounterclaims is referred to the Magistrate Judge, Morton 
Denlow [14-1] [14-2]. Mailed notice [Date Entered: 10/05/99, By: ar] 

1 0/05/1 999 ~ SCHEDULE set on 1 0/5/99 by Hon. Morton Denlow : Noticed motion set for 
10:00 10/7/99 No notice [Date Entered: 1 0/05/99, By: dmk] 

10/07/1999 16 MINUTE ORDER of 10/7/99 by Hon. Morton Denlow : Status hearing held 
and continued to 10:00 am on 11/16/99. Plaintiffs motion to compel Karsten 
to provide basic discovery is granted with supplemental responses 
tointerrogatories to be prepared on or before 1 1 /1 5/99. Agreed protective 
order to be presented on or before 1 0/14/99. Defendant to produce 
documents on or before 10/28/99 under the terms of the protective order. In 
the event there is no protective order, the documents are to be produced on 
an attorneys-eyes only basis. Plaintiffs motion for asettlement conference is 
granted [14-1]. The date for settlement will be set on 1 1/16/99. Parties to 
exchange demands and offers prior to that date. Notice mailed by Magistrate 
Judge staff [Date Entered: 1 0/08/99, By: ar] 

EMERGENCY MOTION by defendant/ counter-claimant Karsten Mfg Corp 
for substitution of counsel of law firm of Pugh, Jones and Johnson for the firm 
of Vedder, Price, Kaufman & Kammholz ; Emergency Notice of Motion [Date 
Entered: 1 0/29/99, By: eav] 

EMERGENCY MOTION AND MEMORANDUM by defendant/ counter- 
claimant Karsten Mfg Corp to modify the case scheduling order 
(Attachments) [Date Entered: 10/29/99, By: eav] 

ATTORNEY APPEARANCE for defendants plaintiff by Walter Jones, Jr., 
Dennis P. W. Johnson, Stephen H. Pugh and Nicole Feder [Date Entered: 
10/29/99, By: eav] 

RESPONSE by Vardon Golf Co Inc to to Karsten's emergency motion and 
memorandum to modify the case scheduling order (Attachments) [Date 
Entered: 10/28/99, By: ar] 

21 TRANSCRIPT of proceedings for the following date(s): 9/9/99 Before 
Honorable Morton Denlow [Date Entered: 10/29/99, By: eav] 

22 MINUTE ORDER of 10/28/99 by Hon. David H. Coar : Karsten Manufacturing 
Corporation's emergency motion for substitution of counsel is granted. Leave 
granted Walter Jones, Jr., Dennis P. Johnson, Stephen H. Pugh and 
NicoleFeder to substitute and file appearance as local counsel on behalf of 
Karsten Manufacturing Corp. Leave granted Vedder, Price, Kaufman & 
Kammholz to withdraw as local counsel for defendants. [19-1] Karsten's 
emergency motion and memorandum to modify the case scheduling order is 
Denied for the reasons stated on the record. [20-1] Mailed notice [Date 



10/26/1999 19 

10/26/1999 20 

10/26/1999 23 

10/27/1999 18 

10/28/1999 
10/28/1999 
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Entered: 10/29/99, By: eav] 

1 0/29/1 999 25 MOTION by plaintiff, pursuant to Fed.R.Civ.P. 37(a)(2)(B) to compel Karsten 
to provide timely Rule 30(b)(b) testimony (Attachments); Notice [Date 
Entered: 11704/99, By: ar] 

1 1/01/1999 24 MINUTE ORDER of 1 1/1/99 by Hon. David H. Coar : Karsten's emergency 
motion and memorandum to consolidate related cases is denied for the 
reasons stated on the record. Mailed notice [Date Entered: 11/03/99, By: ar] 

1 1/02/1 999 - SCHEDULE set on 1 1/2/99 by Hon. David H. Coar : Noticed motion 

scheduled for 9:15 11/3/99 No notice [Date Entered: 11/02/99, By: pm] 

11/02/1999 27 EMERGENCY MOTION by Karsten Mfg Corp to compel answers to 

interrogatories and motion for sanctions (Attachments); Notice [Date Entered: 
11/05/99, By: ar] 

1 1/03/1 999 26 MINUTE ORDER of 1 1/3/99 by Hon. David H. Coar : Vardon's motion to 
compel is withdrawn [25-1]. Mailed notice [Date Entered: 11/04/99, By: ar] 

1 1/03/1 999 28 MOTION by Karsten Mfg Corp for protective order; Memorandum in support 
(Attachments); Notice [Date Entered: 11/05/99, By: ar] 

1 1/04/1999 29 MINUTE ORDER of 1 1/4/99 by Hon. David H. Coar : It is hereby ordered that 
any further motion that is labeled emergency, filed by Karsten Manufacturing 
Corporation, must contain an affidavit stating the reasons that deem said 
motion as an emergency. Karsten's emergency motion to compel answers to 
interrogatories and motion for sanctions and motion for protective order are 
denied without prejudice to renewing before the Magistrate Judge [27-1 [27- 
2] [28-1]. Mailed notice [Date Entered: 1 1/05/99, By: ar] 

1 1/08/1 999 32 MOTION by defendant for protective order (Attachments); Notice [Date 
Entered: 11/16/99, By: ar] 

1 1/08/1999 33 MOTION by plaintiff pursuant to Fed.R.Civ.P. 26(c) for a protective order 
concerning upcoming depositions (Attachments); Notice [Date Entered: 
11/16/99, By: ar] 

MINUTE ORDER of 1 1/10/99 by Hon. Edward A. Bobrick : Defendants 
motion to compel answers to interrogatories is granted in part as stated in 
open court [17-1]. Parties under a protective order for attorneys' eyes only 
willexchange the following by 11/11/99: Plaintiff will provide answers to 
interrogatory #4 relating to conception and reduction to practice dates with 
supporting documents. Defendant to provide earlier prior art and invention 
dates as stated in open court. Notice mailed by Magistrate Judge's staff [Date 
Entered: 1 1/12/99, By: ar] 

TRANSCRIPTS of proceedings for the following date(s): 10/28/99 and 
1 1/01/99 before the Honorable David H. Coar (2 vols. #31-1 and #31-2) [Date 
Entered: 11/15/99, By: ar] 

34 MOTION by defendant to compel depositions of Dillis Allen, Irene Allen and 
Scott Longueil (Attachments); Notice [Date Entered: 11/16/99, By: ar] 



11/10/1999 30 



11/12/1999 31 



11/12/1999 
11/15/1999 



11/15/1999 36 



35 APPLICATION for leave to appear pro hac vice by Lawrence G. Kurland for 
Karsten Mfg Corp; Order entered granting leave by Hon. David H. Coar 
(Attachment) [Date Entered: 11/16/99, By: ar] 

APPLICATION for leave to appear pro hac vice by Robert G. Lancaster for 
Karsten Mfg Corp; Order entered granting leave by Hon. Morton Denlow; 
Notice [Date Entered: 11/16/99, By: ar] 



11/15/1999 37 



MINUTE ORDER of 11/15/99 by Hon. Morton Denlow : Oral arguments held. 
Defendant's motion for leave to file application to appear pro hac vice is 
granted. Karsten Manufacturing Corporation's motion to compel depositions 
ofDillis Allen, Irene Allen and Scott Longueil [34-1] and Vardon Golfs motion 
for a protective order concerning upcoming depositions [33-1] are withdrawn 
as moot subject to agreed upon schedule presented in open court. Karsten 
Manufacturing Corp.'s motion for protective order [32-1] continued to 9:30 am 
on 11/17/99. Status hearing set fori 1/16/99 is resetto 10:00 am on 12/16/99. 
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Notice mailed by Magistrate Judge's staff [Date Entered: 1 1/16/99, By: ar] 

1 1/17/1999 38 MINUTE ORDER of 11/17/99 by Hon. Morton Denlow : Defendant Karsten 
Manufacturing Corporation's motion for protective order is withdrawn [32-1], 
No notice [Date Entered: 11/22/99, By: ar] 

1 1/1 9/1 999 39 TRANSCRIPT of proceedings for the following date(s): 1 0/07/99 before the 
Honorable Morton Denlow (1 vol.) [Date Entered: 11/22/99, By: ar] 

1 1/23/1999 - SCHEDULE. set on 1 1/23/99 by Hon. David H. Coar : Noticed motion 

scheduled for 9:15 1 1/29/99 No notice [Date Entered: 1 1/23/99, By: pm] 

1 1/23/1999 40 MOTION by plaintiff to substitute the '941 reissue patent into this case upon 
its issuance (Attachments); Notice [Date Entered: 12/01/99, By: ar] 

1 1/26/1 999 41 MOTION by defendant for sanctions and to compel depostiion and 
memorandum in support; Notice [Date Entered: 12/01/99, By: ar] 

1 1/29/1999 - SCHEDULE set on 1 1/29/99 by Hon. David H. Coar : Noticed motion 

scheduled for 9:15 1 1/20/99 No notice [Date Entered: 1 1/29/99, By: pm] 

1 1/29/1999 42 MINUTE ORDER of 11/29/99 by Hon. David H. Coar : Answer brief to 

Vardon's motion to substitute the '941 reissue patent into this case upon its 
issuance [40-1], due within seven (7) days. The motion to substitute is 
continued t69:30 am on 12/09/99 [40-1]. Mailed notice [Date Entered: 
12/01/99, By:ar] 

1 1/30/1999 43 MINUTE ORDER of 11/30/99 by Hon. David H. Coar : Defendant's motion for 
santions and to compel deposition and memorandum in support thereof to be 
presented before Judge Denlow, pursuant to referrral order of all 
discoverymotions [41-1] [41-2]. No notice [Date Entered: 12/01/99, By: ar] 

1 1/30/1999 44 MOTION by plaintiff for a protective order (Attachment); Notice [Date 
Entered: 12/02/99, By: ar] 

12/01/1999 45 MINUTE ORDER of 12/1/99 by Hon. Morton Denlow : Oral arguments held. 

Plaintiffs motion for a protective order [44-1] is granted in part and denied in 
part and summarized as follows: 1 . Defendant Karsten shall be allowed to 
takeMr. William Raymont's deposition on one future occasion as agreed to by 
the parties. 2. Defendant Karsten shall not be permitted to take any further 
deposition of Mr. Dillis Allen. Notice mailed by Magistrate Judge's staff [Date 
Entered: 12/02/99, By: ar] 

12/02/1999 46 MOTION by plaintiff to compel discovery responses (Attachments); Notice 
[Date Entered: 12/07/99, By: ar] 

12/02/1999 48 EXHIBIT E by plaintiff to its motion to compel discovery responses [46-1] 
(RESTRICTED) [Date Entered: 12/07/99, By: ar] 

12/03/1999 50 MOTION by defendant for protective order (Attachments); Notice [Date 
Entered: 12/09/99, By: gk] 

12/06/1999 47 MINUTE ORDER of 12/6/99 by Hon. Morton Denlow : Oral arguments held. 

Plaintiffs motion to compel discovery responses [46-1] is granted in part and 
denied in part as follows: Defendant shall submit supplemental responses 
tolnterrogatory No. 3 by 12/14/99 identifying an element-by-element analysis 
of the top there items of prior art and listing the top seven additional items of 
prior art. Plaintiffs motion to compel document discovery is denied as 
premature/ Notice mailed by Magistrate Judge's staff [Date Entered: 
12/07/99, By: ar] 



12/06/1999 49 



12/07/1999 
12/07/1999 



54 



OPPOSITION by Karsten Mfg Corp to Vardon's motion to substitute the '941 
reissue patent into this case upon its issuance [40-1] (Attachments); Notice 
[Date Entered: 12/08/99, By: ar] 

SCHEDULE set on 12/7/99 by Hon. Morton Denlow : Noticed motion set for 
10:30 12/9/99 [Date Entered: 12/07/99, By: dmk] 

MOTION by Karsten Mfg Corp to substitute exhibits in Karsten's opposition to 
Vardon's motion to substitute the '941 reissue into this case (Attachments); 
Notice [Date Entered: 12/14/99, By: ar] 
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12/07/1999 55 



12/08/1999 



MOTION by Vardon Golf Co Inc for an in camera inspection of Karsten's 
privileged documents and to compel Karsten to produce attorney-client 
advice regarding Vardon's patents-in-suit (Attachments); Notice [Date 
Entered: 12/14/99, By: ar] 

51 MINUTE ORDER of 12/8/99 by Hon. David H. Coar : Karsten Manufacturing 
Corporations' motion for protective order is withdrawn [50-1]. No notice [Date 
Entered: 12/09/99, By: gk] 



12/09/1999 52 



12/09/1999 
12/10/1999 
12/10/1999 



MINUTE ORDER of 12/9/99 by Hon. David H. Coar : Vardon's motion to 
substitute the '941 reissue patent into this case upon its issuance [40-1] is 
reset for 9:30 am on 12/21/99. Mailed notice [Date Entered: 12/10/99, By: ar] 

56 MOTION by Karsten Mfg Corp to compel F.R.C.P. 30(B)(6) deposition 
(Attachments); Notice [Date Entered: 12/14/99, By: ar] 

- SCHEDULE set on 12/10/99 by Hon. Morton Denlow : Noticed motion set for 
9:30 12/13/99 [Date Entered: 12/10/99, By: dmk] 

53 REPLY by plaintiff in support of its motion to substitute the '941 reissue 
patent into this case upon its issuance [40-1] (Attachments) [Date Entered: 
12/13/99, By: ar] 



12/13/1999 57 



12/13/1999 58 



12/16/1999 
12/17/1999 

12/20/1999 



MINUTE ORDER of 12/13/99 by Hon. David H. Coar : Karsten Manfacturing 
Corp.'s motion to substitute exhibits in Karsten's opposition to Vardon's 
motion to substitute the '941 reissue into this case is granted [54-1]. No 
notice [Date Entered: 1 2/1 4/99, By: ar] 

MINUTE ORDER of 12/13/99 by Hon. Morton Denlow : Defendant Karsten 
Manufacturing Corp.'s motion to compel F.R.C.P. 30(B)(6) deposition is 
denied [56-1]. Expert is to summarize Vardon information that he relies upon 
or providesupplemental documents. Vardon Golfs motion for an in camera 
inspection of Karsten's privileged documents and to compel Karsten to 
produce attorney-client advice regarding Vardon's patents-in-suit is denied 
[55-1] [55-2]. Notice mailed by Magistrate Judge's staff [Date Entered: 
12/14/99, By: ar] 

- SCHEDULE set on 12/16/99 by Hon. Morton Denlow : Status hearing H&C to 
10:00 12/21/99 . Mailed notice [Date Entered: 12/16/99, By: dmk] 

59 MOTION by Vardon Golf Co Inc to exclude the untimely reports of Karsten 
and to bar trial testimony (Attachments); Notice [Date Entered: 12/22/99, By: 
ar] 

60 MEMORANDUM by Karsten Mfg Corp in opposition to Vardon's motion to 
exclude the untimely reports of Karsten and to bar trial testimony [59-1] [59-2] 
(Attachments); Notice [Date Entered: 12/22/99, By: ar] 



12/20/1999 64 



12/21/1999 61 



12/21/1999 
12/22/1999 



62 



63 



12/23/1999 65 



MEMORANDUM by defendant in opposition to Vardon's motion to exclude 
untimley expert reports of Karsten to bar their trial testimony (Attachments); 
Notice [Date Entered: 12/27/99, By: ip] 

MINUTE ORDER of 12/21/99 by Hon. Morton Denlow : Status hearing held. 
For reasons stated in open court, Vardon's motion to exclude the untimely 
reports of Karsten and to bar trial testimony is denied [59-1] [59-2]. Vardon 
toprovide a date for conception and reduction to practice of the two patents in 
dispute on or before 01/04/00. Notice mailed by Magistrate Judge's staff 
[Date Entered: 12/22/99, By: ar] 

AGREED MOTION by Karsten Mfg Corp for entry of agreed protective order 
(Attachment); Notice [Date Entered: 12/22/99, By: ar] 

TRANSCRIPTS of proceedings for the following date(s): 11/10/99 and 

1 1/15/99 before the Honorable Edward A. Bobrick (2 vols. #63-1 and #63-2) 

[Date Entered: 12/23/99, By: ar] 

MINUTE ORDER of 12/23/99 by Hon. David H. Coar : Vardon's motion to 
substitute the '941 reissue patent into this case upon its issuance is denied at 
this time for the reasons stated on the record [40-1]. Mailed notice [Date 
Entered: 12/27/99, By: ar] 
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12/27/1999 66 



12/28/1999 
12/30/1999 

12/30/1999 
01/12/2000 



01/18/2000 
01/18/2000 



01/20/2000 



01/20/2000 

01/20/2000 

02/02/2000 

02/03/2000 
02/03/2000 



67 



68 



69 



01/14/2000 72 



01/19/2000 73 



MOTION by defendant to dismiss Vardon's claims under U.S. patent no. 
5,301,941 pursuant to Fed. R. Civ. P. 12(c) (Attachments); Notice [Date 
Entered: 01/03/00, By: Is] 

SCHEDULE set on 12/28/99 by Hon. David H. Coar : Noticed motion 
scheduled for 9:15 12/30/99 No notice [Date Entered: 12/28/99, By: pm] 

MINUTE ORDER of 12/30/99 by Hon. David H. Coar : Answer brief to motion 
to dismiss Vardon's claims under U.S. patent no. 5,301 ,941 pursuant to Fed. 
R. Civ. P. 12(c) due 1/20/00 [66-1]. Reply to answer brief due 2/11/00. 
Mailednotice [Date Entered: 01/03/00, By: Is] 

TRANSCRIPT of proceedings for the following date(s): 12/21/99 Before 
Honorable David H. Coar [Date Entered: 01/03/00, By: Is] 

TRANSCRIPTS of proceedings for the following date(s): before the 
Honorable 12/13/99 and 12/21/99 (2 vols. #69-1 and #69-2) [Date Entered: 
01/12/00, By: ar] 

MOTION by plaintiff to compel the depositions of Dr. Creighton and Mark 
Gleason (Attachments); Notice [Date Entered: 01/20/00, By: ar] 

[Date Entered: 01/18/00, By: dmk] 

MOTION by Karsten Mfg Corp for sanctions for failure to comply with 
discovery pursuant to Rule 37(b)(2). (RESTRICTED) [Date Entered: 
01/19/00, By: ar] 

MINUTE ORDER of 1/19/00 by Hon. Morton Denlow : Oral arguments held. 
For the reasons stated in open court, plaintiff Vardon Golfs motion to compel 
the depositions of Dr. Creighton and Mark Gleason is granted [72- 
1]. Defendant's oral motion to take supplemental deposition of Mr. Gemini is 
granted. Parties are to schedule depositions on their own. Vardon Golfs 
motion to compel production of documents relating to the Pelican lawsuit is 
denied without prejudice to Vardon raising the issue before the Pelican court. 
Karsten's motion for sanctions for failure to complywith discovery pursuant to 
Rule 37(b)(2) is denied [41-1]. Vardon Golf shall file a supplemental answer 
to Karsten Manufacturing Corp.'s Interrogatory #4 on or before 02/09/00. 
Notice mailed by Magistrate Judge's staff [Date Entered: 01 /20/00, By: ar] 

71 TRANSCRIPTS of proceedings for the following date(s): 1 2/01 /99 and 
12/06/999 before the Honorable Morton Denlow (2 vols. #71-1 and #71-2) 
[Date Entered: 01/20/00, By: ar] 



70 



01/20/2000 74 



74 



75 



78 



76 



02/04/2000 77 



02/07/2000 79 



RESPONSE by plaintiff to Karsten's motion to dismiss Vardon's claims under 
U.S. patent no. 5,301,941 pursuant to Fed. R. Civ. P. 12(c) [66-1] with motion 
[Date Entered: 01/24/00, By: ar] 

CROSS-MOTION by plaintiff for summary judgment with response [Date 
Entered: 01/24/00, By: ar] 

RULE 56.1 Statement by plaintiff (Attachments) [Date Entered: 01/24/00, By: 
ar] 

MOTION by defendant Karsten Mfg Corp to move date for filing dispositive 
motions (Attachments); Notice of motion. [Date Entered: 02/09/00, By: dk] 

[Date Entered: 02/03/00, By: pm] 

RESPONSE by plaintiff to Karsten's motion to move date for filing dispositive 
motions (Attachments) [Date Entered: 02/04/00, By: be] 

MINUTE ORDER of 2/4/00 by Hon. Morton Denlow: Plaintiffs motion for a 
protective order concerning Karsten's patent-infringement counterclaims is 
withdrawn as moot. Defendants motion for sanctions and to compel 
deposition iswithdrawn as moot. [41-1] [41-2] No notice [Date Entered: 
02/07/00, By: dj] 

MINUTE ORDER of 2/7/00 by Hon. David H. Coar: Karsten's motion to move 
date for filing dispositive motions is denied [78-1] . The Markman hearing is 
reset to 05/19/00 at 10:00a.m. Mailed notice [Date Entered: 02/09/00, By: dk] 
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02/11/2000 80 



02/11/2000 

02/14/2000 
02/29/2000 
03/01/2000 
03/01/2000 
03/01/2000 
03/02/2000 

03/02/2000 

03/10/2000 
03/10/2000 

03/10/2000 



03/13/2000 
03/14/2000 



03/14/2000 



03/15/2000 



80 

81 
82 
83 
87 
88 
84 

84 

85 
89 

91 



■ 



86 



90 



m 92 



REPLY by Karsten Mfg Corp to VardoiY response to Karsen's motion to 
dismiss Vardon's claims under U.S. patent no. 5,301 ,941 pursuant to Fed. R. 
Civ. P. 12(c) [66-1] with response (Attachments); Notice (1 vol.) [Date 
Entered: 02/15/00, By: ar] 

RESPONSE by Karsten Mfg Corp to Vardon's purported cross-motion for 
summary judgment [74-1] with reply (Attachments); Notice (1 vol.) [Date 
Entered: 02/15/00, By: ar] 

TRANSCRIPT of proceedings for the following date(s): 01/19/00 before the 
Honorable Morton Denlow(1 vol.) [Date Entered: 02/16/00, By: ar] 

TRANSCRIPT of proceedings for the following date(s): 02/07/00 before the 
Honorable David H. Coar (1 vol.) [Date Entered: 03/01/00, By: ar] 

MOTION by Karsten Mfg Corp for summary judgment of non-infringement 
and invalidity of the '941 patent; Notice [Date Entered: 03/15/00, By: ar] 

MOTION by Karsten Mfg Corp for summary judgment of non-infringement 
and invalidity of the '021 patent; Notice [Date Entered: 03/15/00, By: ar] 

MOTION by Karsten Mfg Corp for leave to file memoranda in excess of 1 5 
pages; Notice [Date Entered: 03/15/00, By: ar] 

MEMORANDUM by Karsten Mfg Corp in support of its motion for summary 
judgment of non-infringement and invalidity of the '941 patent [83-1] with 
statement (RESTRICTED) [Date Entered: 03/15/00, By: ar] 

STATEMENT of material facts as to which there are no genuine issue by 
Karsten Mfg Corp in support of its motion for summary judgment of non- 
infringement and of invalidity of U.S. Patent No. 5,301 ,941 with 
memorandum in support(RESTRICTED) [Date Entered: 03/15/00, By: ar] 

AMENDED notice of motion by Karsten Mfg Corp regarding its motion for 
summary judgment of non-infringement and invalidity of the '941 patent [83- 
1] [Date Entered: 03/1 5/00, By: ar] 

TWO AMENDED notices of motion by Karsten Mfg Corp regarding motions 
for summary judgment of non-infringement and invalidity of the '021 patent 
[87-1] and for leave to file memoranda in excess of 1 5 pages [88-1] [Date 
Entered: 03/15/00, By: ar] 

MOTION by Vardon Golf Co Incto compel deposition testimony and for a 
deferred briefing schedule on Karsten's summary judgment motions, 
pursuant to Fed.F.Civ.P. 56(f) (Attachments); Notice [Date Entered: 
03/16/00, By: ar] 

[Date Entered: 03/13/00, By: dmk] 

MINUTE ORDER of 3/14/00 by Hon. David H. Coar : Answer brief to 
Karsten's motion for summary judgment of non-infringement and invalidity 
of the '941 patent due 04/12/00 [83-1]. Reply to answer brief due 05/04/00. 
Rulingon Karsten's motion will be by mail [83-1]. Karsten's motion for leave 
to file memoranda in excess of fifteen (15) pages is granted. Mailed notice 
[Date Entered: 03/15/00, By: ar] 

MINUTE ORDER of 3/14/00 by Hon. David H. Coar : Answer brief to 
Karsten's motion for summary judgment of non-infringement and invalidity 
of the *021 patent [87-1] due 04/12/00. Reply to answer brief due 05/04/00. 
Rulingwill.be by mail [87-1]. Karsten's motion for leave to file memoranda in 
excess of 15 pages is granted [88-1]. Mailed notice [Date Entered: 
03/15/00, By: ar] 

MINUTE ORDER of 3/1 5/00 by Hon. Morton Denlow : Oral argument held. 
Vardon Golfs motion to compel deposition testimony and for a deferred 
briefing schedule on Karsten's summary judgment motions, pursuant to 
Fed.F.Civ.P. 56(f)[91-1] [91-2] is granted in part and denied in part as 
follows: Plaintiffs motion for a deferred schedule is denied without 
prejudice. Plaintiffs motion to compel deposition testimony of Daniel James 
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03/23/2000 

03/23/2000 

03/23/2000 
03/24/2000 

03/28/2000 
04/11/2000 



101 



04/12/2000 



04/12/2000 



04/12/2000 



04/12/2000 99 



04/12/2000 



04/13/2000 



Kubica is denied, however, Mr.Kubica to file a supplemental affidavit on or 
before 03/24/00. Plaintiffs motion to compel deposition ofDonald L. 
Creighton is granted. Mr. Creighton to be produced for deposition by 
Karsten no later than 04/14/00. Notice mailed by Magistrate-Judge's staff 
[Date Entered: 03/16/00, By: ar] 

95 REVISED MEMORANDUM by Karsten Mfg Corp in support of its motion for 
summary judgment of non-infringement and invalidity of the '021 patent [87- 
1] (RESTRICTED) [Date Entered: 03/29/00, By: jmp] 

96 REVISED MEMORANDUM by Karsten Mfg Corp in support of its motion for 
summary judgment of non-infringement and invalidity of the '941 patent [83- 
1] (RESTRICTED) [Date Entered: 03/29/00, By: jmp] 

97 NOTICE of filing. by Karsten Mfg Corp of revised memorandum [95-1] and 
revised memorandum [96-1] [Date Entered: 03/29/00, By: jmp] 

93 SUPPLEMENTAL AFFIDAVIT of Daniel James Kubica in support of 
Karsten's motion for summary judgment of non-infringement and invalidity 
of U.S. Patent No. 5,401,021 [87-1]; Notice of filing. [Date Entered: 
03/27/00, By: jmp] 

94 TRANSCRIPT of proceedings for the following date(s): 03/1 5/00. Before 
Honorable Morton Denlow. [Date Entered: 03/28/00, By: jmp] 

MOTION by defendant, counter-claimant for leave to file second 
supplemental affidavit of Daniel Kubica and to amend (1) its statement of 
material facts, and (2) memorandum in support of motion for summary 
judgment ofnon-infringement and invalidity of U.S. Patent No. 5,401 ,021 
(Exhibits) ; Notice of motion [Date Entered: 04/19/00, By: jmp] 

RESPONSE by Vardon Golf Co Inc to Karsten's motion for summary 
judgment of non-infringement and invalidity of the '021 patent [87-1] and 
cross-motion for summary judgment of infringement of claim 3 of the '021 
patent. (RESTRICTED) [Date Entered: 04/13/00, By: jmp] 

CROSS-MOTION by Vardon Golf Co Inc for summary judgment of 
infringement of claim 3 of the '021 patent and response to Karsten's motion 
for summary judgment of non-infringement and invalidity of the '021 patent. 
(RESTRICTED) [Date Entered: 04/13/00, By: jmp] 

RULE 56.1 RESPONSE by Vardon Golf Co Inc to Karsten's statement of 
material facts as to which there is no genuine issue in support of its motion 
for summary judgment of infringement of invalidity of U.S. Patent No. 
5,401 ,021 andin support of Vardon's cross-motion for summary judgment of 
infringement of '021 claim 3 (Exhibits). (RESTRICTED) [Date Entered: 
04/1 3/00, By: jmp] 

MEMORANDUM by Vardon Golf Co Inc in support of cross-motion for 
summary judgment of infringement of claim 3 of the '021 patent [98-1 ] and 
Rule 56.1 response to Karsten's statement of material facts as to which 
there is no genuine issue insupport of its motion for summary judgment of 
non-infringement and of invalidity of U. S. Patent No. 5,401 ,021 (Exhibits) 
[Date Entered: 04/13/00, By: jmp] 

MINUTE ORDER of 4/12/00 by Hon. Morton Denlow : Telephonic 
conference call held. Karstein's emergency motion for protective order. Oral 
argument held. Karsten's emergency motion for a protective order is 
granted [62-1]. Vardon toproceed with the deposition of Dr. Donald 
Creighton today or be barred from taking his deposition at a later date. The 
physical exhibits referred to in Tab C of Dr. Donald Creighton's report which 
have not previously been produced shall be made available for physical 
examination by Vardon's counsel at a mutually convenient place on 
orbefore 04/26/00. Notices mailed by judge's staff [Date Entered: 04/13/00, 
By: jmp] 

102 COMBINED MOTION by plaintiff, counter-defendant for leave to file over 
length briefs in response to Karsten's motions for summary judgment 



98 



98 



99 



100 
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04/14/2000 
04/17/2000 



103 



04/17/2000 104 



04/17/2000 105 



04/19/2000 109 



04/20/2000 



106 



04/20/2000 107 



04/20/2000 107 



04/20/2000 108 



04/20/2000 1 1 1 



concerning infringement and validity concerning the "941 and '021 patents ; 
Notice ofmotion [Date Entered: 04/19/00, By: jmp] 

- [Date Entered: 04/14/00, By: pm] 

MINUTE ORDER of 4/1 7/00 by Hon. David H. Coar : Karsten's motion for 
leave to file second supplemental affidavit of Daniel Kubica [101-1] and to 
amend (1) its statement of material facts is granted. Leave granted to 
Vardon to filea response by 04/17/00. Vardon's combined motion for leave 
to [102-1] file over length briefs in response to Karsten's motions for 
summary judgment concerning infringement and validity concerning the 
"941 '021 patents is denied [102-2]. Mailed notice [Date Entered: 04/19/00, 
By: jmp] 

MOTION by defendant, counter-claimant to strike and for sanctions under 
Rule 1 1 due to Vardon's conduct in connection with its untimely filing of a 
brief (Exhibits); Notice of filing. [Date Entered: 04/21/00, By: jmp] 

MOTION by defendant, counter-claimant to strike Vardon's cross-motin for 
summary judgment of infringement of claim 3 of the '021 patent (Exhibit); 
Notice of motion [Date Entered: 04/21/00, By: jmp] 

COMBINED MOTION by plaintiff, counter-defendant for leave to file over 
length briefs in response to Karsten's motions for summary judgment 
concerning infringement and validity concerning the '941 and '021 patents ; 
Notice ofmotion [Date Entered: 04/25/00, By: jmp] 

MINUTE ORDER of 4/20/00 by Hon. David H. Coar : Karsten's motion to 
strike Vardon's cross-motin for summary judgment of infringement of claim 
3 of the '021 patent is denied [105-1]. Karsten's motion to strike [104-1] and 
forsanctions under Rule 1 1 due to Vardon's conduct in connection with its 
untimely filing of a brief is denied [1 04-2], The movant may address these 
issues in its briefs in connection with the sumary judgment motions.s. 
Karsten to file answer brief to the summary judgment motions of 
infringement of claim 3 of the '021 patent [98-1]; motionfor summary 
judgment [74-1] by 04/24/00. Karsten to file reply brief to motion for 
summary judgment of non-infringement and invalidity of the '021 patent [87- 
1 ]; motion for summary judgment of non-infringement andinvalidity of the 
'941 patent [83-1] within twenty-one (21) days by 05/16/00. Mailed notice 
[Date Entered : 04/2 1 /00, By : jmp] 

REVISED RESPONSE by plaintiff, counter-defendant to Karsten's motion 
for summary judgment of non-infringement and invalidity of the '941 patent 
[83-1] and Rule 56.1 revised response to "Karsten's statement of material 
factsto which there is no genuine issue in support of its motion for summary 
judgment of non-infringement and of invalidity of U. S. Patent No. 
5,401 ,941" (RESTRICTED) [Date Entered: 04/21/00, By: jmp] 

RULE 56.1 Revised Statement of material facts as to which there are no 
genuine issues in support of its motion for summary judgment of non- 
infringement and of invalidity of U. S. Patent No. 5,401 ,941 and revised 
response toKarsten's motionf or summary judgment of non-infringement 
and invalidity of the '941 patent by plaintiff, counter-defendant 
(RESTRICTED) [Date Entered: 04/21/00, By: jmp] 

REVISED RESPONSE by plaintiff, counter-defendant to Karsten's motion 
for summary judgment of non-infringement and invalidity of the '021 patent 
[87-1] and cross-motion for summary judgment of infringement of claim 3 of 
the '021 patent and Revised response to "Karsten's statement of material 
facts as to which there is no genuine issue in support of its motion for 
summary judment of non-infringement and of invalidity of U. S. Patent No. 
5,401,021 (Exhibits) (Attachments) (RESTRICTED) [Date Entered: 
04/21/00, By: jmp] 

MOTION by Karsten Mfg Corp for clarification of the issues properly before 
this court regarding claim 3 of the '021 patent ; Notice ofmotion [Date 
Entered: 04/26/00, By: jmp] 
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04/24/2000 
04/24/2000 



110 



04/25/2000 



04/27/2000 



112 



114 



04/28/2000 VI3 

05/02/2000 - 
05/02/2000 



05/08/2000 



05/10/2000 



05/16/2000 117 



05/16/2000 117 



05/16/2000 



[Date Entered: 04/24/00, By: pm] 

MINUTE ORDER of 4/24/00 by Hon. David H. Coar : Vardon's combined 
motion for leave to [109-1] file over length in response to Karsten's motions 
for summary judgment concerning infringement and validity concerning the 
'941 and '021 patents is granted [109-2]. Mailed notice [Date Entered: 
04/25/00, By: jmp] 

MINUTE ORDER of 4/25/00 by Hon. David H. Coar : Karten's motion for 
clarification of the issues properly before this court regarding claim 3 of the 
'021 patent is denied [111-1]. No notice [Date Entered: 04/26/00, By: jmp] 

MOTION by plaintiff, counter-defendant to correct its revised response to 
Karsten's motion for summary judgment of non-infringement and invalidity 
of the *021 patent (Exhibits); Notice of motion [Date Entered: 05/08/00, By: 
jmp] 

OPPOSITION by defendant, counter-claimant to Vardon's motion to corect 
its revised response to Karsten's motions for summary judgment (Exhibits) 
[Date Entered: 05/02/00, By: jmp] 

[Date Entered: 05/02/00, By: pm] 

SCHEDULE set on 5/2/00 by Hon. David H. Coar : Markman hearing 
scheduled for May 19, 2000 is stricken pending ruling on the summary 
judgment motions. Mailed notice [Date Entered: 05/02/00, By: pm] 

MINUTE ORDER of 5/8/00 by Hon. David H. Coar : Vardon's motion to 
correct its revised response to Karsten's motion for summary judgment of 
non-infringement and invalidity of the "021 patent [114-1] is entered and 
continued to 9:30a.m. on 05/10/00. Mailed notice [Date Entered: 05/08/00, 
By: jmp] 

MINUTE ORDER of 5/10/00 by Hon. David H. Coar : Defendant's 
opposition to plaintiffs motion memorandum [1 1 3-1] is overruled. Vardon's 
motion to correct its revised response to Karsten's motion for summary 
judgment ofnon-infringement and invalidity of the '021 patent is granted 
[114-1]. No notice [Date Entered: 05/1 1/00, By: jmp] 

REPLY by defendant, counter-claimant to Vardon's response to motion for 
summary judgment of non-infringement and invalidity of the '021 patent [87- 
1 ] and reply in support of its motion for summary judgment of non- 
infringement andin validity of the '941 patent [83-1] and motion to strike 
and/or dismiss, or in the alternative, memorandum in opposition to Vardon's 
cross-motion for summary judgment of infringement of claim 3 of the '021 
(RESTRICTED) [Date Entered: 05/17/00, By: jmp] 

MOTION by defendant, counter-claimant to strike and/or dismiss, or in the 
alternative, memorandum in opposition to Vardon's cross-motion for 
summary judgment of infringement of claim 3 of the '021 ; (RESTRICTED) 
[Date Entered: 05/1 7/00, By: jmp] 

117 MEMORANDUM by.defendant, counter-claimant in opposition to Vardon's 
cross-motion for summary judgment of infringement of claim 3 of the '021 
patent [98-1] (RESTRICTED) [Date Entered: 05/17/00, By: jmp] 



115 



116 



05/16/2000 118 



05/17/2000 



119 



05/22/2000 120 



RESPONSE by defendant, counter-claimant to Vardon's further Rule 56.1 
statement of undisputed facts in support of its cross-motion for summary 
judgment of infringement of claim 3, and in support of the denial of 
Karsten's motion; Noticeof filing. [Date Entered: 05/18/00, By: jmp] 

MINUTE ORDER of 5/17/00 by Hon. Morton Denlow : All matters relating to 
the referral of this action having been resolved, the case is returned to the 
assigned judge. Terminating the case referral to Hon. Morton 
Denlow.Notices mailed by judge's staff [Date Entered: 05/1 8/00, By: jmp] . 

REPLY by plaintiff, counter-defendant in support of its cross-motion for 
summary judgment of infringement of claim 3 of the '021 patent [98-1] 
(Exhibits) [Date Entered: 05/23/00, By: jmp] 
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05/22/2000 121 



06/02/2000 122 



06/02/2000 123 



06/07/2000 



1 



124 



06/07/2000 128 



06/08/2000 
06/08/2000 
06/09/2000 

06/12/2000 

06/15/2000 
06/15/2000 
07/13/2000 

07/17/2000 



1 



09/07/2000 



1 



1 



MOTION by plaintiff, counter-defendant to strike new matter raised in 
Karsten's summary judgment reply briefs (Exhibit); [Date Entered: 05/23/00, 
By: jmpl 

MEMORANDUM by defendant, counter-claimant in opposition to motion to 
strike new matter raised in Karsten's summary judgment reply briefe [121-1] 
(Exhibits); Notice of filing. [Date Entered: 06/05/00, By: jmp] 

MOTION and memorandum by defendant, counter-claimant for leave to file 
one additional exhibit in support of its motion for summary judgment of non- 
infringement and invalidity of the '941 patent (Attachments); Notice ofmotion 
[Date Entered: 06/08/00, By: jmp] 

MINUTE ORDER of 6/7/00 by Hon. David H. Coar : Objections are 
overruled and Karsten's combined motion and memorandum for leavei to 
supplement evidence by filing one additional exhibit in support of its motion 
for summary judgment ofnon-infringement and invalidity of the '941 patent is 
granted [123-1]. Mailed notice [Date Entered: 06/08/00, By: jmp] 

MOTION by plaintiff, counter-defendant for clarification, and reconsideration 
of the court's 06/07/00 ruling or, in the alternative, for discovery concerning 
Karsten's new prior art (Exhibits); Notice of motion. [Date Entered: 
06/12/00, By: jmp] 

125 TRANSCRIPT of proceedings for the following date(s): 03/14/00. Before 
Honorable David H. Coar. [Date Entered: 06/09/00, By: jmp] 

126 TRANSCRIPT of proceedings for the following date(s): 04/20/00. Before 
Honorable David H. Coar. [Date Entered: 06/09/00, By: jmp] 

127 MEMORANDUM by defendant, counter-claimant in opposition to Vardon's 
motion for clarification and reconsideration of the court's June 7, 2000 ruling 
(Attachments); Notice of filing. [Date Entered: 06/09/00, By: jmp] 

MINUTE ORDER of 6/12/00 by Hon. David H. Coar : Motion for clarification 
[128-1] and reconsideration of the court's 06/07/00 ruling [128-2] or, in the 
alternative for discovery concerning Karsten's new prior art is denied[128- 
3]. Mailed notice [Date Entered: 06/13/00, By: jmp] 

130 TRANSCRIPT of proceedings for the following date(s): 06/07/00. Before 
Honorable David H. Coar. [Date Entered: 06/15/00, By: jmp] 

131 TRANSCRIPT of proceedings for the following date(s): 06/12/00. Before 
Honorable David H. Coar. [Date Entered: 06/15/00, By: jmp] 

EMERGENCY MOTION by plaintiff, counter-defendant for clarification of 
dates for pretrial order and pretrial conference ; Notice of filing. [Date 
Entered: 07/1 7/00, By: jmp] 

MINUTE ORDER of 7/1 7/00 by Hon. David H. Coar : Vardon's emergency 
motion for clarification of dates for pretrial order and pretrial conference is 
granted [132-1]. All dates, the pretrial order deadline, pretrial conference 
andtrial dates are all stricken pending the ruling on the summary judgment 
motions. Mailed notice [Date Entered: 07/17/00, By: jmp] 

MINUTE ORDER of 9/7/00 by Hon. David H. Coar : For the reasons stated 
in the attached memorandum opinion and order, Karsten's motion for 
summary judgment is granted in part and denied in part [74-1]. The Court 
Grants Karsten'smotion on Claim 3 for non-infringement with respect to 
both literal infringement and infrigement under the doctrine of equivalents; 
Grants Karsten's motion on Claim 4 and Claim 5 for non-infringement with 
respect to both literal infringement and infringement under the doctrine of 
equivalents: Grants Karsten's motion on Claim 7 fornon-infringement with 
respect to literal infringement; denies Karsten's motion on Claim 7 with 
respect to infringement under the doctrine of equivalents; grants Karsten's 
motion for summary judgment on Claim 8 fornon-infringement with respect 
to literal infringement. Denies Karsten's motion on Claim 8 with respect to 
infringement under the doctrine of equivalents; Grants Karsten's motion on 



129 



132 



133 



134 
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09/20/2000 



Claim 12 for non-infringement with resepct to both literal infringement and 
infringement under the doctrine of equivalents. Denies Karsten's motion 
onclaim 14 arid Claim 15 for non-infringement with respect to both literal 
infringement and infringement under the doctrine of equivalents; and denies 
Karsten's motion for judgment with respect to its invalidity defense on the 
'021 patent. With respect to the '941 patent, the court grants Karsten's 
motion for summary judgment on Claims 12 and 15 with respect to both 
literal infringement and infringement under the doctrine of equivalents. 
Entered Memorandum Opinion and Order. Mailed notice [Date Entered: 
09/13/00, By: jmp] 

137 MOTION by defendant Karsten Mfg Corp for reconsideration of the Court's 
9/7/00 order; Memorandum in support; Notice. [Date Entered: 09/27/00, By: 
mf] 



09/22/2000 135 



09/26/2000 136 



09/27/2000 



1 



138 



10/02/2000 139 



10/13/2000 
10/19/2000 

10/19/2000 
10/23/2000 

10/26/2000 

03/14/2001 



142 



140 



141 



1 



1 



143 



144 



145 



05/25/2001 146 



05/25/2001 147 



05/30/2001 148 



RESPONSE by defendant, counter-defendant to Karsten's motion for 
reconsideration of the Court's 09/07/00 order (Exhibits) [Date Entered: 
09/24/00, By: jmp] 

REPLY by defendant, counter-claimant in support of its motion for 
reconsideration of the court's 09/07/00 order; Notice of filing. [Date Entered: 
09/27/00, By: jmp] 

MINUTE ORDER of 9/27/00 by Hon. David H. Coar : For the reasons stated 
on the record, Karsten's motion for reconsideration of the Court's order of 
9/7/00 is denied [137-1]. No notice [Date Entered: 09/27/00, By: mf] 

MINUTE ORDER of 10/2/00 by Hon. David H. Coar : In light of this Court's 
decision regarding Karsten's motion for summary judgment on all claims 
related to U. S. Patent No. 5,301,941, [#74]. Karsten's motion for judgment 
on thepleadings of Vardon's claims under U.S. patent no. 5,301,941 
pursuant fo Fed. R. Civ. P. 12(c) is denied [66-1] as moot. Mailed notice 
[Date Entered: 10/04/00, By: jmp] 

MOTION by plaintiff, counter-defendant to set a trial date; Notice of filing. 
[Date Entered: 10/25/00, By: jmp] 

MEMORANDUM IN RESPONSE by defendant, third-party plaintiff to 
Vardon's motion seeking the earliest possible trial date; Notice of filing. 
[Date Entered: 10/20/00, By: jmp] 

NOTICE by plaintiff, counter-defendant of related decision from this court 
(Attachments) [Date Entered: 10/20/00, By: jmp] 

MINUTE ORDER of 10/23/00 by Hon. David H. Coar : Vardon's motion to 
set a trial date [142-1] is entered and continued to 9:15 a.m. on 10/26/00. 
Mailed notice [Date Entered:. 10/25/00, By: jmp] 

MINUTE ORDER of 10/26/00 by Hon. David H. Coar : Vordon's motion to 
set a trial date is granted [142-1], the parties will be notified by mail of said 
date. Mailed notice [Date Entered: 10/27/00, By: jmp] 

MINUTE ORDER of 3/14/01 by Hon. David H. Coar : The following 
documents, motion to strike [1 1 7-1] and dismiss [117-2]. Motion to to strike 
new matter raised in Karsten's summary judgment reply briefs [121-1], all 
are moot andterminated in light of the court's decision [doc #134] entered 
09/07/00. Mailed notice [Date Entered: 03/15/01 , By: jmp] 

MOTION by plaintiff, counter-defendant to partially vacate the court's 
memorandum opinion and order dated 09/07/00 (Attachments); Notice 
[Date Entered: 06/01/01 , By: jmp] 

NOTICE by plaintiff, counter-defendant of motion to partially vacate the 
court's memorandum opinion and order dated 09/07/00 [146-1] [Date 
Entered: 06/01 /01 , By : jmp] 

MEMORANDUM by defendant in opposition to motion to Vardon'a motion to 
partially vacate the court's memorandum opinion and order dated 09/07/00 
[146-1] (Attachments); Notice [Date Entered: 06/01/01, By: jmp] 
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05/31/2001 H 149 MINUTE ORDER of 5/31/01 by Hon. David H.Coar: After reviewing 

Vardon's motion and the Karsten's memorandum in opposition, Vardon's 

motion to partially vacate the court's memorandum opinion and order dated 
09/07/00 is denied inits entirety [146-1]. Mailed notice [Date Entered: 
06/01/01, By: jmp] 

06/05/2001 150 MOTION by plaintiff, counter-defendant to substitute the '950 reissue patent 
into the case (Attachments); Notice [Date Entered: 06/1 5/01 , By: jmp] 

06/1 1/2001 151 MEMORANDUM by defendant, counter-claimant, third-party plaintiff in 

opposition to Vardon's motion to substitute the '950 reissue patent into this 
case [150-1] (Attachments); Notice [Date Entered: 06/15/01, By: jmp] 

06/11/2001 1_52 MOTION by defendant, counter-claimant, third-party plaintiff to reconsider 
summary judgment of the '021 patent in light of new law (Attachments); 
Notice [Date Entered: 06/1 5/01 , By: jmp] 

06/1 1/2001 1_53 EXHIBITS by defendant, counter-claimant, third-party plaintiff to Karsten's 
memorandum in support of its motion to reconsider summary judgment of 
the '021 patent in light of new law [152-1] (Attachments) [Date Entered: 
06/15/01, By: jmp] 

MINUTE ORDER of 6/14/01 by Hon. David H. Coar : Answer brief to motion 
to reconsider summary judgment of the '021 patent in light of new law [1 52- 
1] due 06/28/01. Ruling on defendant's motion to reconsider summary 
judgment of the'021 patent will be by mail. Plaintiffs motion to substitute the 
'950 reissue patent into the case [1 50-1] is taken under advisement - rulilng 
to issue by mail. Mailed notice [Date Entered: 06/15/01 1 By: jmp] 

155 MOTION by plaintiff, counter-defendant to inspect physical exhibits filed 
with the court (Attachments); Notice [Date Entered: 06/22/01 , By: jmp] 

156 MINUTE ORDER of 6/20/01 by Hon. David H. Coar : Vardon's motion to 
inspect physical exhibits filed with the court is withdrawn [155-1]. 
Telephoned notice [Date Entered: 06/22/01, By: jmp] 

157 TRANSCRIPT of proceedings for the following date(s): 05/31/01 before 
Honorable David H. Coar. [Date Entered: 06/26/01, By: jmp] 

158 RESPONSE by plaintiff Vardon Golf to Karsten's motion to reconsider 
summary judgment of the '021 patent in light of new law [1 52-1 ] 
(Attachments). [Date Entered: 06/28/01, By: eb] 

159 EXHIBIT M by Vardon Golf Co Inc (RESTRICTED) [Date Entered: 
06/28/01 , By: rm] 

160 NOTICE by defendant of filing of Judge Kocoras* 6/21/01 ruling 
(Attachments) ; Notice [Date Entered: 06/29/01, By: Is] 

163 MOTION and Memorandum by defendant, counter-claimant, third-party 
plaintiff Karsten Mfg Corp for leave to file amended and new affidavits 
(Attachments); Notice [Date Entered: 07/1 1/01 , By: jmp] 

161 AFFIDAVIT of Robert Farino; Notice [Date Entered: 07/03/01 , By: jmp] 

162 RESPONSE by plaintiff, counter-defendant to Karsten's motion for leave to 
file amended and new affidavits, and alternative Rule 56(f) request 
(Attachment) [Date Entered: 07/06/01, By: jmp] 

164 AMENDED NOTICE by defendant Karsten Mfg Corp, counter-claimant 
Karsten Mfg Corp, third-party plaintiff Karsten Mfg Corp motion for leave to 
file amended and new affidavits [163-1] [Date Entered: 07/1 1/01, By: jmp] 



07/09/2001 166 



07/10/2001 



165 



MOTION by defendant, counter-claimant Karsten Mfg Corp for leave to file 
reply memorandum instanter (Attachments); Notice [Date Entered: 
07/13/01, By: jmp] 

MINUTE ORDER of 7/10/01 by Hon. David H. Coar : Karsten's motion for 
leave to file amended and new affidavits is denied [163-1] for reasons 
stated on the record. Mailed notice [Date Entered: 07/1 1/01 , By: jmp] 
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MINUTE ORDER of 7/12/01 by Hon. David H. Coar : Karsten's motion for 
leave to file reply memorandum instanter is denied [166-1]. No notice [Date 
Entered: 07/13/01, By: jmp] 

MOTION by Vardon Golf Co Inc. to compel production of a settlement 
agreement from Karsten (Attachments); Notice. [Date Entered: 08/23/01 , 
By: tlm] 



[Date Entered: 08/16/01, By: aew] 

MEMORANDUM by Karsten Mfg Corp in opposition to Vardon's motion to 
compel production of a settlement agreement from Karsten (Attachments). 
[Date Entered: 08/16/01, By: aew] 

MINUTE ORDER of 8/16/01 by Hon. David H. Coar : Varden's motion to 
compel production of a settlement agreement from Karsten is denied [170- 
1]. No notice [Date Entered: 08/23/01 , By: tlm] 

TRANSCRIPT of proceedings for the following date(s): 07/10/01 before 
Honorable David H. Coar. [Date Entered: 09/04/01 , By: jmp] 

MINUTE ORDER of 3/12/02 by Hon. David H. Coar : For the reasons stated 
in the attached memorandum opinion and order, Vardon's motion to 
substitute.the '951 patent into the case is denied in its entirety [150-1]. 
EnteredMemorandum Opinion and Order. Mailed notice by judge's staff. 
[Date Entered : 03/1 4/02, By: jmp] 

MINUTE ORDER of 3/1 2/02 by Hon. David H. Coar : For the reasons stated 
in the attached memorandum opinion and order, Karsten's motion for 
reconsideration of this court's 09/07/01 summary judgment of the 5,401,021 
patent in lightof new law is granted in part and denied in part [152-1]. 
Entered Memorandum Opinion and Order. Mailed notice [Date Entered: 
03/14/02, By: jmp] 

SCHEDULE set on 3/13/02 by Hon. David H. Coar : Final Pretrial order to 
be submitted on 6/1/02. Final Pretrial conference set to 1 1 :00 6/14/02. Jury 
trial set to 10:00 7/15/02. Mailed notice [Date Entered: 03/13/02, By: pm] 

SCHEDULE set on 4/4/02 by Hon. David H. Coar : pretrial conference reset 
to 1 1 :00 6/21/02 Mailed notice [Date Entered: 04/04/02, By: pm] 

MOTION by defendant Karsten Mfg Corp for hearing on claim construction 
and Supporting memorandum; Amended notice. [Date Entered: 05/16/02, 
By: nf] 

RESPONSE by plaintiff to defendant's motion for hearing on claim 
construction (Attachments). [Date Entered: 05/15/02, By: sb] 

MINUTE ORDER of 5/1 5/02 by Hon. David H. Coar : Karsten 
Manufacturing Corporation's motion for hearing on claim construction [176- 
1] and Vardon's response [175-1] are taken under advisement- the Court 
will rule by maiL Mailednotice [Date Entered: 05/16/02, By: nf] 

RESPONSE by Vardon Golf Co Inc to Karsten's motion to compel discovery 
(Attachments). [Date Entered: 05/16/02, By: hb] 

REPLY by Karsten Mfg Corp to Vardon's response to motion for hearing on 
claim construction [176-1]; Notice. [Date Entered: 05/16/02, By: hb] 

MOTION by plaintiff to strike response to Karsten's motion to compel . 
discovery. [Date Entered: 05/22/02, By: mw] 

MOTION by plaintiff, counter-defendant in limine regarding various pretrial 
issues (Attachments); (M.I.I. 1 through 4) [Date Entered: 05/29/02, By: jmp] 

MOTION by plaintiff, counter-defendant in limine regarding various pretrial 
issues (Attachments); (M.I.L 5 through 10). [Date Entered: 05/29/02, By: 
jmp] 

TRANSCRIPT of proceedings for the following date(s): 05/15/02 before 
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Honorable David H Coar. [Date Entered: 05/30/02, By: jmp] 

190 MOTION by plaintiff, counter-defendant for reconsideration of the doctrine 

of equivalents issue as to '021 patent claims 7-8 and 1 4-1 5 in light of the 

Supreme court's 05/28/02 Festo decision (Attachments); Notice. [Date 
Entered: 06/07/02, By: jmp] 

Hi 1 84 MOTION by defendant in limine to preclude any evidence or allegations that 

claims 14 and 15 of the '021 patent contain errors and memorandum in 

support thereof; Notice. [Date Entered: 06/06/02, By: sb] 

d) 1 85 MOT| ON b y defendant in limine to preclude plaintiff from introducing the 

deposition transcript of David Wright, and memorandum in support thereof, 

(Attachment); Notice. [Date Entered: 06/06/02, By: sb] 

MOTION by defendant in limine to preclude any assertion or argument that 
defendant's sales of the accused products constitutes evidence of 
nonobviousness, and memorandum in support thereof; Notice. 
(RESTRICTED). [Date Entered: 06/06/02, By: sb] 

MOTION by defendant in limine to preclude plaintiff from using the court's 
statements regarding the accused product in its summary judgment order, 
and memorandum in support thereof; Notice. [Date Entered: 06/06/02, By: 
sb] 

MOTION by defendant in limine to exclude evidence of sales and alleged 
damages occurring prior to plaintiffs complaint, and memorandum in 
support; Notice. (RESTRICTED). [Date Entered: 06/06/02, By: sb] 

MOTION by defendant, counter-claimant, third-party plaintiff to preclude 
Vardon Trial Exhibits or, in the alternative, for leave to file objections and 
rebuttal evidence to Vardon's pretrial submission if necessary(Attachment); 
Notice. [Date Entered: 06/14/02, By: jmp] 

RESPONSE by plaintiff, counter-defendant to preclude Vardon trial exhibits, 
et al. (Attachments). [Date Entered: 06/06/02, By: jmp] 

MEMORANDUM by defendant, counter-claimant in opposition to Vardon's 
motion for reconsideration of the doctrine of equivalents issue as to '021 
patent claims 7-8 and 14-15 [190-1]; Notice. [Date Entered: 06/07/02, By: 
jmp] 

MINUTE ORDER of 6/6/02 by Hon. David H. Coar : Karsten having filed a 
response to Vardon's motion for reconsideration of the doctrine of 
equivalents issue as to '021 patent claims 7-8 and 14-15 in light of the 
Supremecourt's 05/28/02 Festo decision [190-1] is taken under advisement 
- ruling to issue by mail. Mailed notice [Date Entered: 06/07/02, By: jmp] 

APPLICATION for leave to appear pro hac vice for defendant by Kenneth 
Lee Marshall; Order entered granting leave by Hon. David H. Coar. [Date 
Entered: 06/13/02, By: hb] 

MINUTE ORDER of 6/13/02 by Hon. David H. Coar : Pretrial conference re- 
set for 10:00 a.m. on 06/28/02. Karsten's motion to preclude Vardon Trial 
Exhibits [194-1] or, in the alternative, for leave to file objections and 
rebuttalevidence to Vardon's pretrial submission if necessary [194-2] is 
continued to 10:00 a.m. on 06/28/02. Motion to strike response to Karsten's 
motion to compel discovery is granted [1 80-1] Vardon's response to 
Karsten's motion to compel discovery is stricken form this docket, (the 
document has been properly filed in case #99 C 6934)[178-1]. Mailed notice 
[Date Entered: 06/1 4/02, By: jmp] 

RESPONSE by plaintiff, counter-defendant to Karsten's motion in limine to 
exclude evidence of sales and alleged damages occurring prior to plaintiffs 
complaint [188-1]. [Date Entered: 06/24/02, By: jmp] 

RESPONSE by plaintiff, counter-defendant to Karsten's motion in limine to 
preclude plaintiff from using the court's conclusions regarding the accused 
product in its summary judgment order [187-1]. [Date Entered: 06/24/02, 
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By:jmp] 

06/21/2002 [|| 19g RESPONSE by plaintiff, counter-defendant to Karsten's motion in limine to 

preclude any assertion or argument that defendant's sales of the accused 

products constitutes evidence of nonobviousness [186-1]. [Date Entered: 
06/24/02, By: jmp] 

06/21/2002 [§| 1Q9 RESPONSE by plaintiff, counter-defendant to Karsten's motion in limine to 

preclude plaintiff from introducing the transcript of David Wright [1 85-1] 

(Attachment). [Date Entered: 06/24/02, By: jmp] 

06/21/2002 [§) 20Q RESPONSE by plaintiff, counter-defendant to Karsten's motion in limine to 

preclude Vardon from presenting any evidence or allegations that claims 14 

and 15 of the '021 patent contain errors [184-1], [Date Entered: 06/24/02, 
By: jmp] 

06/21/2002 [|} MOTION by plaintiff, counter-defendant in limine to preclude Karsten's new 
damage theory (Attachments). [Date Entered: 06/24/02, By: jmp] 

06/24/2002 - SCHEDULE set on 6/24/02 by Hon. David H. Coar : Pursuant to the request 
of the defendant ("parties have mutually agreed"), the Final Pretrial 
conference is reset to 10:00 7/1/02. Telephone notice [Date Entered: 
06/24/02, By: pm] 

06/26/2002 m 2Q2 OPPOSITION by defendant, third-party plaintiff, counter-claimant to 

Vardon's motion in limine to preclude Karsen from arguing that damages 

did not accrue until the filing date of this lawsuit (Attachment). [Date 
Entered: 06/27/02, By: jmp] 

06/26/2002 [f| 2Q3 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine incident to Karsten's pretrial order 

submissions [181-1], [182-1] (Attachments). [Date Entered: 06/27/02, By: 
jmp] 

06/26/2002 |j) 2Q4 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine No. 1 to exclude prior art and 

witnesses (Attachments). [Date Entered: 06/27/02, By: jmp] 

06/26/2002 [f| 2Q5 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine No. 2 to exclude untimely expert 

testimony (Attachments). [Date Entered: 06/27/02, By: jmp] 

06/26/2002 H 2Q6 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine No. 3 to exclude expert testimony by 

Donald Creighton (Attachment). [Date Entered: 06/27/02, By: jmp] 

06/26/2002 [§| 2Q7 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine No. 4 to exclude expert testimony by 
Dalbert Shefte (Attachment). [Date Entered: 06/27/02, By: jmp] 

06/26/2002 [U 2Q8 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine No. 5 to exclude Spectrum and 

Shear-line (Gold Insignia) Clubs (Attachments). [Date Entered: 06/27/02, 
By: jmp] 

06/26/2002 g| 2Qg MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine No. 6 to exclude arguments at trial 
inconsistent with the court's summary judgment order. [Date Entered: 
06/27/02, By: jmp] 

06/26/2002 (|J 210 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine No. 7 to exclude Karsten's charge of 

inequitable conduct (Attachments). [Date Entered: 06/27/02, By: jmp] 

06/26/2002 H 211 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 

opposition to Vardon's motion in limine No. 8 concerning improper use of 

hindsight in deciding the question of patent validity (Attachments). [Date 
Entered: 06/27/02, By: jmp] 

06/26/2002 [|| 212 MEMORANDUM by defendant, third-party plaintiff, counter-claimant in 
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opposition to Vardon's motion in limine No. 9 to preclude testimony 
comparing the specification and preferred embodiments of Vardon's 
7021 patent to the accused Karsten Golf Clubs (Attachments). [Date 
Entered: 06/27/02, By: jmp] 

06/26/2002 [||| 213 MEMORANDUM b Y defendant, third-party plaintiff, counter-claimant in 

opposition to motion in limine No. 10 to exclude references to irrelevant 

matters. [Date Entered: 06/27/02, By: jmp] 

06/27/2002 [|| 2U MINUTE ORDER of 6/27/02 by Hon. David H. Coar : For the reasons stated 

in the attached Memorandum Opinion and Order, Vardon's motion for 

reconsideration of the court's 03/12/02 summary judgment determination 
with respect toll.S. Patent 5,401 ,021 claims 7-8 and 14-15 is granted [190- 
1] and Karsten's motion for hearing on claim construction is denied [1 76-1]. 
Entered Memorandum Opinion and Order. Telephoned notice [Date 
Entered: 06/28/02, By: jmp] 

06/27/2002 [|) 215 NOTICE by Karsten Mfg Corp of withdrawal of certain exhibits and 
witnesses (Attachments). [Date Entered: 07/01/02, By: cv] 

06/27/2002 [|| 217 MOTION by Karsten Mfg Corp to strike Vardon's motion in limine to 

preclude Karsten's new damage theory with memorandum (Attachment); 

Notice. [Date Entered: 07/01/02, By: cv] 

06/27/2002 2T7 MEMORANDUM by Karsten Mfg Corp in opposition to Varden's motion in 
limine to preclude Karsten's new damage theory with motion (Attachment); 
Notice. [201-1] [Date Entered: 07/01/02, By: cv] 

06/28/2002 ffi ATTORNEY APPEARANCE for Karsten Mfg Corp by Dennis P.W. 
— Johnson. [Date Entered: 07/01/02, By: cv] 

07/01/2002 [|| 218 MINUTE ORDER of7/1/02 by Hon. David H. Coar: In the attached motions 

in limine, the court has ruled on both parties' motions in limine. With respect 

Vardon Golfs motion in limine incident to Karsten's pretrial 
ordersubmissions, the plaintiff must provide a brief as the issue of allowable 
affirmative defenses (abandonment, enablement, best mode, written 
description, indefiniteness, and laches) by close of business, Tuesday, 
7/2/02. The defendant must respond by end of the business day, Monday, 
7/7/02. In addition, Karsten must supply Vardon with abrief on the issue of 
additional estoppel arguments under the doctrine of equivalents by the end 
of the business day, Friday, 7/5/02 and must the supply the court with this 
same brief on Monday, 7/8/02. Vardon must submit a reply to thiscourt by 
7/10/02. Trial is set for Monday, 7/15/02 at 9:00 a.m. (Entered motions in 
limine). Mailed notice [Date Entered: 07/08/02, By: cm] 

07/01/2002 H| MINUTE ORDER of 7/1/02 by Hon. David H. Coar: Pretrial conference 

held., Entered Final Pretrial Order. Mailed notice [Date Entered: 07/12/02, 

By: mw] 

07/02/2002 [§) 223 MOTION by plaintiff for consideration of its motion in limine to preclude 

— - Karsten from arguing that damages did not accure until the filing date of this 
lawsuit (Attachments); Notice. [Date Entered: 07/1 1/02, By: mw] 

07/02/2002 [f| 23Q MOTION by plaintiff, counter-defendant in limine to preclude Kersten's 
— - Section 112 and abandonment defenses (Attachments). [Date Entered: 
07/15/02, By: jmp] 

07/03/2002 []| 22Q REQUEST by Karsten for clarification and motion in limine on the 

application of prosecution histor Estoppel to claims 7,8,14 adn 15 of the 

'021 patent (Attachments); Notice. [Date Entered: 07/09/02, By: gy] 

07/08/2002 d) jig MEMORANDUM by Karsten Mfg Corp in opposition to Vardon's motion for 
consideration [217-1] (Attachments); Notice. [Date Entered: 07/09/02, By: 

gy] 

07/08/2002 222 OPPOSITION by Karsten Mfg Corp to Vardon's motion in limine to preclude 
Karsten's Section 1 12 and abandonment defenses with exhibits 
(RESTRICTED) [Date Entered: 07/10/02, By: ar] 
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RESPONSE by Vardon to Karstens's request for clarification and motion in 
limine on the application of prosecution history estoppel to claims 7,8 ,14 
and 15 of the '021 patent" [220-1] (Attachments). [Date Entered: 07/10/02, 
By: gy] 

MINUTE ORDER of 7/9/02 by Hon. David H. Coar : For the reasons stated 
on the reverse side of this minute order, Vardon's motion for consideration 
[223-1] is denied. [This motion has yet to be docketed]. (See reverse of 
minuteorder.) No notice [Date Entered: 07/1 1/02, By: mw] 

MINUTE ORDER of 7/10/02 by Hon. David H. Coar : For the reasons stated 
on the reverse side of this minute order, Vardon's motion limine to preclude 
Karsten's 112 and abandonment defenses is granted in part and denied in 
part.[This motion has yet to be docketed]. (See reverse of minute order.) No 
notice [Date Entered: 07/1 1/02, By: mw] 

MINUTE ORDER of 7/10/02 by Hon. David H. Coar : For the reasons stated 
on the reverse side of this minute order, the procedure at trial shall be as 
follows: the trial will not be biifurcated; therefore, the same jury will 
determineliability as well as damages and all issues will be presented to the 
jury in a unitary fashion, i.e. without bifurcation. The issue of equitable 
conduct will be decided entirely by the jury. (See reverse of minute order.) 
Telephoned notice [Date Entered: 07/12/02, By: mw] 

MINUTE ORDER of 7/10/02 by Hon. David H. Coar : For the reasons stated 
on the reverse side of this minute order, Karsten's request for clarification 
and motion in limine on the application of prosecution history estoppel 
claims7,8,14 ) 15 of the '021 patent is denied. [This motion has yet to be 
docketed]. (See reverse of minute order.) Telephoned notice [Date Entered: 
07/12/02, By: mw] 

„ R SUBMISSION by defendant of foundational affidavits (Attachments); Notice. 
— [Date Entered: 07/12/02, By: mw] 



226 



227 



231 



244 



MINUTE ORDER of 7/15/02 by Hon. David H. Coar : Trial began - jury. 
Mailed notice [Date Entered: 07/16/02, By: jmp] 

- SCHEDULE set on 7/16/02 by Hon. David H. Coar : Jury trial held and 
continued to 10:00 7/17/02 . No notice [Date Entered: 07/16/02, By: tc] 

» SCHEDULE set on 7/17/02 by Hon. David H. Coar : Jury trial held and 
continued to 10:00 7/18/02 . No notice [Date Entered: 07/17/02, By: tc] 

232 MOTION by plaintiff, counter-defendant in limine to preclude Karsten from 

disparaging the performance of the U.S. Patent and Trademark Office or 

Examiner Grieb. [Date Entered: 07/23/02, By: jmp] 

- SCHEDULE set on 7/18/02 by Hon. David H. Coar : Jury trial held and 
continued to 10:00 7/22/02 . No notice [Date Entered: 07/19/02, By: tc] 

MOTION by Vardon to amend its response to Karsten's request for 
admission (No. 88). (Attachments); Notice. [Date Entered: 08/21/02, By: gy] 

- SCHEDULE set on 7/22/02 by Hon. David H. Coar : Jury trial held and 
continued to 10:00 7/23/02 . No notice [Date Entered: 07/22/02, By: tc] 

- SCHEDULE set on 7/23/02 by Hon. David H. Coar : Jury trial held and 
continued to 10:00 7/24/02. No notice [Date Entered: 07/23/02, By: pm] 

2^ MEMORANDUM by defendant in opposition to Vardon's motion to amend 

its response to Karsten's request for admission (No. 88) [Date Entered: 

07/25/02, By: cdy] 

- SCHEDULE set on 7/24/02 by Hon. David H. Coar : Jury trial held and 
continued to 10:00 7/25/02 . No notice [Date Entered: 07/24/02, By: pm] 

REPLY by plaintiff in support of its motion to amend its response to 
Karsten's request for admission (No. 88) [Date Entered: 07/25/02, By: cdy] 

235 STiPULATED DISMISSAL WITH PREJUDICE. [Date Entered: 07/26/02, 
By: jmp] 
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07/25/2002 [|j 236 MINUTE ORDER of 7/25/02 by Hon. David H.Coar: Jury trial held and 

continued to 10:00 a.m. on 07/29/02. Pursuant to stipulated dismissal with 

prejudice, counts III and IV of Karsten's counterclaim against Vardon and 
Karsten's Thirdparty complaint against Dillis V. Allen are dismissed with 
prejudice, all parties to bear their own costs, expenses and attorneys' fees. 
Mailed notice [Date Entered: 07/26/02, By: jmp] 

07/25/2002 H 245 MINUTE ORDER of 7/25/02 by Hon. David H. Coar: Vardon's motion to 

amend its response to Karsten's request for admission (No. 88) is denied as 

stated in the record [244-1]. [Date Entered: 08/21/02, By: gy] 

07/29/2002 - SCHEDULE set on 7/29/02 by Hon. David H. Coar : Jury trial held and 
continued to 10:00 7/30/02 . No notice [Date Entered: 07/30/02, By: pm] 

07/30/2002 - SCHEDULE set on 7/30/02 by Hon. David H. Coar : Jury trial held and 
continued to 10:00 7/31/02 . notice [Date Entered: 07/30/02, By: pm] 

07/31/2002 ffi ? JURY INSTRUCTIONS submitted by the court (Attachments). [Date 

— Entered: 08/02/02, By: jmp] 

07/31/2002 [|| _ MINUTE ORDER of 7/31/02 by Hon. David H.Coar: Jury deliberations 
began. No notice [Date Entered: 08/02/02, By: jmp] 

08/01/2002 m 9 o Q VERDICT FORM for defendant and against plaintiff. [Date Entered: 

— 08/07/02, By: jmp] 

08/01/2002 || 24Q JURY NOTES (Attachments). [Date Entered: 08/07/02, By: jmp] 

08/01/2002 [§) 241 MINUTE ORDER of8/1/02 by Hon. David H.Coar: Jury verdict in favor of 

the defendant and against the plaintiff. Judgment is hereby entered in favor 

of the defendant, Karsten Manufacturing Corporation and againstthe 
plaintiff, Vardon Golf Company. Trial ends - jury. This case is closed, 
terminating case Mailed notice [Date Entered: 08/07/02, By: jmp] 

08/01/2002 J) 242 ENTERED JUDGMENT [Date Entered: 08/07/02, By: jmp] 

08/07/2002 ~ MAILED patent report to Commissioner of Patents and Trademarks with a 
certified copy of order dated 08/01/02. [Date Entered: 08/08/02, By: jmp] 

08/15/2002 [|j 246 MOTION AND MEMORANDUM IN SUPPORT by defendant Karsten Mfg 

Corp to declare Vardon's conduct exceptional under 285 and to set a 

briefing schedule for attorneys' fees and expenses under Rule 54.3(b) 
(Attachments); Notice of motion [Date Entered: 08/21/02, By: eav] 

08/16/2002 ^ 243 REQUEST by plaintiff Vardon Golf Co Inc, counter-defendant Vardon Golf 

Co Inc for a minute order to docket and file jury instruction submissions 

(Attachments). [Date Entered: 08/20/02, By: jmp] 

08/16/2002 - 47 MOTION by plaintiff Vardon Golf Co Inc to preserve (Attachments); Notice 

— of motion [Date Entered: 08/21/02, By: eav] 

08/16/2002 m RULE 59 MOTION by plaintiff Vardon Golf Co Inc for a new trial 

— (Attachments) [Date Entered: 08/21/02, By: eav] 

08/19/2002 m 7d Q AGREED NOTICE by plaintiff Vardon Golf Co Inc of motion for a new trial 

— [248-1] [Date Entered: 08/21/02, By: eav] 

08/20/2002 [§} 25Q MINUTE ORDER of 8/20/02 by Hon. David H.Coar: Karsten's motion to 

declare Vardon's conduct exceptional under Section 285. Answer brief to 

motion due 9/1 1/02. [246-1] Reply to answer brief due 9/24/02. Ruling on 
Karsten's motion todeclare Vardon's conduct exceptional under Section 285 
will be by mail. Karsten's motion to set a schedule for attorneys fees and 
expenses under Rule 54.3(b) is moot. [246-2] The Court hereby sets 
9/24/02 for the filing of documents/papers as required under the Local 
Rules relating to fees and costs. Vardon Golfs Rule 59 Motion for a new 
trial isdenied. [248-1] Vardon's motion to preserve the tape recording 
pertaining to the section of the trial transcript Vardon believes contains a 
transcription error is granted (no appearance is required on 8/22/02.) [247- 
1] VardonRequest for a minute order to docket and file jury instruction 
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submissions is denied without prejudice. Mailed notice [Date Entered: 
08/21/02, By: eav] 

08/20/2002 ^ 252 RENEWED MOTION by defendant, counter-claimant for judgment as a 

matter of law of invalidity of claims 14 and 15 of the '021 patent; Notice. 

[Date Entered: 09/03/02, By: jmp] 

08/22/2002 [f| 253 AMENDED NOTICE by defendant, counter-claimant of motion for judgment 

as a matter of law of invalidity of claims 1 4 and 1 5 of the f 021 patent [252- 

1]. [Date Entered: 09/03/02, By: jmp] 

08/28/2002 [fj 251 RESPONSE by plaintiff to Karsten's renewed motion for judgment as a 

matter of law of invalidity of claims 14 and 15 of the '021 patent. [Date 

Entered: 08/29/02, By: nf] 

08/30/2002 [U 254 MINUTE ORDER of 8/30/02 by Hon. David H. Coar : Karsten's renewed 

motion for judgment as a matter of law of invalidity of claims 14 and 15 of 

the *021 patent is denied [252-1]. Mailed notice [Date Entered: 09/03/02, By: 
jmp] 

09/06/2002 [f| 255 NOTICE OF APPEAL to the Federal Circuit by plaintiff from verdict [239-1], 

from motion minute order [241-4], from Scheduling order terminating case 

[241-3], from judgment entered [242-1], from motion for judgment as a 
matter of lawof invalidity claims 14 and 15 of the '021 patent [252-1], and 
from minute order [254-1] ( $105.00 Paid) [Date Entered: 09/09/02, By: dj] 

09/11/2002 [|j 256 RESPONSE by plaintiff, counter-defendant to Karsten's motion to declare 

Vardon's conduct exceptional under 285 et al [246-1] (Attachments). [Date 

Entered: 09/12/02, By: jmp] 

09/24/2002 ||j 257 REPLY by defendant, counter-claimant in support of its motion to declare 

Vardon's conduct exceptional under 285 [246-1] (Attachments). [Date 

Entered: 09/25/02, By: jmp] 

09/24/2002 H 258 JOINT STATEMENT under LR 54.3 related to Karsten's motion for 
attorneys' fees (Attachments). [Date Entered: 09/25/02, By: jmp] 

09/24/2002 [|} . MEMORANDUM by defendant, counter-claimant in support of application 
for costs. [Date Entered: 09/26/02, By: jmp] 

09/24/2002 ^ 261 AFFIDAVIT of David A.Roodman [Date Entered: 09/27/02, By: cdy] 

09/25/2002 m ^ fin SEVENTH CIRCUIT transcript information sheet by plaintiff. [Date Entered: 

— 09/26/02, By: jmp] 

09/30/2002 [U 262 NOTICE OF CROSS-APPEAL by defendant Karsten Mfg Corp from motion 

minute order [254-1], from judgment entered [242-1], from Scheduling order 

Jury verdict in favor of the defendant and against the plaintiff. Judgment is 
herebyentered in favor of the defendant, Karsten Manufacturing 
Corporation and against the plaintiff, Vardon Golf Company. Trial ends - 
jury. This case is closed. [241-1], from Scheduling order [241-2], from 
Scheduling order terminating case [241-3], from motion minute order [241- 
4] (Fee Paid) [Date Entered: 10/01/02, By: ch] 

10/02/2002 gj 263 RESPONSE by plaintiff, counter-defendant to Karsten's memorandum in 

support of application for costs (Attachments). [Date Entered: 10/03/02, By: 

jmp] 

1 0/08/2002 264 TRANSCRIPT of proceedings for the following date(s): 08/20/02 Before 
Honorable David H. Coar. [Date Entered: 10/09/02, By: air] 

10/09/2002 „ 5 REPLY by defendant, counter-claimant in support of application for costs 

— (Attachments). [Date Entered: 1 0/1 0/02, By: jmp] 

10/10/2002 H 266 COMBINED MOTION and memorandum by Thomas G.Scavone, Patrick F. 

Solon and Keith A. Vogt, counsel for plaintiff, counter-defendant for 

withdrawal of appearances; Notice. [Date Entered: 10/16/02, By: jmp] 

10/15/2002 |j| 26? MINUTE ORDER of 10/15/02 by Hon. David H. Coar: Thomas G.Scavone, 
-■ — Patrick F. Solon and Keith A Vogfs motion for withdrawal of appearances 
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10/17/2002 

10/17/2002 

10/31/2002 
11/05/2002 
11/07/2002 

12/09/2002 
12/10/2002 
12/12/2002 

12/17/2002 

12/31/2002 
01/10/2003 



[266-1] due 10/22/02. Reply to answer brief due 10/30/02. Hearing on 
combined motion andmemorandum for withdrawal of appearances [266-1] 
set for 9:00 a.m. on 1 1/07/02. No notice [Date Entered: 10/16/02, By: jmp] 

MEMORANDUM by defendant, counter-claimant in opposition to Niro, 
Scavone's and Michael Mazza's motions for withdrawal of appearances 
[266-1]. [Date Entered: 10/21/02, By: jmp] 

MEMORANDUM by defendant, counter-claimant in opposition to Niro, 
Scavone's motion for withdrawal of appearance [266-1]. [Date Entered: 
10/21/02, By: jmp] 

270 TRANSCRIPT of proceedings for the following date(s): 07/01/02 before The 
Honorable David H. Coar. [Date Entered: 1 1/04/02, By: Ixs] 

h 971 MEMORANDUM IN REPLY by Thomas G Scavonne to 10/30/02 Vardon 
— Golf letter brief on withdrawal [Date Entered: 1 1/06/02, By: ip] 



268 



269 



272 



MINUTE ORDER of 11/7/02 by Hon. David H. Coar : Plaintiffs motion for 
withdrawal of appearances [266-1] of Thomas G. Scavone Patrick Francis 
Solon and Keith A. Vogt is granted. Mailed notice [Date Entered: 11/08/02, 
By: jmp] 

?7 , ACKNOWLEDGEMENT of receipt of short record on appeal by the Federal 

— Circuit 03-1125 [Date Entered: 12/16/02, By: jmp] 

77 - ACKNOWLEDGEMENT of receipt of short record on appeal USCA 02- 

— 4158. [Date Entered: 12/12/02, By: jmp] 

2^ MOTION by defendant, counter-claimant, third-party plaintiff for leave to 

propound discovery; Memorandum in support (Attachments); Notice. [Date 

Entered: 12/18/02, By: jmp] 



276 



01/10/2003 



01/14/2003 



01/16/2003 



01/16/2003 



01/17/2003 



01/17/2003 



278 



MINUTE ORDER of 12/17/02 by Hon. David H. Coar : Defendant's motion 
and memorandum for leave to propound discovery is granted [275-1] for the 
reasons stated on the record. No notice [Date Entered: 12/18/02, By: jmp] 

OPINION from the 7th Circuit: Argued 12/06/02; Decided 12/26/02.( 02- 

- 4158) [Date Entered: 01/02/03, By: cdy] 

- ORDER dated 1/1 0/03 from the Federal Circuit. It is ordered that: Niro, 
Scavone is directed to file a consolidated response within 10 days of the 
date of filing of this order. Any other respondent may also respond within 
thattime.(Misc. Docket No. 722, 723, 724) (Original in 98 C 2944) [Date 
Entered: 01/1 5/03, By: eav] 

MOTION by defendant to compel Vardon and Niro, Scavone to immediately 
produce the information requested in Karsten's recently filed discovery 
requests and subpoena (Attachments); Notice. [Date Entered: 01/17/03, By: 
air] 

- TRANSCRIPT of proceedings for the following date(s): 1 0/1 5/02 appeal 
[262-1], appeal [255-1] Before Honorable David H. Coar (Original in 98 C 
2944) [Date Entered: 01/15/03, By: eav] 

27g MINUTE ORDER of 1/16/03 by Hon. David H. Coar: Defendant's motion to 

compel is referred to the Magistrate Judge. Mailed notice [Date Entered: 

01/1 7/03, -By: air] 

28 q RESPONSE by plaintiff, counter-defendant Vardon Golf Co Inc, third-party 

defendant Dillis V Allen to Karsten Manufacturing Corporation's motion to 

compel [278-1] (Attachments). [Date Entered: 01/17/03, By: km] 



281 



REFERRAL ORDER of 1/17/03 The case is referred to the Hon. Morton 
Denlow from Hon. David H. Coar for discovery motions; i.e. motion to 
compel. (For further detail see order.) Mailed notice [Date Entered: 
01/21/03, By: jmp] 

2 82 NOTICE of docketing a petition for writ of mandamus by the 7th Circuit; 
Court of Appeals. [Date Entered: 01/21/03, By: jmp] 
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01/21/2003 



01/22/2003 



1 



283 



01/23/2003 



01/24/2003 



01/24/2003 



02/03/2003 



284 



285 



286 



287 



02/12/2003 



288 



03/10/2003 
03/28/2003 



289 



292 



03/31/2003 



290 



SCHEDULE set on 1/21/03 by Hon. Morton Denlow : This matter has been 
referred to Judge Denlow for ruling on a pending motion. If no briefing 
schedule has been set or if no briefing is desired, the parties are to notice 
themotion up on Mondays or Wednesdays at 9:1 5 a.m. Judge Denlow does 
not desire briefs on discovery disputes. Otherwise, the parties are to appear 
for status or agrument at 10:00 on 2/13/03 . Mailed notice [Date Entered: 
01/21/03, By: dmk] 

CERTIFIED copy of Order dated 01/14/03 from the Federal Circuit. (02- 
1606, 03-1125). Karsten Mfg Corp moves to deactivate 02-1606, 03-1125 
pending resolution of a Fed.R.Civ.P. Rule 59(e) motion under consideration 
in thellnited States District Court for the Northern District of Illinois and for 
an extension of time until 40 days after this appeal is reactivated, to file tis 
brief. Vardon Golf Company, Inc. has not responded. Upon consideration 
thererof it is ordered that the motions are granted. [Date Entered: 01/29/03, 
By:jmp] 

RENEWED NOTICE by defendant, counter-claimant of motion to compel 
Vardon and Niro, Scavone to immediately produce the information 
requested in Karsten's recently filed discovery requests and subpoena [278- 
1]. [Date Entered: 02/04/03, By: jmp] 

AMENDED NOTICE by defendant, counter-claimant of motion to compel 
Vardon and Niro, Scavone to immediately produce the information 
requested in Karsten's recently filed discovery requests and subpoena [278- 
1]. [Date Entered:. 02/04/03, By: jmp] 

REPLY by defendant, counter-claimant in support of its motion to compel 
Vardon and Niro, Scavone to immediately produce the information 
requested in Karsten's recently filed discovery requests and subpoena [278- 
1] (Attachment);Notice. [Date Entered: 02/04/03, By: jmp] 

MINUTE ORDER of 2/3/03 by Hon. Morton Denlow : Hearing on Karsten 
Manufacturing Corporation's motion to compel Vardon and Niro, Scavone to 
immediately produce the information requested in Karsten's recently filed 
discovery requestsand subpoena [278-1]. Oral argument set for 1 1 :00 a.m. 
on 02/12/03 on Karsten Manufacturing Corporation's motion to compel. 
Dillis V. Allen to produce documents referred to in his privileged log for in 
camera inspection by the Court on or by 02/10/03. Defendant's counsel to 
provide copies of the counterclaim, answer to the counterclaim and copy 
ofthe jury verdict to the Court in or by 02/05/03. Status hearing set for 
02/13/03 is stricken. Mailed notice by judge's staff. [Date Entered: 02/04/03, 
By: jmp] 

MINUTE ORDER of 2/12/03 by Hon. Morton Denlow : Oral argument held 
on defendant Karsten Manufacturing Corp.'s motion to compel Vardon and 
Niro, Scavone to immediately produce the information requested in 
Karsten's recentlyfiled discovery requests and subpoena [278-1]. Said 
motion is taken under advisement. Ruling on defendant's motion to compel 
[278-1] to be made by 03/05/03. Mailed notice by judge's staff [Date 
Entered: 02/13/03, By: jmp] 

TRANSCRIPT of proceedings for the following date(s): 12/17/02 appeal 
[262-1] before Honorable David H. Coar. [Date Entered: 03/11/03, By: jmp] 

MINUTE ORDER of 3/28/03 by Hon. Morton Denlow :i Defendants 
Karstsen Manufacturing Corporation's motion to compel Vardon and Niro, 
Scavone to immediately produce the information requested in Karsten's 
recently filed discoveryrequests and subpoena is granted in part and denied 
in part [278-1]. All matters relating to the referral of this action being 
resolved, the case is returned to the assigned judge. Terminating the case 
referral to Hon. Morton Denlow. Entered Memorandum Opinion and Order. 
Mailed notice by judge's staff [Date Entered: 03/31/03, By: jmp] 

BILL OF COSTS submitted in favor of Karsten Manufacturing Corporation 
in the amount of $100,900.86 (Attachments). [Date Entered: 03/31/03, By: 
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03/31/2003 



03/31/2003 



291 



04/08/2003 
04/11/2003 
04/14/2003 

04/16/2003 

04/16/2003 
04/18/2003 
04/21/2003 

04/22/2003 

04/22/2003 



jmp] 

COSTS taxed bill of costs (290-1] for defendant Karsten Mfg Corp, in the 
amount of $100,900.86 against plaintiff (Attachments) [Date Entered: 
03/31/03, By: jmp] 

MINUTE ORDER of 3/31/03 by Hon. David H. Coar : For the reasons stated 
in the attached memorandum opinion and order, Karsten's to declare 
Vardon's conduct exceptional under 285 is granted [246-1]. Karstein is 
permitted torecover its attoreny's fees in the amount of $2,014,699.31. For 
the reasons stated in the attached memorandum opinion and order, 
Karsten's Bill of Costs is also granted in the amount of $100,900.86. Plaintiff 
is ordered to pay defendant Karsten $100,900.86 in costs and 
$2,014,699.31 in attorney's fees. Entered Memorandum Opinion and 
Order.Mailed notice [Date Entered: 03/31/03, By: jmp] 

293 TRANSCRIPT of proceedings for the following date(s): 02/03/03 before 
Honorable Morton Denlow. [Date Entered: 04/09/03, By: jmp] 



294 



1 



297 



OBJECTIONS by plaintiff to Hon. Judge Morton Denlow's opinion and order 
of 03/28/03 [292-1] (Attachments). [Date Entered: 04/14/03, By: jmp] 

MOTION by defendant, counter-claimant under Rule 15(a) and 59(e) for 
leave to amend its counterclaim and the judgment to name Dillis Allen as a 
counterclaim defendant; Memorandum in support (Attachment); Notice. 
[Date Entered: 04/23/03, By: jmp] 

29g UNOPPOSED MOTION by Niro Scavone Haller to stay March 28th order; 

Memorandum in support (Attachments); Notice. [Date Entered: 04/24/03, 

By: jmp] 



d 301 
d 303 
Hi 304 

295 

I) 296 



04/22/2003 



1 



298 



04/23/2003 



04/23/2003 



300 



302 



MOTION by plaintiff, counter-defendant to withdraw attorney Michael P. 
Mazza; Notice. [Date Entered: 04/24/03, By: jmp] 

ATTORNEY APPEARANCE for plaintiff, counter-defendant by Dillis V. 
Allen; Notice. [Date Entered: 04/28/03, By: jmp] 

OBJECTIONS by defendant, counter-claimant, third-party plaintiff to 
Vardon's objections to Magistrate Judge Denlow's Opinion and Order of 
03/28/03. [Date Entered: 04/28/03, By: jmp] 

OPPOSITION by plaintiff, counter-defendant to Karsten's motion for leave 
to amend its counterclaim and the judgment to name Dillis Allen as a 
counterclaim defendant [Date Entered: 04/23/03, By: jmp] 

MINUTE ORDER of 4/22/03 by Hon. David H. Coar : The plaintiff having 
filed an [Doc #294] objection to the [Doc #292] Opinion and Order and the 
defendant having filed opposition to plaintiffs objection to Judge 
Denlow'sOpinion and Order of March 28, 2003, the Court will take these 
matters under advisement and rule by mail. Mailed notice [Date Entered: 
04/23/03, By: jmp] 

MINUTE ORDER of 4/22/03 by Hon. David H. Coar : Answer brief to motion 
under Rule 1 5(a) and 59(e) for leave to amend its counterclaim and the 
judgment to name Dillis Allen as a counterclaim defendant [297-1] was 
filed04/22/03. Reply to answer brief due within seven (7) days. Motion taken 
under advisement - ruling on defendants motion under rule 15(a) and 59(e) 
will be by mail. Mailed notice [Date Entered: 04/23/03, By: jmp] 

MINUTE ORDER of 4/23/03 by Hon. Morton Denlow : Motion hearing held. 
Non-Party Niro, Scavone, Haller & Niro's motion to stay March 28th order is 
granted pending a ruling by Judge Coar [299-1]. Mailed notice by judge's 
staff [Date Entered: 04/24/03, By: jmp] 

MINUTE ORDER of 4/23/03 by Hon. David H. Coar : Michael P. Mazza's 
unopposed motion for withdrawal of appearance is granted as stated on the 
record [301-1]. Michael P. Mazza to withdraw as attorney for Vardon. 
Mailed notice [Date Entered: 04/24/03, By: jmp] 



04/29/2003 305 TRANSCRIPT of proceedings for the following date(s): 02/02/03 before 
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04/29/2003 



316 



04/30/2003 306 



04/30/2003 



04/30/2003 



04/30/2003 



05/05/2003 



307 



308 



317 



05/05/2003 || m 

05/05/2003 [f| 311 

05/05/2003 H 312 

05/06/2003 [|, ^3 

05/07/2003 [|| 

05/07/2003 [| ^ 

05/07/2003 - 

05/08/2003 [|j 



05/08/2003 

05/09/2003 
05/12/2003 



Honorable Morton Denlow. [Date Entered: 04/30/03, By: jmp] 

MOTION by defendant, counter-claimant for extension of time to file reply 
memorandum in support of its motion for leave to amend its counterclaim 
and the judgment; Notice. [Date Entered: 05/09/03, By: jmp] 

NOTICE OF APPEAL to the Federal Circuit by plaintiff and counter- 
defendant Vardon Golf Co Inc from motion minute order [291-2], from 
Scheduling order Entered Memorandum Opinion and Order. [291-1], from 
judgment entered [242-1 ],from Scheduling order terminating case [241-3], 
from motion minute order [241-4], from Scheduling order Entered 
Memorandum Opinion and Order. [134-1] ( $105.00 Paid); Notice [Date 
Entered: 05/01/03, By: dj] 

DOCKETING STATEMENT to the Federal Curcuit by plaintiff and counter- 
defendant Vardon Golf Co Inc regarding appeal [306-1]; Notice . [Date 
Entered: 05/01/03, By: dj] 

SUPPLEMENT by plaintiff to Vardon's opposition to Karsten's motion for 
leave to amend its counterclaim and the judgment to name Dillis Allen as a 
counterclaim defendant [297-1]; Notice [Date Entered: 05/02/03, By: cdy] 

MOTION by plaintiff counter-defendant under Rule 8(a)(1) of the Federal 
Rules of Apellate Procedure for a stay pending appeal; Notice. [Date 
Entered: 05/09/03, By: jmp] 

30g REPLY by defendant, counter-claimant to motion under Rule 15(a) and 59 
(e) for leave to amend (1) its counterclaim and (2) the judgment to name 

Dillis Allen as a counterclaim defendant [297-1]; Notice. [Date Entered: 

05/06/03, By: jmp] 

RESPONSE by Irene Allen and objections to citation to discover assets; 
Notice. [Date Entered: 05/06/03, By: jmp] 

RESPONSE and objecitons by third-party defendant Dillis V Allen to citation 
to discover assets; Notice. [Date Entered: 05/06/03, By: jmp] 

RESPONSE and objections by plaintiff Vardon Golf Co Inc to citation to 
discover assets; Notice. [Date Entered: 05/06/03, By: jmp] 

NOTICE by plaintiff, counter-defendant of filing of bankrutpcy (Attachment). 
[Date Entered: 05/07/03, By: jmp] 

MEMORANDUM by defendant, counter-claimant in opposition to Vardon's 
motion to stay pending appeal; Notice. [Date Entered: 05/08/03, By: jmp] 

REPLY by defendant, counter-claimant to Vardon's, Dillis Allen's and Irene 
Allen's responses and objectioins to citations to discover assets; Notice. 
[Date Entered: 05/08/03, By: jmp] 

CITATION to Discover Assets Issued as to Custodian of Records at Bank 
One Corp and Elgin State Bank. [Date Entered: 05/08/03, By: jmp] 

MINUTE ORDER of 5/8/03 by Hon. David H. Coar : Karsten's motion for 
extension of time to file reply memorandum in support of motion for leave to 
amend its counterclaim and the judgment is granted to 05/05/03 [31 6-1]. 
Dillis Allen'smotion under Rule 8(a)(1) of the Rules of Apellate Procedure 
for a stay pending appeal is denied for the reasons stated on the record 
[317-1]. The citations to discover assets are referred to the Magistrate 
Judge. Mailed notice [Date Entered: 05/09/03, By: jmp] 

32Q MOTION by defendant, counter-claimant to compel Vardon Golf Company, 
Dillis Allen, and Irene Allen to produce documents and appear in response 

to citations to discover assets (Attachments); Notice. [Date Entered: 

05/13/03, By: jmp] 



318 



REFERRAL ORDER: Case referred to Hon. Morton Denlow for all 



discovery disputes Mailed notice. [Date Entered: 05/09/03, By: pm] 

321 MINUTE ORDER of 5/12/03 by Hon. Morton Denlow : Karsten's motion to 
compel Vardon Golf Company, Dillis Allen, and Irene Allen to produce 
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docuemnts and appear in response to citations to discover assets [320-1] is 
entered andcontinued to 9:15 a.m. on 05/21/03. Mailed notice by judge's 
staff [Date Entered: 05/13/03, By: jmp] 

05/16/2003 „ 9 ANSWER by Bk 1 NA (Chicago) to citation to discover assets (Attachment). 

— [Date Entered: 05/1 9/03, By: jmp] 

05/21/2003 [|) 323 MINUTE ORDER of 5/21/03 by Hon. Morton Denlow : Status hearing set for 

6/17/03 at 10:00 a.m. Motion hearing held on Karsen's motion to compel 

Vardon Golf Company, Dillis Allen, and Irene to produce documents and 
appear inresponse to citations to discover assets [320-1]. Karsten's motion 
to compel Vardon Golf Company, Dillis Allen, and Irene Allen to produce 
documents and appear in response to citations to discover assets is 
granted [320-1]. All documents are to be produced on or by 05/28/03. Dillis 
Allen and Irene Allen to appear for examination on or by06/1 1/03. Notice 
mailed by judged staff [Date Entered: 05/22/03, By: nf] 

05/28/2003 m ACKNOWLEDGEMENT of receipt of short record on appeal [306-1] US 

— Federal Circuit 03-1389. [Date Entered: 05/30/03, By: jmp] 

06/06/2003 325 TRANSCRIPT of proceedings for the following date(s): 07/1 5/02, 07/16/02, 
07/17/02, 07/18/02, 07/22/02, 07/23/02, 07/24/02, 07/25/02, 07/26/02, 
07/29/02, 07/29/02, 07/30/02, 07/31/02, 08/02/02, 05/08/03 appeal [306-1] 
before HonorableDavid H. Coar. (Documents 325-1 through 325-15). [Date 
Entered: 06/06/03, By: jmp] 

06/1 1/2003 - CITATION to Discover Assets Issued one original and one copy as to 

Custodian of Records Bank One Corporation. [Date Entered: 06/12/03, By: 
jmp] 

06/13/2003 [|) 326 FURTHER MOTION by defendant, counter-claimant to compel responses 

to citations to discover assets and to cite Dillis Allen for contempt 

(Attachment); Notice. [Date Entered: 06/1 8/03, By: jmp] 

06/17/2003 [j| 327 MINUTE ORDER of 6/17/03 by Hon. Morton Denlow: Status hearing held 

and continued to 10:00 a.m. on 07/01/03. Motion hearing held on Karsten's 

motion to compel responses to citations to discover assets and to cite Dillis 
Allenfor contempt. Karsten's motion to compel responses to citations to 
discover assets is granted in part and denied in part. Darsten's motion to 
cite Dillis Allen for contempt is denied [326-1]. (See reverse of minute 
order.) Mailed notice [Date Entered: 06/18/03, By: jmp] 

06/1 8/2003 328 FEDERAL CIRCUIT transcript purchase order sheet by defendant, counter- 
claimant; Notice. [Date Entered: 06/23/03, By: jmp] 

06/23/2003 - CITATION to Discover Assets Issued as to Custodian of Records, Fifth third 
Bank a/k/a Old Kent Bank. [Date Entered: 06/24/03, By: hb] 

06/23/2003 m ANSWER by Bank One, N.A. to citation to discover assets [Date Entered: 

— 06/24/03, By: hb] 

06/30/2003 m 33Q EMERGENCY MOTION by plaintiff, counter-defendant to enjoin Karsten 

Manuafacturing Corporation and Fifth Third Bank (Attachment); Notice. 

[Date Entered: 07/02/03, By: jmp] 

07/01/2003 |jj 331 MINUTE ORDER of 7/1/03 by Hon. David H. Coar : Emergency motion by 

Vardon Golf Company to enjoin Karsten Manuafacturing Corporation and 

Fifth Third Bank is stricken [330-1] for the movant's failure to appear and 
present themotion. Mailed notice [Date Entered: 07/02/03, By: jmp] 

07/01/2003 [|| 332 MINUTE ORDER of 7/1/03 by Hon. Morton Denlow : Status hearing held 

and continued to 07/31/03 at 10:00 a.m. Vardon Golf Company is to 

produce for inspection and copy all financial records from 01/01/98 to the 
present on07/07/03 at 10:00 a.m. in Dillis Allen's office. Dillis Allen will 
appear on 07/1 5/03 at 1 1 :00 a.m. to be deposed in the citation to discover 
assets of Vardon Golf Company. Dillis Allen's continued deposition is 
limited to 3 hours. Mailed notice by judge's staff [Date Entered: 07/07/03, 
By: gy] 
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07/10/2003 



07/10/2003 



334 



07/16/2003 



07/17/2003 
07/17/2003 

07/22/2003 
07/28/2003 



333 EMERGENCY MOTION by plaintiff, counter-defendant to enjoin Karsten 

Manufacturing Corporation and Fifth Third Bank (Attachments); Notice. 

[Date Entered: 07/14/03, By: jmp] 

MINUTE ORDER of 7/10/03 by Hon. David H. Coar : Hearing held on 
plaintiffs emergency motion to enjoin Karsten Manufacturing Corporation 
and Fifth Third Bank. Plaintiffs emergency motion to enjoin Karsten and 
Fifth Third Bank isgranted in part and continued in part [333-1]. To the 
extent that the accounts of Dillis and Irene Allen are frozen pursuant to the 
Citation issued by the defendant, Fifth Third Bank is hereby ordered to 
unfreeze the accounts of Dillis Allen and Irene Allen. The plaintiff shall file a 
memorandum in support of the issue discussed on therecord by noon on 
07/17/03, and that issue is set for hearing at 9:30 a.m. on 07/18/03. Mailed 
notice [Date Entered: 07/14/03, By: jmp] 

MINUTE ORDER of 7/16/03 by Hon. David H. Coar : The portion of the 
plaintiffs emergency motion to enjoin Karsten Manufacturing Corporation 
and Fifth Third Bank [333-1] scheduled for 07/18/03 is stricken and is 
continued to 9:00a.m. on 07/24/03: Mailed notice [Date Entered: 07/17/03, 
By: jmp] 

TRANSCRIPT of proceedings for the following date(s): 06/17/03 appeal 
[306-1] before Honorable Morton Denlow. [Date Entered: 07/18/03, By: jmp] 

MEMORANDUM by plaintiff, counter-defendant in support of its emergency 

motion to enjoin Karsten Manufacturing Corporation and Fifth Third Bank 

[333-1]; Notice. [Date Entered: 07/21/03, By: jmp] 



335 



336 



338 



339 



07/28/2003 340 

07/28/2003 
07/31/2003 ^ 342 



07/31/2003 



08/01/2003 
08/25/2003 
08/25/2003 
09/11/2003 



MINUTE ORDER of 7/22/03 by Hon. David H. Coar : At the request of the 
parties, the hearing regarding the remaining issues in the plaintiffs 
emergency motion to enjoin Fifth Third Bank and Vardon is reset to 9:00 
a.m. on 07/31 /03.Mailed notice [Date Entered: 07/23/03, By: jmp] 

MEMORANDUM by defendant, counter-claimant in opposition to Vardon's 
motion to enjoin Karsten and Fifth Third Bank; Notice. [Date Entered: 
07/29/03, By: jmp] 

EXHIBITS A through F by defendant, counter-claimant to its memorandum 
in opposition to Vardon's motion to enjoin Karsten and Fifth Third Bank 
[339-1] (RESTRICTED). [Date Entered: 07/29/03, By: jmp] 

341 MOTION by defendant, counter-claimant to amend the protective order 
(Attachment); Notice. [Date Entered: 07/31/03, By: jmp] 

MINUTE ORDER of 7/31/03 by Hon. David H. Coar : Motion hearing held. 
For the reasons stated on the record, the citation for bank records as to 
Dillis and Irene Allen is quashed - this concludes all issues in the #333 
plaintiffsemergency motion to enjoin. Over the oral objections of the 
plaintiff, the defendant's motion to amend the Protective Order is granted 
[341-1]. Mailed notice [Date Entered: 08/01/03, By: jmp] 

MINUTE ORDER of 7/31/03 by Hon. Morton Denlow : Status hearing set for 
07/31/03 is stricken. All matters relating to the referral of this action having 
been resolved, the case is returned to the assigned judge. Terminating 
thecase referral to Hon. Morton Denlow. Mailed notice by judge's staff [Date 
Entered: 08/01/03, By: jmp] 

TRANSCRIPT of proceedings for the following date(s): 07/10/03 appeal 
[306-1] before Honorable David H. Coar. [Date Entered: 08/04/03, By: jmp] 

345 NOTICE by plaintiff, counter-defendant's counsel of change of address 

— [Date Entered: 08/26/03, By: Ixs] 

o Afi NOTICE by plaintiff, counter-defendant of notice [345-1] [Date Entered: 

— 08/26/03, By: Ixs] 

343 MOTION by defendant, counter-claimant for leave to file supplemental 
r memorandum in support of Karsten's motion to amend its counterclaim and 
the judgment to name Dillis Allen as a counterclaim defendant 



343 



344 
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09/18/2003 

09/22/2003 
09/22/2003 

09/23/2003 



09/23/2003 
10/02/2003 

10/02/2003 

10/29/2003 
11/07/2003 



(Attachment); Notice oforder lifting automatic stay. [Date Entered: 09/24/03, 
By: jmp] 

34g RENEWED MOTION by plaintiff, counter-defendant under Rule 8(a)(1) of 

the Federal Rules of Appellate Procedure for a stay pending appeal 

(Attachments); Notice. [Date Entered: 09/24/03, By: jmp] 

347 ATTORNEY APPEARANCE for defendant, counter-claimant, third-party 
plaintiff by John M. Broderick. [Date Entered: 09/24/03, By: jmp] 

MEMORANDUM by defendant, counter-claimant in opposition to Vardon's 
renewed motion for stay pending appeal (Attachments); Notice. [Date 
Entered: 10/01/03, By: jmp] 

MINUTE ORDER of 9/23/03 by Hon. David H. Coar : Vardon is given to 
09/30/03 to file a response to the Notice of Order Lifting Automatic Stay and 
motion for leave to file supplemental memorandum in support of Karsten's 
motion toamend its counterclaim and the judgment to name Dillis Allen as a 
counterclaim defendant [348-1] thereafter the motion will be taken under 
. advisement, ruling to issue by mail. Vardons's renewed motion under Rule 
8(a)(1) of the Federal Rules of Appellate Procedure for a stay pending 
appeal is denied [349-1] for the reasons stated on therecord. Mailed notice 
[Date Entered: 09/24/03, By: jmp] 

-co PRAECIPE by defendant Karsten Mfg Corp, counter-claimant Karsten Mfg 

— Corp. [Date Entered: 10/02/03, By: jmp] 

- TWO WRITS of execution and three certified copies of each with two copies 
of praecipe issued to the U.S. Marshals' Office for service as to plaintiff 
Vardon Golf Co., Inc. [Date Entered: 10/02/03, By: jmp] 



351 



350 



12/02/2003 
12/16/2003 
01/20/2004 



353 



354 



355 



356 



357 



REPLY by plaintiff to Karsten's supplemental memorandum in support of 
Karsten's motion under Rule 1 5(a) and 59(e) for leave to amend its 
counterclaim and the judgment to name Dillis Allen as a counterclaim 
defendant [297-1 ](Attachments); Notice. [Date Entered: 10/07/03, By: air] 

RETURN OF SERVICE executed as to defendant Karsten Mfg Corp on 
10/27/03. [Date Entered: 10/30/03, By: jmp] 

CERTIFIED copy of Order dated 10/31/03 from the Federal Circuit. ( 02- 
1606, 03-1125, 03-1389). 1) It is ordered that execution of the judgment is 
temporarily stayed pending receipt of Karsten's response and consideration 
by the courtof the papers submitted. 2) Karsten's response is due no later 
than 11/08/03; Notice. [Date Entered: 11/10/03, By: jmp] 

TRANSCRIPT of proceedings for the following date(s): 09/23/03. appeal 
[306-1] before Honorable David H. Coar. [Date Entered: 12/05/03, By: jmp] 

NOTICATION by defendant Karsten Mfg Corp of change of address [Date 
Entered: 12/17/03, By: eav] 



358 TRANSCRIPT of proceedings for the following date(s): 05/21/03 before 
Honorable Morton Denlow. [Date Entered: 01/21/04, By: jmp] 
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Michael P Mazza 
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Suite 4600 
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USA 
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DillisV Allen 

COUNTER-DEFENDANT 



Date # Proceeding Text 

04/27/1 999 1 COMPLAINT; jury demand - Civil cover sheet - Appearance(s) of Patrick 
Francis Solon, Keith A. Vogt, Michael P. Mazza, Thomas G. Scavone as 
attorney(s) for plaintiff ( 2 originals and 2 copies summons(es) issued.) 
( Documents: 1-1 through 1-3) (vj) [Entry date 04/29/99] 

04/27/1 999 - RECEIPT regarding payment of filing fee paid; on 4/27/99 in the amount of $ 
150.00, receipt* 1042627. (vj) [Entry date 04/29/99] 

04/27/1 999 2 NOTICE of claims involving patent pursuant to Local Rule 1 3 by plaintiff, (vj) 
[Entry date 04/29/99] 

04/29/1999 - MAILED PATENT report to Washington, D.C. Copy to files, (vj) [Entry date 
04/29/99] [Edit date 04/29/99] 

08/06/1999 3 ATTORNEY APPEARANCE for defendants by Roseann Oliver, Michael 
Kenneth Bartosz. (vj) [Entry date 08/10/99] 

08/06/1999 4 ANSWER to complaint [1-1] and COUNTERCLAIM by defendant against 
Vardon Golf Co Inc; cntdft Dillis V Allen (vj) [Entry date 08/10/99] 

08/06/1999 4 THIRD-PARTY COMPLAINT: by Cleveland Golf Inc. (vj) [Entry date 
08/10/99] 

08/1 8/1 999 - SCHEDULE set on 8/1 8/99 by Hon. George M. Marovich : Status hearing set 
to 9:30 9/9/99 . Parties are directged to file a joint written status report by 
9/3/99. Mailed notice (jd) [Entry date 08/18/99] 
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08/30/1 999 5 ANSWER and affirmative defenses by plaintiff to defendants 1 counterclaims 
and third party complaint (mg) [Entry date 09/02/99] 

08/31 /1 999 7 ANSWER TO COUNTERCLAIM and affirmative defenses [4-2] by Vardon 
Golf Co Inc & Dillis Allen to defendants' counterclaims and third party 
complaint, (tlm) [Entry date 09/07/99] 

08/31/1999 8 ANSWER TO THIRD PARTY COMPLAINT and affirmative defenses [4-1] of 
defendants' [4-1] and answer to counterclaims by Dillis V Allen & plaintiff. [7- 
1] (tlm) [Entry date 09/07/99] 

09/02/1999 - SCHEDULE set on 9/2/99 by Hon. George M. Marovich : Status hearing 

reset to 9:30 9/16/99 . Due to the schedule of this court, status hearing set for 
9/9/99 stricken. Mailed notice (jd) [Entry date 09/02/99] 

09/03/1 999 6 ORDER setting joint status report by parties; Notice, (be) [Entry date 
09/07/99] 

09/10/1999 - SCHEDULE set on 9/10/99 by Hon. George M. Marovich : Status hearing 
reset to 9:30 9/22/99 . Status hearing set for 9/16/99 stricken and reset by 
agreement of the parties. Telephoned notice (jd) [Entry date 09/10/99] 

09/22/1 999 - SCHEDULE set on 9/22/99 by Hon. George M. Marovich : Status hearing 

held and continued to 9:30 12/8/99 . In court notice (jd) [Entry date 09/22/99] 

09/28/1 999 - SCHEDULE set on 9/28/99 by Hon. George M. Marovich : Status hearing 
reset to 9:30 12/7/99 . Status hearing set for 12/8/99 stricken. Telephoned 
notice (jd) [Entry date 09/28/99] 

09/29/1 999 8 APPLICATION for leave to appear pro hac vice by Roger W. Parkhurst for 
Rossignol Ski Co Inc and Cleveland Golf Inc; Order entered granting leave 
by Hon. George M. Marovich (ar) [Entry date 09/30/99] [Edit date 09/30/99] 

1 0/22/1 999 9 RESPONSES by Vardon Golf to defendants' first set of document requests 
Nos. 1-28. (vj) [Entry date 10/25/99] 

12/07/1999 - SCHEDULE set on 12/7/99 by Hon. George M. Marovich : Status hearing 

held. Summary judgment motion to be filed by 12/17/99. Parties are directed 
to inform court of the agreed briefing schedule as to the motion for summary 
judgment. Mailed notice (jd) [Entry date 12/08/99] 



01/20/2000 10 



01/20/2000 11 



01/20/2000 12 



01/20/2000 13 



01/20/2000 
01/20/2000 



14 



15 



MOTION by defendants Rossignol Ski Co Inc, Cleveland Golf Inc for leave to 
file brief in support of motion for summary judgment in excess of fifteen 
pages, instanter. (vj) [Entry date 01/21/00] 

NOTICE OF FILING by defendant Cleveland Golf Inc regarding motion for 
partial summary judgment of invalidity of '021 patent claims 1 and 19; 
memorandum in support; motion for brief in excess; Undisputed facts 
supporting partial summary judgment of invalidity of '021 patent claims 1 and 
19; Rossignol's motion for partial summary judgment of invalidity of '941 
patent clalims 12-18; memorandum supporting motion for partial summary 
judgment of invalidity of '941 patent claims 12-18; and Undisputed facts 
supporting partial summary judgment of invalidity of '941 patent claims 12-18; 
Exhibits 1-14 supporting motion for partial summary judgment of invalidity of 
'941 patent claims 12-18; Exhibits 15-41 supporting motion for partial 
summary judgment of invalidity of 021 patent claims 1 and 19. (vj) [Entry date 
01/21/00] 

EXHIBITS 1-14 by Cleveland Golf Inc, Rossignol Ski Co Inc supporting 
motion for partial summary judgment of invalidity of '941 patent claims, (vj) 
[Entry date .01/21/00] 

EXHIBITS 15-41 by Cleveland Golf Inc, Rossignol Ski Co Inc supporting 
motion for partial summary judgment of invalidity of '021 patent claims 1 and 
19. (vj) [Entry date 01/21/00] 

MOTION by Cleveland Golf/Rossignol for partial summary judgment of 
invalidity of '021 patent claims 1 and 19. (vj) [Entry date 01/24/00] 

MEMORANDUM by Cleveland Golf/Rossignol supporting motion for partial 
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01/20/2000 16 



01/20/2000 
01/20/2000 

01/20/2000 
01/27/2000 



17 



18 



02/01/2000 
02/09/2000 
02/16/2000 

03/03/2000 
03/03/2000 



03/03/2000 23 



03/03/2000 

03/03/2000 

03/03/2000 
03/03/2000 



summary judgment of invalidity '021 patent claims 1 and 19 [14-1] 
(Attachment), (vj) [Entry date 01/24/00] 

UNDISPUTED facts supporting partial summary judgment of invalidity of '021 
patent claims 1 and 19 by Cleveland Golf/Rossignol. (vj) [Entry date 
01/24/00] 

MOTION by Cleveland Golf/Rossignol for partial summary judgment of 
invalidity of '941 patent claims 12-18. (vj) [Entry date 01/24/00] 

MEMORANDUM by Cleveland Golf/Rossignol supporting motion for partial 
summary judgment of invalidity of '941 patent claims 12-18 [17-1]. (vj) [Entry 
date 01/24/00] 

19 UNDISPUTED facts by Cleveland Golf/Rossignol supporting partial summary 
judgment of invalidity of '941 patent claims 12-18. (vj) [Entry date 01/24/00] 

20 MINUTE ORDER of 1/27/00 by Hon. George M. Marovich: Defendant 
Cleveland Golf/Rossignol's motion for leave to file brief in support of motion 
for summary judgment in excess of fifteen pages, instanter is granted [10-1]. 
Response to Cleveland Golf/Rossignors motion for partial summary 
judgment of invalidity of '941 patent claims 12-18 [17-1] due by 2/28/00; reply 
due 3/20/00. Response to Cleveland Golf/Rossignol's motion for partial 
summary judgment of invalidity of '021 patent claims 1 and 19 [14-1] due by 
2/28/00; reply due by 3/20/00. Mailed notice (vj) [Entry date 01/28/00] 

- EXECUTIVE COMMITTEE ORDER of 02/01/00: Case reassigned to Hon. 
Charles R. Norgle. (dcap) [Entry date 02/04/00] 

~ SCHEDULE set on 2/9/00 by Hon. Charles R. Norgle Sr : Status hearing set 
for 9:30 2/22/00 . Mailed notice (ef) [Entry date 02/09/00] 

21 MINUTE ORDER of 2/16/00 by Hon. Charles R. Norgle Sr: Status hearing 
set for 2/22/00 is stricken. Counsel to file agreed written status report. Ruling 
on pending motions to be mailed. Mailed notice (vj) [Entry date 02/17/00] 

22 INTERIM PROTECTIVE ORDER (RESTRICTED), (vj) [Entry date 03/06/00] 

23 LOCAL RULE 56.1 RESPONSE by Vardon Golf Co Inc to Cleveland 
Golf/Rossignol's undisputed facts supporting partial summary judgment of 
invalidity of '021 patent claims 1 and 19 [16-1] with Local 56.1 statement (ar) 
[Entry date 03/08/00] 

LOCAL RULE 56.1 STATEMENT by Vardon Golf Co Inc of additional 
undisputed facts supporting the denial of Cleveland's motion and the grant of 
Vardon's partial summary judgment for infringement of '021 patent claims 1 
and 19 (ar)..[Entry date 03/08/00] 

24 RESPONSE by Vardon Golf Co Inc to Cleveland Golf/Rossignors motion for 
partial summary judgment of invalidity of '021 patent claims 1 and19[14-1] 
with memorandum in support (Attachments) (ar) [Entry date 03/08/00] 

24 MEMORANDUM by Vardon Golf Co Inc in support of its cross-motion for 
summary judgment of infringement of '021 patent claims 1 and 19 with 
response (Attachments) (ar) [Entry date 03/08/00] 



25 CROSS MOTION by plaintiff Vardon for partial summary judgment of validity 
of the 941 patent claims 12-18; Notice, (vj) [Entry date 03/15/00] 

26 MEMORANDUM IN RESPONSE by Vardon Golf Co Inc to Cleveland 
Golf/Rossignol's motion for partial summary judgment of validity of the 941 
patent claims 12-18 [25-1] (Attachments), (vj) [Entry date 03/15/00] [Edit date 
03/15/00] 

MEMORANDUM by Vardon Golf Co Inc in support of its cross motion for 
partial summary judgment of validity of the 941 patent claims 12-18 [25-1] 
(Attachments), (vj) [Entry date 03/1 5/00] 

03/03/2000 27 CROSS MOTION by Vardon Golf Co Inc for partial summary judgment of 

infringement of '021 patent claims 1 and 19; Notice, (vj) [Entry date 03/15/00] 



03/03/2000 26 
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03/03/2000 
03/03/2000 



28 RULE 56.1(b) response by plaintiff Vardon. (vj) [Entry date 03/1 5/00] 



03/13/2000 30 



29 UNOPPOSED MOTION by Vardon to file an over length brief in opposition to 
Cleveland and/Rossignol's motion for partial summary judgment of invalidity 
of '021 patent claims 1 and 19, and in support of Vardon's cross motion for 
infringement of '021 patent claims 1 and 19; Notice, (vj) [Entry date 03/15/00] 

MINUTE ORDER of 3/1 3/00 by Hon. Charles R. Norgle Sr: Vardon's 
unopposed motion to file an over length brief in opposition to Cleveland 
and/Rossignol's motion for partial summary judgment of invalidity of '021 
patent claims 1 and 1 9, and in support of Vardon's cross motion for 
infringement of patent claims 1 and 19 is granted [29-1]. Response to 
Vardon's cross motion for partial summary judgment is due by 3/31/00. 
Vardon's reply is due by 4/14/00. Mailed notice (vj) [Entry date 03/1 5/00] 

04/12/2000 31 JOINT MOTION by plaintiff Vardon Golf Co Inc, defendants Rossignol Ski Co 
Inc and Cleveland Golf Inc for entry of scheduling order on pending motions 
for summary judgment (eav) [Entry date 04/1 7/00] 



04/19/2000 32 



05/02/2000 33 



05/02/2000 



05/16/2000 
07/19/2000 



MINUTE ORDER of 4/1 9/00 by Hon. Charles R. Norgle Sr : Joint motion for 
entry of scheduling order on pending motions for summary judgment is 
granted. [31-1] Cleveland to file its response to plaintiffs motion for summary 
judgment and its reply in support of its own motions for summary judgment 
on or before 4/25/00. Plaintiff to produce Mr. Allen for deposition on or before 
4/1 8/00. Telephoned notice (eav) [Entry date 04/20/00] 

MINUTE ORDER of 5/2/00 by Hon. Charles R. Norgle Sr : The reply briefs of 
defendants will be filed on 5/1/2000. Defendants' briefs in opposition to 
plaintiffs motions for summary judgment will be filed on 5/1/2000. The 
plaintiff will have an additional seven days to file its reply briefs in support of 
its motions for summary judgment. (Entered Agreed Scheduling Order dated 
4/27/00. Telephoned notice (eav) [Entry date 05/02/00] 

34 UNOPPOSED MOTION by defendants to file an overlength brief supporting 
its motion for partial summary judgment of invalidity of '021 patent claims 1 
and 19 ; Notice of filing (eav) [Entry date 05/03/00] 



05/02/2000 35 



05/02/2000 37 



05/02/2000 37 



05/02/2000 38 



05/02/2000 39 



05/03/2000 36 



05/04/2000 40 



41 
42 



REPLY MEMORANDUM by defendant supporting motion for partial summary 
judgment of invalidity of '941 patent claims 12-18. [17-1]; Notice of filing (eav) 
[Entry date 05/03/00] 

REPLY by defendants on undisputed facts supporting partial summary 
judgment of invalidity of '941 patent claims 12-18. [17-1], and with Cleveland 
Golf/Rossignol's opposition (eav) [Entry date 05/03/00] 

OPPOSITION by defendants to Vardon's Local Rule 56.1 response [28-1], 
and additional facts, supporting denial of Vardon's cross-motion for *941 
validity (eav) [Entry date 05/03/00] 

MEMORANDUM by defendants in opposition to Vardon's motion for partial 
summary judgment of infringement of '021 patent claims 1 and 19 (eav) 
[Entry date 05/03/00] 

EXHIBITS 42-48 and 49-55 by defendants supporting motions for partial 
summary judgment [17-1], [14-1] (2 Vols.: 39-1 and 39-2) (eav) [Entry date 
05/03/00] 

MEMORANDUM by defendants in opposition to Vardon's cross- motion for 
partial summary judgment of validity of the 941 patent claims 12-18 [25-1] . 
(eav) [Entry date 05/03/00] 

REPLY by plaintiff in support of its cross-motion for summary judgment of 
infringement of '021 patent claims 1 and 19. (ka) [Entry date 05/05/00] [Edit 
date 05/05/00] 

NOTICE by defendants of filing exhibits (eav) [Entry date 05/17/00] 

MOTION by plaintiff Vardon Golf Co Inc to compel discovery and to set 
discovery close and trial dates (Attachments); Notice of motion (eav) [Entry 
date 07/31/00] 
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07/26/2000 43 



07/26/2000 44 



07/28/2000 45 



07/31/2000 46 



08/11/2000 47 



08/11/2000 
09/26/2000 



MOTION by defendants/counteclaim-plaintiffs Rossignol Ski Co Inc, 
Cleveland Golf Inc to stay further discovery until disposition of Cleveland • 
Golf/Rossignol's pending motions for summary judgment (Attachments); 
Notice of motion (eav) [Entry date 07/31/00] 

OPPOSITION by defendants/counterlaim-plaintiffs Rossignol Ski Co Inc, 
Cleveland Golf Inc to compel discovery and [42-1] to set discovery close and 
trial dates [42-2] (Attachments); Notice of filing (eav) [Entry date 07/31/00] 

MINUTE ORDER of 7/28/00 by Hon. Charles R. Norgle Sr : Briefing 
Schedule set on 1 . Cleveland golf/Rossignol's motion to stay further 
discovery until disposition of Cleveland of Golf/Rossignol's pending motions 
for summary judgment and 2. Vardon golfs motion to compel discovery and 
to set discovery close and trial dates as follows: Response to motions due on 
or before 8/4/00. Reply to response due on or before 8/1 1/000. [25-1] [17-1] 
[14-1] Mailed notice (eav) [Entry date 07/31/00] 

CONSOLIDATED RESPONSE by plaintiff Vardon Golf Co Inc to the 
defendants' motion to stay further discovery and [43-1] reply in support of 
Vardon's motion to compel discovery and [42-1] to set discovery close and 
trial dates [42-2] (Attachments) (eav) [Entry date 08/01/00] 

REPLY by Cleveland Golf Inc/Rossignol Ski Co Inc to Vardon's response to 
motion to stay discovery until disposition of Cleveland Golf/Rossignol's 
motions for summary judgment [43-1]; Notice of filing (eav) [Entry date 
08/14/00] 

48 AFFIDAVIT of Rick Orf; Notice of filing (eav) [Entry date 08/14/00] 



49 



09/28/2000 50 



10/03/2000 51 



10/10/2000 
10/25/2000 

10/27/2000 
11/15/2000 



52 



53 



11/15/2000 54 



11/29/2000 55 



12/05/2000 56 



MINUTE ORDER of 9/26/00 by Hon. Charles R. Norgle Sr : Before the court 
are defendant's motions for summary judgment [14-1] & [17-1], and plaintiffs 
cross motions for summary judgment [25-1] & [27-1]. For the reasons stated 
on the attached order, the court denies the motions. See attached order. 
(Entered Order) Mailed notice (eav) [Entry date 09/27/00] 

MINUTE ORDER of 9/28/00 by Hon. Charles R. Norgle Sr : This case is set 
for a status hearing on 10/25/00 at 9:30 a.m. Counsel for all parties shall 
appear. Mailed notice (eav) [Entry date 10/02/00] 

MINUTE ORDER of 10/3/00 by Hon. Charles R. Norgle Sr : Motion by 
defendant Cleveland doc. [34-1] to file overlength brief was and is granted. 
Mailed notice (eav) [Entry date 10/04/00] 

REQUEST by plaintiff for reconsideration (eav) [Entry date 10/1 1/00] 

SCHEDULE set on 10/25/00 by Hon. Charles R. Norgle Sr : Status hearing 
held and continued to 9:30 11/13/00 . No notices required, advised in open 
court, (ef) [Entry date 10/25/00] 

SCHEDULE set on 10/27/00 by Hon. Charles R. Norgle Sr : Status hearing 
reset to 9:30 1 1/1 5/00 . Telephone notice (ef) [Entry date 1 0/27/00] 

MOTION by plaintiff Vardon Golf Co Inc, third-party defendant Dillis V Allen 
to substitute the '941 reissue patent into the case (Attachments) (eav) [Entry 
date 11/16/00] 

MINUTE ORDER of 11/15/00 by Hon. Charles R. Norgle Sr : Status hearing 
held. Response to motion to reconsider is due on or before 1 1/29/2000. 
Reply to response is due on or before 12/6/2000. Settlement conference set 
for 12/12/00 at 1 1:30 a.m. Mailed notice (eav) [Entry date 11/16/00] 

MEMORANDUM by defendants Rossignol Ski Co Inc/ Cleveland Golf Inc in 
opposition to Vardon's request for reconsideration of Vardon's motion for 
partial summary judgment of infringement of '021 patent claims 1 and 19; 
Notice of filing (eav) [Entry date 11/30/00] 

REPLY by plaintiff in support of its motion that the Cleveland Vas+lrons 
infringe claims 1 and 19 of Vardon's '021 patent (Attachment) (eav) [Entry 
date 12/06/00] 
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TRANSCRIPT of proceedings for the following date(s): 12/7/99 Before 
Honorable George M. Marovich (eav) [Entry date 12/1 1/00] . 

MINUTE ORDER of 12/19/00 by Hon. Charles R. Norgle Sr : Settlement 
conference date reset to 1/17/2001 at 11:30 a.m. If United States of America 
v. Dean Bauer proceeds to trial on 1/16/2001 , the settlement conference will 
be re-scheduled.) Mailed notice (eav) [Entry date 12/20/00] 

MINUTE ORDER of 1/29/01 by Hon. Charles R. Norgle Sr : (Entered Agreed 
Order of Dismissal dated 24 January 2001 .) terminating case Mailed notice 
(eav) [Entry date 01/29/01] 

MAILED Patent report and certified copy of Judge Norgle's order dated 
1/29/01 to Washington, D.C. (eav) [Entry date 01/29/01] 
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To view the patents at issue in this case, click here . (No charge!) 
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US District Court Civil Docket 

US District Court for the Northern District of Illinois 

(Chicago) 

1:01cv5909 

Vardon Golf Co Inc v. Biam Gen Titanium, et al 

This case was retrieved from the court on Thursday, April 29, 2004 



Date Filed: 08/01/2001 
Assigned To: Honorable William T Hart 
Referred To: 
Nature of suit: Patent (830) 

Cause: Patent Infringement 
Lead Docket: None 
Other Docket: None 
Jurisdiction: Federal Question 



Litigants 



Vardon Golf Company Inc 
PLAINTIFF 



Class Code: TERMED 

DENLOW A0279 

Closed: Yes 

Statute: 28:1338 

Jury 
Demand: Plaintiff 

Demand 
Amount: $0 



Attorneys 

Keith A Voqt 
[COR] 

Niro. Scavone. Haller & Niro. Ltd 
181 West Madison Street 
Suite 4600 
Chicago , IL 60602 
USA 

(312) 236-0733 

Michael P Mazza 
[COR LD NTCA] 
Michael P Mazza. LLC 
686 Crescent Blvd 
Glen Ellyn.IL 60137 
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(630)858-5071 



v. 



Biam/General Titanium, Inc 
DEFENDANT 



Butler Golf Michael J Garvin 

DEFENDANT [NTC] 

Hahn. Loeser & Parks 

200 Public Square 

3300 BP America Building 

Cleveland , OH 44114-2301 

USA 

(216)621-0150 

Leonard Tachner 
[NTC] 

17961 Sky Park Circle 
Suite 38-E 

Irvine ,CA 92614-6364 
USA 

(949) 752-8525 



Mark A Watkins 
[NTC] 

Eryn R Ace Hahn Loeser & Parks LLP 
1225 West Market Street 
Akron, OH 44313-7188 
USA 

(330) 864-5550 



Carsten Sports Ltd 
DEFENDANT 
[Term: 12/05/2001] 

Dunlop Maxfli Sports Corporation 

DEFENDANT 

[Term: 04/24/2002] 



Peter J Tarsney 
[COR] 

[Term: 04/24/2002] 

Securities & Exchange Commission 

175 West Jackson Street 

Suite 900 

Chicago , IL 60604-2601 
USA 

(312) 353-7390 

Eugene A Schoon 

[COR LD NTC A] 

[Term: 04/24/2002] 

Sidlev Austin Brown & Wood LLP 

Bank One Plaza 

10 South Dearborn Street 

Chicago , IL 60603 

USA 

(312) 853-7000 

Thomas David Rein 
[COR] 

[Term: 04/24/2002] 
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Sidlev Austin Brown & Wood LLP 

Bank One Plaza 

10 South Dearborn Street 

Chicago , IL 60603 

USA 

(312) 853-7000 

William D Herlong 
[NTC] 

[Term: 04/24/2002] 

Nelson Mullins Riley & Scarborough. LLP 
104 South Main Street 
Suite 900 

Greenville , SC 29601 
USA 

(864) 250-2255 



GengYuilnt'lCo.Ltd 
DEFENDANT 
[Term: 12/05/2001] 

HD Golf, LLC 
DEFENDANT 
[Term: 12/05/2001] 

Hireko Trading Co Inc Edward A Cohen 

DEFENDANT [COR LD NTC A] 

[Term: 07/01 /2002] [Term: 07/01 /2002] 

Karbal. Cohen. Economou, Silk & Dunne. LLC 

200 South Michigan Avenue 

20TH Floor 

Chicago , IL 60604 

USA 

(312)431-3700 

Gerald E Ziebell 
[COR] 

Term: 07/01/2002] 

Karbal, Cohen, Economou, Silk & Dunne, LLC 

200 South Michigan Avenue 

20TH Floor 

Chicago , IL 60604 

USA 

(312)431-3700 



John P Godsil 
[Term: 07/01/2002] 
Gabriel & Herman, LLP 
1800 Century Park East 
500 

Los Angeles , CA 90067 
USA 

(310)286-1300 

Allan Gabriel 
[NTC] 

[Term: 07/01/2002] 

Brown Ravsman Millstein Felder & Steiner. 
LLP 

1880 Century Park East 
Suite 71 1 
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Los Angeles , CA 90067 
USA 

(310)712-8300 



Integra Sports 
DEFENDANT 
[Term: 03/20/2002] 

Kent Sport, Inc 
DEFENDANT 
[Term: 01/28/2002] 

Make & Supply Sports, Inc 

DEFENDANT 

[Term: 01/09/2002] 

Ralph Maltby's Golfworks 

DEFENDANT 

[Term: 09/19/2001] 

Monark Golf Supply, Inc 
DEFENDANT 
[Term: 12/12/2001] 

Pintracker Golf, Inc 
DEFENDANT 
[Term: 01/09/2002] 

Turin Golf, Inc 
DEFENDANT 
[Term: 06/26/2002] 

Win Win Sports, Inc 
DEFENDANT 
[Term: 02/13/2002] 



Dunlop Maxfli Sports Corporation Thomas David Rein 

COUNTER-CLAIMANT [term 04/24/02] 

[Term: 04/24/2002] Sidley Austin Brown & Wood LLP 

Bank One Plaza 
10 South Dearborn Street 
Chicago , IL 60603 
USA 

(312) 853-7000 

William D Herlonq 
[Term: 04/24/2002] 
Neil C Jones 
[term 04/24/02] 
Nelson Mullins Riley & 
Scarborough, LLP 
104 South Main Street 
Suite 900 

Greenville , SC 29601 
USA 

(864) 250-2255 



v. 
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Vardon Golf Company Inc 
COUNTER-DEFENDANT 



Keith A Vogt 
[COR] 

Niro, Scavone, 



Halter & Niro, Ltd 



181 West Madison Street 
Suite 4600 
Chicago , IL 60602 
USA 

(312)236-0733 

Michael P Mazza 
[COR LD NTC A] 
Michael P Mazza, LLC 
686 Crescent Blvd 
Glen Ellyn , IL 60137 
USA 

(630)858-5071 



Hireko Trading Co Inc Edward A Cohen 

COUNTER-CLAIMANT [COR LD NTC A] 

[Term: 07/01 /2002] [Term: 07/01 /2002] 

Karbal. Cohen. Economou. Silk & Dunne. LLC 

200 South Michigan Avenue 

20TH Floor 

Chicago , IL 60604 

USA 

(312)431-3700 

9 

Gerald E Ziebell 
[COR] 

[Term: 07/01 /2002J 

Karbal. Cohen. Economou. Silk & Dunne, LLC 

200 South Michigan Avenue 

20TH Floor 

Chicago , IL 60604 

USA 

(312)431-3700 

John P Godsil 
[Term: 07/01/2002] 
Gabriel & Herman. LLP 
1 800 Century Park East 
500 

Los Angeles , CA 90067 
USA 

(310)286-1300 

V. 

Vardon Golf Company Inc Keith A Vogt 

COUNTER-DEFENDANT [COR] 

Niro. Scavone. Haller & Niro. Ltd 

181 West Madison Street 

Suite 4600 

Chicago , IL 60602 

USA 

(312)236-0733 
Michael P Mazza 
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[COR LD NTC A] 
Michael P Mazza. LLC 
686 Crescent Blvd 
Glen Ellyn , IL 60137 
USA 

(630)858-5071 



Date 

08/01/2001 



08/01/2001 
09/04/2001 
09/13/2001 

09/19/2001 



10/01/2001 
10/22/2001 

10/22/2001 

10/24/2001 
11/07/2001 
11/07/2001 
11/16/2001 
11/21/2001 
11/28/2001 



5 



Is 

9 



1 



1 



10 



11 



11/28/2001 12 



11/28/2001 13 



Proceeding Text 

COMPLAINT; jury demand - Civil cover sheet - Appearance(s) of Michael P. 
Mazza, Keith A. Vogt as attorney(s) for plaintiff (Fifteen originals and fifteen 
copies summons(es) issued.) (Documents: 1-1 through 1-3) [Date Entered: 
08/02/01 , By: hp] 

RECEIPT regarding payment of filing fee paid; on 8/1/01 in the amount of 
$150.00, receipt #1048536. [Date Entered: 08/02/01 , By: hp] 

ANSWER by defendant Butler Golf to complaint [1-1]. [Date Entered: 
09/05/01 , By: cm] 

APPLICATION for leave to appear pro hac vice by Leonard Tachner for 
defendant Butler Golf; Order entered granting leave by Hon. William T. Hart. 
[Date Entered: 09/14/01, By: cm] 

MINUTE ORDER of 9/19/01 by Hon. William T. Hart : Defendant Ralph 
Maltby's Golfworks (Golfworks) is dismissed with prejudice as a party 
defendant having settled with plaintiff. (Entered order dismissing with 
prejudicecomplaint against defendant Goldworks). Terminating party Ralph 
Maltby's Golfwors. Mailed notices by judge's staff [Date Entered: 09/24/01, 
By: cm] 

DESIGNATION of local counsel by Leonard Tachner attorney for defendant 
Butler Golf; Notice. [Date Entered: 10/02/01, By: cm] 

ANSWER by defendant Dunlop Maxfli Sports Corporation defenses to 
complaint [1-1] and COUNTERCLAIMS against plaintiff. [Date Entered: 
10/23/01, By: cm] 

ATTORNEY APPEARANCE for defendant/counter-claimant Dunlop Maxfli 
Sports Corporation by Eugene A. Schoon, Peter J. Tarsney, Thomas David 
Rein. [Date Entered: 10/24/01 , By: cm] 

RESPONSE TO COUNTERCLAIM [6-2] by counter-defendant. [Date 
Entered: 10/25/01, By: cm] 

ATTORNEY APPEARANCE for defendant Hireko Trading Co., Inc. by 
Edward A. Cohen, Gerald E. Ziebell. [Date Entered: 11/08/01, By: cm] 

ANSWER to complaint, defenses [1-1] and COUNTERCLAIMS by defendant 
Hireko Trading Co., Inc. against plaintiff. [Date Entered: 1 1/08/01, By: cm] 

SCHEDULE set on 1 1/1 6/01 by Hon. William T. Hart : Status hearing set to 
11:00 11/28/01 . Mailed notice [Date Entered: 11/16/01, By: cw] 

RESPONSE TO defendant Hireko's COUNTERCLAIMS [10-2] by counter- 
defendant [Date Entered: 1 1/26/01, By: ip] 

SCHEDULE set on 1 1/28/01 by Hon. William T. Hart : Status hearing held 
and continued to 1 1:00 12/12/01 for presentation of a discovery plan . Mailed 
notice [Date Entered: 1 1/28/01 , By: cw] 

APPLICATION for leave to appear pro hac vice by William D. Herlong for 
defendant/counter-claimant Dunlop Maxfli Sports Corporation; Order entered 
granting leave by Hon. William T. Hart. [Date Entered: 1 1/29/01 , By: cm] 

APPLICATION for leave to appear pro hac vice by Neil C. Jones for 
defendant/counter-claimant Dunlop Maxfli Sports Corporation; Order entered 
granting leave by Hon. William T. Hart. [Date Entered: 1 1/29/01, By: cm] 
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11/28/2001 

11/30/2001 
12/05/2001 

12/05/2001 



16 



12/11/2001 
12/11/2001 
12/12/2001 

12/12/2001 

12/12/2001 



12/20/2001 



12/21/2001 



01/09/2002 



01/09/2002 



^ ,| g RULE 55 MOTION by plaintiff for entry of default judgment against certain 
— defendants Biam General Titanium, Integra Sports, Make & Supply Sports, 
Monark Golf Inc. Turin Golf Inc, Win Win Sports Inc (Attachments); Notice. 
[Date Entered: 12/07/01, By: cm] 

- SUMMONS, original and one copy, issued as to Monark Golf Supply, Inc. 
[Date Entered: 12/03/01, By: cm] 

14 RULE 41 DISMISSAL by plaintiff as to party Geng Yui International Co. Ltd, 
party HD Golf LLC and party Carsten Sports, Ltd. [Date Entered: 12/06/01, 
By: cm] 

MINUTE ORDER of 12/5/01 by Hon. William T. Hart : Plaintiffs Rule 55 
motion for entry of default judgment against certain defendants [15-1] is 
granted in part, denied in part and withdrawn as to defendant Monark 
GolfSupply, Inc. Defendants Biam/General Titanium, Inc., Integra Sports, 
Make & Supply Sports, Inc., Turin Golf, Inc. and Win Win Sports, Inc. are 
hied in default. Prove up is set for 12/20/01 at 1 1 :00 am. Mailed notice [Date 
Entered: 12/07/01, By: cm] 

PROPOSED scheduling order by defendant Dunlop Maxfli Sports 
Corporation; with discovery plan. [Date Entered: 12/12/01 , By: cm] 

DISCOVERY plan by defendant Dunlop Maxfli Sports Corporation; with 
proposed scheduling order. [Date Entered: 12/12/01, By: cm] 

APPLICATION for leave to appear pro hac vice by Allan Gabriel for 
defendant/counter-claimant Hireko Trading Co; Order entered granting leave 
by Hon. William T. Hart. [Date Entered: 12/13/01, By: cm] 

APPLICATION for leave to appear pro hac vice by John P. Godsil for 
defendant/counter-claimant Hireko Trading Co; Order entered granting leave 
by Hon. William T. Hart. [Date Entered: 12/13/01 , By: cm] 

MINUTE ORDER of 12/12/01 by Hon. William T. Hart : Status hearing held 
and continued to 2/1 3/02 at 1 1 :00 am. Defendants Geng Yui Intl. Co. Ltd., 
HD Golf, LLC and Carsten Sports Ltd. are dismissed without 
prejudicepursuant to FRCP 41(a)(1). Defendant Monark GolfSupply, Inc. is 
dismissed as a party defendant having settled with plaintiff. (Entered order 
dismissing complaint against defendant Monark Golf Supply, Inc.) 
Terminating party Monark Golf Sup Inc. Mailed notices by judge's staff [Date 
Entered: 12/17/01, By: cm] 

MINUTE ORDER of 12/20/01 by Hon. William T. Hart : Prove-up held. 
Defendants Biam/General Titanium, Inc., Integra Sports, Make & Supply 
Sports, Inc., Turin Golf, Inc., and Win Win Sports, Inc. are in default and 
arepermanently enjoined from infringing on plaintiffs U.S. Letters Patent No. 
RE. 36,950. Plaintiff may engage in discovery to establish damages, if any, 
for which said defendants are liable. Court retains jurisdiction to enter a 
judgment for damages as to said defendants. (Entered order against certain 
defendants). Mailed notices byjudge's staff [Date Entered: 12/26/01, By: cm] 

SCHEDULE set on 12/21/01 by Hon. William T. Hart : Written discovery is to 
be completed by 2/28/02; fact discovery is to be completed by 4/30/02. All 
Discovery including expert discovery is ordered closed on 6/28/02 . Mailed 
notice [Date Entered: 12/21/01 , By: cw] 

MINUTE ORDER of 1/9/02 by Hon. William T. Hart : Defendant Pintracker 
Golf, Inc. is dismissed with prejudice as a party defendant having settled with 
plaintiff. (Entered order dismissing with prejudice complaint against 
defendantPintracker Golf, Inc.) Terminating party Pintracker Golf Inc. Mailed 
notice [Date Entered: 01/1 1/02, By: cm] 

MINUTE ORDER of 1/9/02 by Hon. William T. Hart : Defendant Make & 
Supply Sports, Inc. has settled with plaintiff; therefore, the orders of default 
and default judgment entered against said defendant are vacated. Defendant 
Make& Supply Sports, Inc. is dismissed with prejudice as a party defendant. 
(Entered order dismissing complaint against defendant Make & Supply 
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Sports, Inc.) Terminating party Make & Sup Sports. Mailed notice [Date 
Entered: 01/11/02, By: cm] 

APPLICATION for leave to appear pro hac vice by Mark A. Watkins for 
defendant Butler Golf; Order entered granting leave by Hon. William T. Hart. 
[Date Entered: 01/29/02, By: cm] 

APPLICATION for leave to appear pro hac vice by Michael J. Garvin for 
defendant Butler Golf; Order entered grantin leave by Hon. William T. Hart. 
[Date Entered: 01/29/02, By: cm] 

APPLICATION for leave to appear.pro hac vice by Eryn R. Ace for defendant 
Butler Golf ; Order entered granting leave by Hon. William T. Hart. [Date 
Entered: 01/29/02, By: cm] 

MINUTE ORDER of 1/28/02 by Hon. William T. Hart : Defendant Kent Sport, 
Inc. is dismissed with prejudice as a party defendant having settled with 
plaintiff terminating party Kent Sport, Inc. (Entered Order 
DismissingComplaint Against Defendant Kent Sport, Inc.) Mailed notice 
[Date Entered: 01/30/02, By: mw] 

29 FIRST MOTION by plaintiff to compel discovery from defendant Dunlop 

— Maxfli Sports Corporation (Attachments); Notice [Date Entered: 01/31/02, By: 
ar] 

- MAILED Patent report to Commissioner of Patents & Trademarks, 
Washington, D.C. [Date Entered: 01/29/02, By: hp] 

28 APPLICATION for leave to appear pro hac vice by Michael J. Garvin for 

defendant Butler Golf ; Order entered granting leave by Hon. William T. Hart. 
[Date Entered: 01/30/02, By: mw] 

MINUTE ORDER of 1/30/02 by Hon. William T. Hart : Plaintiffs first motion to 
compel discovery from defendant Dunlop Maxfli Sports Corporation [29-1 ]is 
taken under advisement. No notice [Date Entered: 01/31/02, By: ar] 

MINUTE ORDER of 1/31/02 by Hon. William T. Hart: The cases cited by 
defendant do not address the issue of discovery. The discovery requested by 
defendant is appropriate. Cf. Twentieth Century Fox Film Corp. v. Mow 
Trading Corp.,749F.Supp.473,475(S.D.N.Y.1990) (in a copyright 
infringement case, discovery that might lead to evidence of additinal 
infringing merchandise was appropriate). Plaintiffs first motion to compel 
discovery from defendant Dunlop Maxfli Sports Corporation is granted [29-1]. 
Within 21 days, defendant shall answer the interrogatories andprovide the 
samples. Mailed notice [Date Entered: 02/01/02, By: vj] 

j „ MOTION by defendant Dunlop Maxfli Sports Corporation for entry of 

— protective order (Attachment). [Date Entered: 02/13/02, By: cm] 

- SCHEDULE set on 2/1 3/02 by Hon. William T. Hart : Status hearing held. No 
notice [Date Entered: 02/1 3/02, By: cw] 
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02/27/2002 
03/08/2002 
03/20/2002 



MINUTE ORDER of 2/13/02 by Hon. William T. Hart : Defendant Win Win 
Sports, Inc. has settled with plaintiff; therefore, the orders of default and 
default judgment entered against said defendant are vacated. Defendant Win 
Win Sports, Inc.is dismissed with prejudice as a party defendant. (Entered 
order dismissing with prejudice complaint against defendant Win Win Sports, 
Inc.) Mailed notice [Date Entered: 02/19/02, By: cm] 

34 TRANSCRIPT of proceedings for the following date(s): Held on 1 /30/02 
before Honorable William T. Hart. [Date Entered: 02/27/02, By: cm] 

35 TRANSCRIPT of proceedings for the following date(s): Held on 02/1 3/02 
before Honorable William T. Hart. [Date Entered: 03/1 1/02, By: cm] 

MINUTE ORDER of 3/20/02 by Hon. William T. Hart : Defendant Intrega 
Sports which ceased doing business and dissolved prior to service of the 
complaint and non-party Trophy Sports LLC which purchased the mark 
Interga has settledwith plaintiff; therefore, the orders of default and default 
judgment entered against defendant Integra Sports are vacated. Defendant 
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Intrega Sports is dismissed with prejudice as a party defendant, terminating 
party Integra Sports. (Entered order dismissing complaint against defendant 
Integra Sports). Mailed notice [Date Entered: 03/25/02, By: cm] 

04/22/2002 [|j „ MOTION by plaintiff to compel discovery from defendants Biam and Turn 

— Golf (Attachments). [Date Entered: 04/23/02, By: cm] 

04/23/2002 39 NOTICE by plaintiff of motion regarding motion to compel discovery from 
defendants Biam and Turn Golf [37-1]. [Date Entered: 05/02/02, By: cm] 

04/24/2002 H 38 MINUTE ORDER of 4/24/02 by Hon. William T.Hart: Plaintiff and defendant 

— Dunlop Slazenger Groups Americas, Inc., formerly Dunlop Maxfli Sports 
Corporation, sued as Dunlop Maxfli Sports Corporation, have settled. 
Accordingly.plaintifTs claims against said defendant and said defendant's 
counterclaims are dismissed with prejudice with each party to bear its own 
costs. Said defendant's motion for entry of protective order [32-1] is moot. 
(Entered dismissal order between Vardon Golf Company, Inc.and Dunlop 
Slazenger Groups Americas, Inc.) Terminating party DunlopMaxfii Sports. 
Mailed notice [Date Entered: 04/29/02, By: cm] 

05/01/2002 H 4Q MINUTE ORDER of 5/1/02 by Hon. William T. Hart : Plaintiffs motion to 

— compel discovery from defendants Biam/General Titanium, Inc. and Turn 
Golf, Inc. [37-1] is denied without prejudice, to subpoena said defendants. 
Nonotice [Date Entered: 05/02/02, By: cm] 

06/26/2002 H| MINUTE ORDER of 6/26/02 by Hon. William T. Hart : Defendant Turin Golf, 

— Inc. has settled with plaintiff; therefore, the orders of default and default 
judgment entered against said defendant are vacated. Defendant Turin Golf, 
Inc. isdismissed with prejudice as a party defendant. Terminating party Turin 
Golf, Inc. (Entered order dismissing complaint against defendant Turin Golf, 
Inc.) Mailed notice [Date Entered: 06/28/02, By: cm] 

07/01/2002 [|| 42 MINUTE ORDER of 7/1/02 by Hon. William T. Hart : Plaintiff's complaint as 

— to defendant Hierko Trading Co., Inc. is dismissed with prejudice and 
defendant/counterclaim Hireko Trading Co., Inc.'s counterclaim is dismissed 
withprejudice, with each party to bear its own attorneys' fees, costs and 
expenses. (Entered stipulation for dismissal of complaint and counterclaim 
with prejudice (F.R.C.P., Rule 41(a)(1)(ii)). Terminating party Hireko Trading 
Co. Mailed notice [Date Entered: 07/03/02, By: cm] 

- SCHEDULE set on 7/8/02 by Hon. William T. Hart : Status hearing set to 
1 1 :00 7/17/02 . Mailed notice [Date Entered: 07/08/02, By: cw] 

- SCHEDULE set on 7/17/02 by Hon. William T. Hart : Status hearing held and 
continued to 11 :00 7/31/02 . Mailed notice [Date Entered: 07/17/02, By: cw] 

- SCHEDULE set on 7/31/02 by Hon. William T. Hart : Status hearing held and 
continued to 1 1 :00 9/1 1/02 . Mailed notice [Date Entered: 07/31/02, By: cw] 

43 MINUTE ORDER of 9/1 1/02 by Hon. William T. Hart: Status hearing stricken. 

— Plaintiff and remaining defendants have settled. This case as to remaining 
defendants is dismissed with prejudice and each side to bear its own 
costs.terminating case Mailed notice [Date Entered: 09/13/02, By: cv] 

09/1 3/2002 - MAILED patent report with certified copy of minute order dated 9/1 1/02 to the 
Commissioner of Patents and Trademarks, Washington DC. [Date Entered: 
09/13/02, By: cv] 

04/20/2004 44 TRANSCRIPT of proceedings for the following date(s):Held on 1 1/28/01 , 
12/5/01 & 12/12/01 before Honorable William T. Hart. (44-1 through 44-3) 
[Date Entered: 04/21/04, By: cm] 
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Time of Request: April 29, 2004 09:17 AM EDT 

Research Information: 

Utility, Design and Plant Patents 
patno=5301941 

UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT 

5301941 
April 12, 1994 

Golf club head with increased radius of gyration and face reinforcement 

REEXAM-LITIGATE: 

NOTICE OF LITIGATION 

NOTICE OF LITIGATION Vardon Golf Company, Inc. v. Golfsmith International, Inc., et al., Filed May 13, 1998, 
D C. N.D. Illinois, Doc. No. 98 C 2944 

NOTICE OF LITIGATION 

Vardon Golf Company, Inc. v. Karsten Manufacturing Corporation, Filed April 27, 1999, D.C. N.D. Illinois, Doc. No. 
99-CV-2785 

Jury verdict in favor of the defendant and against the plaintiff. 
NOTICE OF LITIGATION 

NOTICE OF LITIGATION Vardon Golf Company, Inc. v. Rossignol Ski Company, Inc., etal., Filed Apr. 27, 1999, 
D.C. N.D. Illinois, Doc. No. 99 C 2784 Judge Norgle's Order of Dismissal with Prejudice dated 1/29/01 

NOTICE OF LITIGATION 

Vardon Golf Company, Inc. v. Biam/General Titaniu, Inc., et al, Filed August 1, 2001, D.C. N.D. Illinois, Doc. No. 01 
C5909 

Status hearing is stricken. Plaintiff and remaining defendants have settled. This case as to remaining defendants is 
dismissedwith prejudice and each side to bear its own costs 

REISSUE: Reissue Application filed Aug. 20, 1999 (O.G. Mar. 19, 2002) Ex. Gp.: 3742; Re. S.N. 09/378, 13 IThis 
Patent was reissued on Nov. 7, 2000 as Reissue Patent Re 36,950.Reissue Application filed Jun. 23, 1997 (O.G. Nov. 
1 1, 1997) Ex. Gp.: 3304; Re. S.N. 08/880,748Reissue Application filed Jan. 9, 1995 (O.G. Mar. 14, 1995) Ex. Gp.: 
3304; Re. S. N. 08/369,910, (O.G. March 19, 2002) 

APPL-NO: 882561 (07) 

FILED-DATE: May 13, 1992 

GRANTED-DATE: April 12, 1994 
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ASSIGNEE-AT-ISSUE: Vardon Golf Company, Inc., Elk Grove Village, Illinois, United States (US), 02 

ASSIGNEE-AFTER-ISSUE: August 10, 1992 - ASSIGNMENT OF ASSIGNORS INTEREST., VARDON GOLF 
COMPANY, INC., Reel and Frame Number: 006176/0344 
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Selected file: PLUSPAT 

PLUSPAT - (c) Questel-Orbit, All Rights Reserved. 
Comprehensive Worldwide Patents database 

** SS 1: Results 1 

1/1 PLUSPAT - ©QUESTEL-ORBIT - image 
Patent Number : 

US5301941 A 19940412 [US5301941] 
Title : 

(A) Golf club head with increased radius of gyration and face 
reinforcement 
Patent Assignee : 

(A) VARDON GOLF COMPANY INC (US) 
Patent Assignee : 

Vardon Golf Company, Inc., Elk Grove Village IL [US] 
Inventor (s) : 

(A) ALLEN DILLIS V (US) 
Application Nbr : 

US88256192 19920513 [ 1992US-0882561] 
Priority Details : 

US8825 6192 19920513 [ 1992US-0882561] 
Intl Patent Class : 

(A) A63B-053/04 B22D-019700 
EPO ECIA Class : 

A63B-053/04 
EPO ICO Class : 

K63B-053/04A6B 
US Patent Class : 

ORIGINAL (O) : 473327000; CROSS-REFERENCE (X) : 164034000 164098000 

164361000 473329000 473342000 473350000 
Document Type : 

Basic 
Citations : 

USD229431; US-572436; US-922444; US1459810; US1568888; US1587758; 

US1678637; US2083189; US2429351; US3077350; US3652093; US3847399; 

US3873094; US4076254; US4679792; US4681322; US4730830; US4930781; 

US5060951; AU211781; JP0049130; GB15597 
Publication Stage : 

(A) United States patent 
Abstract : 

An improved high impact metal clubhead with a unique reinforced 
composite face wall, increased radius of gyration, and a positive lift 
air foil surface contour. The composite face wall includes an impact 
supporting wall rigidified by a pattern of integrally cast reinforcing 
bars that extend forwardly, rather than rearwardly, from the supporting 
wall. The reinforced supporting wall is covered by a very hard plastic 
ball striking insert that is cast in situ over the supporting wall. The 
increase in radius of gyration is accomplished by extending the heel and 
toe portions of the clubhead along the face wall further from the 
geometric center of the head, beyond present day parameters for high 
impact clubheads. And the positive lift is effected by contouring the 
top wall of the clubhead downwardly and rearwardly from the base wall 
more severely almost to the plane of the sole plate, and flattening the 
rear wall so it is almost co-planar with the sole plate. This 
configuration results in the top wall being equal to or greater in 
length than the combined length of the sole plate and rear wall in a 
vertical plane extending through the clubhead along the target line. The 
laws of continuity of matter and the air foil shape of the top wall 



eliminate the negative lift or drag in today f s "woods" and offer the 
possibility of some positive lift to increase ball overspin. 



1/1 LGST - ©EPO 
Patent Number : 

US5301941 A 19940412 [US5301941] 
Application Number : 

US88256192 19920513 [1992US-0882561] 
Action Taken : 

19920810 US/AS02-A 

ASSIGNMENT OF ASSIGNOR'S INTEREST 

OWNER: VARDON GOLF COMPANY, INC.; EFFECTIVE DATE: 19920508 

19920810 US/AS02-A 

ASSIGNMENT OF ASSIGNOR'S INTEREST 

OWNER: ALLEN, DILLIS V.; EFFECTIVE DATE: 19920508 

19950314 US/RF-A 
REISSUE APPLICATION FILED 
EFFECTIVE DATE: 19950109 

19971111 US/RF-A 
REISSUE APPLICATION FILED 
EFFECTIVE DATE: 19970623 

20020319 US/RF-A 
REISSUE APPLICATION FILED 
EFFECTIVE DATE: 19990820 

20020611 US/FP-A [-] 

EXPIRED DUE TO FAILURE TO PAY MAINTENANCE FEE 
EFFECTIVE DATE: 20020412 
Update Code : 
2003-22 



1/1 CRXX - ©CLAIMS/RRX 
Patent Number : 

5,301,941 A 19940412 [US5301941] 
Patent Assignee : 

Vardon Golf Co Inc 
Actions : 

19950109 REISSUE REQUESTED 

ISSUE DATE OF O.G. : 19950314 

REISSUE -REQUEST NUMBER: 08/369910 

EXAMINATION GROUP RESPONSIBLE FOR REISSUEPROCESS : 3304 



Reissue Patent Number: 



19970623 REISSUE REQUESTED 
ISSUE DATE OF O.G. : 19971111 
REISSUE REQUEST NUMBER: 08/880748 

EXAMINATION GROUP RESPONSIBLE FOR REISSUEPROCESS: 3304 
Reissue Patent Number: USRE36950 



19990820 REISSUE REQUESTED 
ISSUE DATE OF O.G. : 20020319 
REISSUE REQUEST NUMBER: 09/378131 

EXAMINATION GROUP RESPONSIBLE FOR REISSUEPROCESS : 3742 



Reissue Patent Number: 



20020611 EXPIRED (20020412) 



1/1 LITA - ©Thomson Dement 
Accession Number : 

P2002-43-11 
File Segment : 

PATENT (P) 
Patent Number : 

US5301941 19940412 (Utility) 
Plaintiffs : 

Vardon Golf Company Incorporated 
Defendants : 

Biam/General Ti-taniu Incorporated, et al 
Court : i 

IL, Northern Dist. 
Docket Number : 

01 C 5909 
Filing Date : 

2001- 08-01 
Action Date : 

2002- 09-13 
Action : 

Order entered. 



2/1 LITA - ©Thomson Derwent 
Accession Number : 

P2002-43-10 
Cross Reference : 

P1999-21-70 
File Segment : 

PATENT (P) 
Patent Number : 

US5301941 19940412 (Utility) 
Plaintiffs : 

Vardon Golf Company Incorporated 
Defendants : 

Karsten Manufacturing Corporation 
Court : 

IL, Northern dist. 
Docket Number : 

99-CV-2785 
Filing Date : 

1999-04-27 
Action Date : 

2002-08-07 
Action : 

Jury verdict in favor of the defendant & against the plaintiff. Judgment 
is hereby entered in favor of the defendant & against plaintiff. This 



case is closed. 
Other Patents Kbrs 
US5401021 



3/7 LITA - ©Thomson Derwent 
Accession Number : 

P2001-07-36 
Cross Reference : 

P1999-21-69 
File Segment : 

PATENT (P) 
Patent Number : 

US5301941 19940412 (Utility) 
Plaintiffs : 

Vardon Golf Company Incorporated 
Defendants : 

Rossignol Ski Company Incorporated; 

et al 
Court : 

IL, Northern Dist. 
Docket Number : 

99C2784 
Filing Date : 

1999-04-27 
Action Date : 

2001-01-29 
Action : 

Order by Judge Norgle entered. 
Other Patents Nbrs : 

US5401021 



4/7 LITA - ©Thomson Derwent 
Accession Number : 

P2000-04-22 
Cross Reference : 

P1998-22-37 
File Segment : 

PATENT <P) 
Patent Number : 

US5301941 19940412 (Utility) 
Plaintiffs : 

Vardon Golf Company Incorporated 
Defendants : 

Golfsmith International Incorporated, et al 
Court : 

IL, Northern Dist. 
Docket Number : 

98 C 2944 
Filing Date : 

1998- 05-13 
Action Date : 

1999- 12-22 
Action : 

Attached certified copy of Judge Coar's. 
Other Patents Nbrs : 
US5401021 
USD344997 



5/7 LITA - ©Thomson Derwent 
Accession Number : 



4 



r 



P1999-21-70 
File Segment : 

PATENT (P) 
Patent Number : 

US5301941 19940412 (Utility) 
Plaintiffs : 

Vardon Golf Company Incorporated 
Defendants : 

Karsten Manufacturing Corporation 
Court : 

IL, Northern dist. 
Docket Number : 

99-CV-2785 
Filing Date : 

1999-04-27 
Action : 

A complaint was filed. 
Other Patents Nbrs : 

US5401021 

6/7 LITA - ©Thomson Derwent 
Accession Number : 

P1999-21-69 
File Segment : 

PATENT (P) 
Patent Number : 

US5301941 19940412 (Utility) 
Plaintiffs : 

Vardon Golf Company Incorporated 
Defendants : 

Rossignol Ski Company Incorporated;. 

et al 
Court : 

IL, Northern dist. 
Docket Number : 

99C2784 
Filing Date : 

1999-04-27 
Action : 

A complaint was filed. 
Other Patents Nbrs : 

US5401021 



7/7 LITA - ©Thomson Derwent 
Accession Number : 

P1998-22-37 
File Segment : 

PATENT (P) 
Patent Number : 

US5301941 19940412 (Utility) 
Plaintiffs : 

Vardon Golf Company Incorporated 
Defendants : 

Golfsmith International Incorporated, et al 
Court : 

IL, Northern Dist. 
Docket Number : 

98 C 2944 
Filing Date : 

1998-05-13 
Action : 



5 



A complaint was filed. 
Other Patents Mbrs : 

US5401021 
USD344997 



Session finished: 29 APR 2004 Time 15:31:18 

QUESTEL. ORBIT thanks you. Hope to hear from you again 



